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AN ACT
ESTABLISHING THE REVISED INTELLECTUAL PROPERTY CODE OF
THE PHILIPPINES

EXPLANATORY NOTE

Intellectual Property is an ever-evolving field of law. It is ever-evolving precisely
becanse the namre of intellectual content. the media through which it is transmitted. and the
venues through which it 1s transacted changes with technology. As such, intellectual property
laws must be agile and adapiable, sufted to rapid changes in technology.

The Intellectual Property Code of the Philippines was last amended in 2013, Ten vears
hence, the more pervasive, almost ubiguitous use of the internet has radically changed the

intellectuzl property landscape. For example, the world economy has moved towards faster.
more “inglant” transactions. As such. the need for cross-border and alternative dispute

resolution mechanisms, which this proposal provides, has become more pronounced in recent
Years.

At asimpler level, this proposal also revises the way the Philippine bureaucracy aocepts
and processes applications for patenis. to make the system more attuned to the digital age. For
example, the original IP Code included provisions for accepting applications by “telecopier.”
Of course, there waere also no provisions for electronic signatures vet. This proposal allows
acceptance of applications through “electronic means™ which can be set by implementing
regulations.

The proposal also has provisions o address new media through which intellectual
property may be displayed legally or otherwise. For example. the original [P Code could not
have anticipated the broad wse of “websites™ that has become a staple of daily digital life, This
proposal now includes the power for regulators to issue “permanent blocking orders. take down
orders, cease-and-desist, or disable access orders. to the intermediary service providers.
domain name registries and registrars. website owners, online intermediaries, online platforms,
social media platforms, or any similar medium in relation to an online violation of intellectual

property rights.”
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At the same time, the role of intellectizal property in national development has become
accepled by consensus, At the height of COVID-19, the speedy development and public
mohbilization of intellectual property over vaccines has accelerated the mitigation and control
of the virus. As such, this proposal aims to provide & clearer, more thorough framework for the
use of patents by the povernment,

1tz other words, this proposal revises the onginal IP Code such that it now provides for
technologies and media that were not anticipated 1n its time. The proposal also hroadens the
power of regulators to such extent as to allow for even newer technologies not present at this
time.

The enactment of this proposal will be crucial as we encourage more Filipinos to
participate in the economy through the creative industries and through scientific and
technological development and innovation.

I view of the foregoing, the approval of this bill iw

ALCEDA
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Republic of the Philippines
HOUSE OF REPRESENTATIVES

CQuezon City

Mineteenth Congress
First Regular Sessien

House Bill No. _-_'E_F_J 3

Introduced by Representative JOEY SARTE SALCEDA

AN ACT
ESTABLISHING THE REVISED INTELLECTUAL PROPERTY CODE OF
THE PHILIFPINES

Be it enacted by the Senate and the Houwse of Represemiatives of the Philippines in
Congress assembled:

SECTION 1. Shorr Tirle. — This Act shall be known as the “Revised Intellectual
Property Code of the Philippines.”

SEC. 2. Declaration of Policy. — The State recognizes that an effective and cfficient
imellectual property system is vital to the development of domestic, and creative industnes,
facilitates transfer of technology, aitracts foreign investments, promotes business confidence
and ensures market access for our products. Towards this end, the State shall:

{a) modemize and improve certain aspects of the law on intellectual property 0 ensure
that the intellectual property system operates more efficientdy and iz more accessible for all
scientists. inventors, creators, arists and other gified citizens including the mdigenous peoples
and local commumity;

(k) streamline administrative procedures relating to intellectual property rights to
liberalize the registration on the transfer of technology enhance the enforcement of intellectual
praperty rights in the Philippines: and promote the use of relevant, emerging, advanced, and
state-of-the-art technologies in providing a more ¢fficient and higher quality service to the
stakeholders and the public; and

{c} recogmize, protect, and promote the rights of the indigenous peoples and
communities to their intellectual and cultural rights under the principles of free and prior
informed consent and bencfit sharing. Thus, the State shall implement appropriate measures to
prevent misuse and misapproprialion of the indigenous peoples” and communities” inteliectual

and cultural properties.

SEC. 3. Applicabiliry of Inrernational Conventions and Agreemenis. - Any person who
is a national or who is domiciled or has a real and effective industrial establishment in a country
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which is a party to any convention, treaty or agreement relating to intellectual property rights
or the repression of unfair competition, to which the Philippines is also a party, or extends
reciprocal rights to nationals of the Philippines by law, shall be entitied to benefits to the extent
necessary to give effect o any provision of such convention. treaty or reciprocal law, in
addition 1o the rights to which any owner of an intellectual property right is otherwise entitled

by this Acl.

SEC. 4. Definitions of Terms. = As used in this Act:

4.1, “Cownterfeit goody” refer to any goods or matenials including packaging bearing
without authorization a trademark which is identical to a trademark validly registered with the
TPOPHL or already declared as a well-known mark internationally and in the Philippines by a
competent authority in respect of such goods or which cannot be distinguished in its essential
aspects from such a trademark. and which thereby violates the rights of the owner of the

trademark in question.
4.2, “Innovation™ refers to the creation of new ideas that resulls in the development of

new or improved produets, processes, or services, which are then spread or transferred across
the market.

3. “lwvellecival propern™ or “intellectual properoy vights™ refer to the following:
(a) Copyright and Relased Rights;

(b} Geographical Indications;

{c) Industrial Designs:

(d} Layout-Designs {Topocraphies) of Integrated Circuits:

(e) Patents;

{11 Protected Undisclosed Information:

{2) Trademarks and Service Marks; and

(h} Litlity Models.

4.4 ~IPOPHL Gazeite” or *E-Gazette™ refers to the printed or electronic publication of
the CHfice under this Act.

4.5, "Office” refers 1o the Imeliectual Property Office of the Philippines (IPOPHL)

4.6. “Pirated goods™ refer o any poods or materials or content, whether tangible and
intangible, in electronic or digital form, which are made, produced, copied, reproduced.
disseminated, distributed. imported, used, removed, altered, substituted, modified. storage.
uploaded. downloaded, communicated, made available to the public, or protected material
broadeasted, or replicated without the consent of the right holder or person duly authorized by
the right holder and which are made, produced, or replicated directly or indirectly from an
article where the making of that copy would have constituted an infringement of copyright or
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related rights.

4.7, “Tecknology transfer arrangements™ tefer to contracts or agreements involving
intellectual property rights with the transfer of systematic knowledge or technology for the
manufacture of a product. the application of a process. or rendering of a serviee including
management contracts: and the transfer. assignment or licensing of all forms of imellectual
property rights, including licensing of computer software except computer software developed
tor mass market. The term shall not include business franchises,

PARTI
THE INTELLECTUAL PROPERTY OFFICE

SEC. 5. Funcrions af the Intellectual Property Cffice of the Philippines (IPOPHL). ~

5.1. The Office is mandated to administer and implement the State policies declared in
this Acl. having the following functions:

(a) Examine applications and grani lemers patent for inventions and register utility
models. industrial designs, layout-designs (topographies) of integrated circuits. trademarks and
other marks of ownership:

(b} Provide protection for geographical indications;

(c) Register technology transfer arrangements and setile disputes on payments
invalving the same and develop and implement strategics to promote and facilitate technology
transfer;

{d) Promoie the use of copyright and related riphts as a 100l to foster a culwre of
creativity and respect for artistic creation;

{e) Promote the use of patent information as & tool for policy making and technology
development:

{fi Publish regularly in its own publication the patenis. marks. copyright. wtility models
and industrial desipns, issued and approved, and the technology transfer arrangements
registered:

{g) Administratively adjudicate disputes involving intellectual property rights:

{h) Undertake enforcement functions supported by concerned agencies:

{1} Coordinate with and enter into partnerships with other government agencies,
institutions. and the private sector efforts to formulate and implement plans and policies io
strengthen the creation, promotion, protection. utilization. and enforcement of intellectual

praperty rights in the country:

(i} Secure and receive bilateral and intermational grants and endowmenis to support its
programs/projects; and
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(k) Formulate policies to promote ereativity, innovation, and respect for intellectual
property.

5.2, The Office shall have custody of all records, books, drawings, specifications,
documents, and other papers and things relating to intellectual property rights applications filed
with the Office.

5.3. The Office shall have the authority to establish and collect fees and other charpes
in the exercise of its functions and rendering of services including the holding of trainings and
seminars. In relation to and in the performance of s functions and promotion of intcllectual
property, the Office shall have the authority to sell educational and promotional materials, and
import and accept donations consisting of equipment or similar items to be exclusively used
for official purposes.

5.4. The Office shall promulgate rules and procedures, including reasonable timelines
consistent with international agreements and best practices., Due to the extremely complicated
and exceptionally technical field of intellectual property. the Office is exempted from the
mandated timelines for processing transactions under Republic Act No. 11032, otherwise

known 2s the “Fase of Doing Business and Efficient Government Service Delivery Act of
20187

The rules of procedure shall include the grant of letiers patents, regisiration of utility
models, industrial designs, layout-designs (topographies) of imtegrated circuits, marks of
ownership, the adjudication of intellectual property disputes, and other similar or related
SErvices.

SEC. 6. The Organizational Structure of the [POPHL. -

6.1. The Office shall be headed bv a Director General who shall be assisted by two (2)
Deputies Director General.

6.2. The Office shall be divided into seven (7} Bureaus, each of which shall be headed
by a Director and assisted by an Assistant Director. These Burcaus are:

(a) The Bureau of Patents;

(k) The Burcau of Trademarks;

{¢) The Bureau of Legal Affairs;

(d) The Burean of Innovation Support and Business Developrment:
(&) The Information Technology Management Service;

(f) The Finance, Administrative, and Human Resource Development
Services: and

{g) The Bureau of Copyright and Related Rights

6.3. The Director General, Deputies Director General, Directors and Assistant Directors
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shall be appointed by the President. The other officers and employees of the Office shall be
appointed by the Secretary of Trade and Industry, conformably with and under the Civil Service
Law: Provided. That such power may he delegated 1o the Director General.

SEC. 7. The Qffices of the Director General and Deputies Director General, -

7.1 Composition. — The Office of the Director General shall consist of the Director
General and the Deputies Director General, their immediate staff and such Offices and Services
that the Director General will set up to support the plans and programs of the Director General
such as, but not hmited 1o

{a) Strategy Management and Planning;

(b Imtellectual Property Academy ([P Academy );
{c} Intellectual Property Rights Enforcement;

{d) Intellectual Property Field Operations;

{e) Lepal and Appeals:

(1 Policy Research and International Affairs; and
(g) Imemal Avdit and Quality Management

7.2 Powers and Functions. — The Director General shall exercise the following powers
and functions:

{a2) Manage and direct all functions and activities of the Office, including the
promulgation of rules and regulations to implement its mandates, objectives. policies, plans,
programs and projects; and the acknowledgment of individuals representing applicants or other
parties before the Office or handling services related to intellectual property.

In the exercise of the authority to propose policies and standards in relation 0 the
following:

{11 The effective. efficient. and economical operations of the Office requiring
statutory cnaciment;

(21 Coordination with other apencies of government in relation to the enforcement
of intetlectual property rights; and

(3) The establishment of fees for the filing and processing of an application for a
patent and repistration of utility model or industrial design, layout-design
{topography) of an inicgrated circuit. or mark or a colleetive mark and other
marks of ownership. and for all other services performed and materials
furnished by the Office,

The Director General shall be subject 1o the supervision of the Secretary of Trade and
Industry: Provided, That for the rules and regulations on acknowledgment of individuals
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representing applicamts or other parties before the Office or handling services related to
intellectual properiy, such rules and regulations shall be subject to Rule 138 of the Rules of
Court of the Philippines,

{b) Exercise

{1} Exclusive onginal jurisdiction over petitions for the prant of compulsory
licenses or special compulsory licenses. The decisions of the Office of the
Director General over compulsory licensing cases shall be appealable to the
Court of Appeals in accordance with the Rules of Cour;

(2) Exclusive appellate jurisdiction over all decisions rendered by the Director of
Legal Affairs, Director of Patents, Director of Trademarks. Director of
Copyright and Related Rights, and Director of Innovation Support and Busincss
Development in the performance of their quasi-judicial functions,

The decisions of the Director General in the exercise of his appellate jurisdiction
in respect of the decisions of the Director of Legal Affairs, Director of Palents.
Director of Trademarks. Director of Copvright and Related Rights shall be
appealable to the Count of Appeals in accordance with the Rules of Court :
Provided. That the decisions of the Director of Innovation Support and Business
Drevelopment on technology transfer arrangements shall be appealable to the
Secretary of Trade and Industry:

{c) Undertake enforcement functions supported by cancerned agencies such as:

{1} Issue visitorial orders in relation to violations of intellectual property rights
involving counterfeit and pirated goods and materials. and il necessary. issue
provisional cease and desist and preventive custody orders: Provided. That the
issuance of such orders are in accordance with the procedure under this Act:
Provided however. That the complainant shall post a bond sufficient 10 answer
for any and all damages that the respondent may suffer because of the wrongful
order.

For purposes of the issuance of the orders under this section, the following shall
be strictly complied with:

i 1.1) Issuance of Visitorial Oeders

The visitorial order shall be issoed in relation to violations of intellectual
property rights involving counterfeit and pirated goods and materials, and
only upon filing of a verified complaint by the owner(s) or holder(s} of
intellectual  property  rights or  their authonzed representatives,
accompanied by (a) a cortificate of registration or sworn statement of
ownership, (b) a sample of the authentic and counterfeit or pirated goods
and materials subject of the complaint, and (¢) & swom statement by the
complainant or its expert on the lack of authenticity of the product and/or
lack of authority of the respondent to sell. offer for sale. displayed or make
available to the public the said poods and materials. Any visitorial order
shall be issued only upon showing of reasonable cause by the complainan

Fage | &



and any visit shall only be conducted duning reasonable hours to open
establishments and businesses where the counterfeiting or piracy is
alleped to be taking place or counterfeit poods or pirated goods or
materials are alleged o be sold, offered for sale, displayed or made
available to the public.

Dhwring the visit, the Director General, or any officer authorized in writing
by the Director General, shall pive the respondent a reasonable ime and
opportunity to provide evidence of authenticity andfor authority for the
goads sold, offered for sale, displayed or made available to the public, or

kept in storage.
{1.2) Cease and Desist Order; Preventive Custody Order

A cease-and-desist order may be issued only if the respondent fails to
produce such evidence of authenticity or authority, and the subject goods
may be placed in preventive custody. Goods placed in preventive custody
shall be subject to inventory, appropriately marked, and segregated from
the rest of the products in the establishment but shall physically remain in
the establishunent of the respondent or in a place mutually agreed upon by
the complainant, the respondent. and the Director General or any officer
authorized in writing by the Director General. The inventory shall be
witnessed and accepted by the respondent,

(1.3} Compliance o Cease-and-Desist and Preventive Custody

The preventive custody of the goods shall be effective for a period of
fifteen (15) days which may be extendible for a maximum of another
fifieen (15) days upon reasonable ground, Within this period, the
respondent should be able to show cause why the prevemtive custody
should be revoked, amended or not made permanent, and the Director
General shall make a determination thereof,

1f the goods are determined to be not counterfeit or pirated. the preventive
custody shall be revoked within rwenty-four (24) hours and an Order for
Releass of the goods subject of preventive custody shall be issued within
the smid period.

Should the Director General determine that the goods are counterfeit or
pirated, an Order of Confiscation shall, within twenty-four {24} hours, be
issied and the goods shall be confiscated and removed from the
establishiment of the respondent and subjected to forfeitere, destruction, or
dispesal proceedings in sccordance with law.

The IPOPHL and the Department of Justice (DOJ) shall issve the
necessary implementing rules and regulations (IRR) for the proper
implementation of the visitorial powers of the Director General,

(2) lssue temporary and permanent blocking orders, take down orders, cease-and-
desist. or disable access orders, to the intermediary service providers, domain
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name registries and registrars, website owners, onling intermediaries, online
platforms, social media platforms, or any similar medivm in relation to an online
violation of imellectual property rights involving counterfeit and pirated goods.
materials, and content, upon filing of a veritied complaint by the owner(s) or
holder(s) of the intellectual property nghts or their authonized representative
accompanied by a certificate of registration or sworn siatement of ownership.
and a2 sworn statement by the complainant or its expert on the lack of
authenticity of the product and/or fack of authority to sell. offer for sale. display
or make available to the public the coumterfeit or pirated goods and materials;
Provided. That the complainant shall post a bond to be determined by the
Director General sulficient o answer for damages that the respondent may
suffer because of the issuance of a wrongful order.

The temporary blocking, takedown, cease and desist or other orders or measures
shall be isseed only upon showing of grave injury on the par of the applicant,
unless the main purposs is to facilitate online aceess o infringing content, and
shall only be effective for fifteen (15) days, for a maximum period of thirty (30}
days. Within this period, the Director General shall order the respondent to show
cause why the temporary order or measure should be revoked. amended or not
made permanent. The Director General shall determine within the same period
whether the iemporary order or measure should be amended, revoked or made

permanet

The Director General shall issue fmr and equitable procedures to implement its
enforcemen powers, which procedures shall be applied in a8 manner as to avoid
the creation of barriers to Jegitimate trade and Lo provide for safeguards against
thetr abuse.

{d} The power to hold in contempt. in accordance with the procedure provided under
the implementing rules and regulations of the Office, on all these who disregard orders or writs
issued in the exercise of the powers and functions provided for in this subsection. and to impose
a fine of not less than Twenty thousand pesos (PhP 20.00) but not more than Three hundred
thousand pesos (PhP 300,000); and

{e} Such other functions in furtherance of the objectives of this Act

1.3 Qualifications. — The Director General and the Deputies Director General must be
natural bom citizens of the Philippines, at least thirty-five (35) vears of age on the day of their
appointment, holders of a college degree, and of proven competence, integrity. probity and
independence: Provided, That the Director General and at least one (1) Deputy Director
General shall be members of the Philippine Bar who have engaged in the practice of law for at
least ten (10) vears: Provided further. That in the selection of the Director General and the
Deeputies Director General. consideration shall be given to such gualifications as would result,
as far as practicable, in the balanced représentation in the Directorate General of the various
fields of intellectual property.

1.4, Term of Office. — The Director General and the Deputies Director General shall be
appointed by the President for a term of five (5) years and shall hold office until the successor
is appointed and qualified. The Director General and each of the Deputics Director General
shall be eligible for reappoiniment only once. Appointment to any vacancy shall be only for
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the unexpired term of the predecessor.

SEC. 8. Straregy Management and Planning. - The Strategy Management and Planning
under the Office of the Director General shall have the following functions:

(a) Provide efficient and effective services related to the formulation of data-driven
plans and proprams. monitoring of organizational performance, and review of strategic
priorities;

(k) Drive TPOPHL s strategic planning process by enhancing its knowledge of the
driving forces in it operaling eavironment; and

(¢} Mdentify and develop future-ready capabilities to improve IPOPHL™s work.

SEC. 9. Ivellecrual Properny (1P} Academy. — The IP Academy shall have the following
functions:

{a) Supporl the agent accreditation process of the Office by facilitating or conducting
the accreditation training, examination. registration, and other supporting activities to accredit
and register intellectual property agents, and representatives:

(b} Build high-level understanding. competence and expertise in the fields of
intcllectual property and other related areas through the conduct of certification proprams.
advanced highly-technical courses. learning tracks system, continuing professional
developmeni programs and other similar activities;

{c) Cremte and formulate the training and learmning outiines., methods, curmcula,
modules, programs, and instructional materials for the training. leaming. education programs.
and other similar activities on intellectual property and other relevant disciplines:

(d) Assist and support the capacity building programs of Burcaus and offices in relation
te learning management, learming evaluation processes, as well as research immatives and
knowledge-building programs of intellectval property and other relevant disciplines:

{e) Support and esiablish the creation of scientific. interdisciplinary. evidence-bascd
and other related research and studies on intellectual property and related disciplines through
the conduct of conferences, conventions, publications. and other similar activities on research
and knowledpe-creation; and

ify Enhance and integrate intellectus] property in the leaming svstem of the country
through the establishment of partnerships and cooperation with local or foreign educational,
learning and rescarch institutions, government agencies, privale sectors, and other professional
organizations,

SEC. 10, Iellectmal Properiy Rights Enforcenent. - The Intellectual Property Rights

Enforcement under the Office of the Director General shall have the following powers and
functions, subject 1o the jurisdiction of the Bureau of Legal Affairs:

(1) Gather intelligence information related to the violations of this Act. conduct inquiry
and investigation and develop effective countermeasures to deter counterfeil and pirated goods
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ar conteni;

(2} Conduet visits during reasonable hours to establishments and businesses of
activities suspected to be in violation of this Act in accordance with the procedure provided for
under Section 7.2;

(3} Develop 2 dmabase of pending cases involving vielations of this Act;
{(4) Undertake any or all of the following enforcement actions:

{a) Serve and exceute the administrative orders duly issued by the Office of the
Director General in accordance with its powers granted in Section 7 of this Act,
such as visitorial order on premises, confiscation orders against counterfeit and
pirated goods, enforcement orders, and take down andfor blocking orders
against websites or online platforms. in coordination with the appropriate
agency or inermediary service provider;

{hy Issue notice’waming to the respondent/s;

{¢) Recommend that the concerned local government unit and/or other government
agency cancel licenses and business permits for engaging in selling or making
available to the public counterfeit and pirated goods or file charpes apainst the
respondents for violation of thetr respective laws, rules or regulations:

{d) Reguest the concerned local government unit concemed andfor other
government agencies to implement the decisions of the Inteliectual Property
Rights Enforcement pursuant Lo their respective mandates:

() Report the result of service and execution of administrative orders; and

{fy Such other orders or actions necessary (o ensure compliance with the provisions
of this Code AcL

(%) Coordinate with other government agencies and the private sector efforts on matters
related to intellectual property rights enforcement:

(61 Assist in the enforcement of orders, writs. and processes issued by the Bureau of
Legal Affairs and the Office of the Director General;

(7) Conduct monitoring activities related or relevant to Intellectual Property rights
enforcement,

{8} Exercise inter-agency special enforcement coordination functions; and

{9} Such other powers and functions as may be necessary or incidental to the attainment
of the purposes and objectives of this Act or as may be assigned by the Director General and

the Deputy Director General.

SEC. 11, Iatellectual Properry Field Operations (IPFO). — The Intellectual Property
Field Operations (IPFO) under the Office of the Director General shall have the following
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functions:

{a} Implement programs and render imellectual property-related services to promote
the effective use and respect of intellectual property. and foster an intellectual propenty-inspired
culture of innovation and creativity in the regions of the country;

{b} Develop linkages and partnerships with regional offices of other government
agencies, local government vnits and local academic instittions to advanes imellectual
property-focused programs in the regions: and

{c) Perform such other functions that will promote the mandaie of the Office.

SEC. 12, Brreaw of Parenis, — The Bureau of Patenis shall have the following functlions:

12.1. Search and examination of patent applications and the grant of patents;
12.2. Registration of utility models and integrated circuits:

12.3. Conduct studics and rescarches in the field of patents in ordér to assist the Dhrector
General in formulating policies on the administration and examination of patents; and

12.4. Provide other administrative support services related to the foregoing and charge
reasonable fees therefor,

SEC. 13, Bureaw of Trademarks, — The Burean of Trademarks shall have the follo W
funcrions:

13.1. Secarch and examination of the applications for the registration of marks.
geographical indications and other marks of ownership and the issuance of the cenificates of

registration;
13.2. Registration of industrial designs:

13.3. Conduet studies and researches in the field of trademarks in order to assist the
Director General in formulating policies on the administration and examination thereof

13.4. Establish and maintain registers of trademarks, well-known marks. and other
marks of ownership: and

13.5. Provide other administrative support services related fo the foregoing and charge
reasonable fees therefor,

SEC. 14. Bureaw of Copyright and Related Righes, — The Burcau of Copyright and
Related Rights shall have the fallowing functions:

14.1. Exercise original jurisdiction to resolve disputes relating to copyright and related
rights. except copyright infringement cases, cancellation of copyright registration, and those
other cases falling within the jurisdiction of the Bureau of Legal Affairs;

142, Accept and review applications for the acereditation of collective management
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otganizations or similar entities, and within twenty (20) days from the submission of compleie
application documents and observation of interested parties. decide on the said applications
for accreditation. The Bureau of Copyright and Related Rights recognizes the imporiance of
the role of eollective manapement organizations and shall encourage accreditation thereof.

14.3. Formulate and implement plans and projects (o promote the use of copyright and
related riphts as a tool to foster a culture of creativity and respect for artistic creations;

14 4. Receive. evaluate and allow the voluntary registration and deposit of works as
provided under Section 214 of this Act:

14.5. Establish and maintain registrics or databases involving copyright and related
rights in coordination with other government agencies, entities and private stakeholders:

14.6. Conduct rescarches and education activities, to enhance public awareness on
copyright and of fair use of works;

14.7. Approve, after careful deliberation andior public consuliation, matters concerning
the rate or amount of fees and rovalties of collective management organizations mentioned in
Section 203 of this Act; and

14,8, Perform other functions to the foregoing and charge reasonable fees therefor.

The Director General mav. by regulations, esiablish the procedure to govem the
implementation of this section.

SEC. 15. Bureaw of Legal Affairs. — The Bureaw of Legal Affairs shall have the
following functions:

15.1. Adjudicate:

(a) Opposition to the application for registration of trademarks and other marks of
ownership:

{b) Cancellation of trademarks and other marks of ownership;

fc} Subject to the provisions of Section 65 70 of this Act. cancellation of patents. utility
models, industrial desipns. and lavout-designs (topographies) of integrated circuits:

¢d) Cancellation of copyright registration:

(e} Petition for declaration as true and actual inventor; and

(fy Revocation of declaration as true and actual inventor.

Provided, that decisions of the adjudication officers are appealable to the Director,
15.2. Jurisdiction:

{a) Excreise original and exclusive jurisdiction in administrative complamis for
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violations of laws invelving imellectual property rights: Provided. That availment of the
provisional remedies may be granted in accordance with the Rules of Court, The Bureau shall.
after notice and hearing, have the power to impose fines of not less than not less than ffiy
thousand pesos (Php30_ 000} but not more than Three hundred thousand pesos (Php300,000.00
for all those who disrepard orders or writs issued in the course of the proceedings. and
recommend or pursue contempt actions as provided under Section 7.2{d). or the revocation of
the relevant business permit, license or authority as provided in Section 258 of this Act, or

both.

(b} After formal investigation, the Bureau may impose one {1} or more of the following
admimstrative penalties:

(i)

{ii)

(i1}

(iv)

(v}

The issuance of a cease and desist order which shall specity the acts that the
respondent shall cease and desist from and to require the submission of a
compliznce report within 2 reasonable time which shall be fixed in the order;

The acceptance of a voluntary assurance of compliance or discontinuandce as
may be imposed. Such voluntary assurance may include one or more of the

following:

(1) An assurance to comply with the provisions of the intellectual property
law violated:

(2) An assurance to refraim from enpaging in unlawful and enfair acts and
practices subject of the formal investigation,

(3) An assurance to recall, replace, repair. or refund the money value of
defective goods distributed in commerce; and

{4} An assurance to reimburse the complainant the expenses and costs
incurred in prosecuting the case in the Bureay of Legal Affairs. The
Bureau may also require the respondent fo submit periodic compliance
report and file a bond to guarantee such compliance of undertaking:

The condemnation or seizure of producis which are subject of the offense
The goods seized hersunder shall be disposed of in such manner as may be
deemed appropriate by the Bureau, such as by destruction, sale, donation to
distressed local governments or to charitable or relief institutions. exportation.
recycling into other poods. or any combination thereof, under such guidelines

as the Bureau may provide;

The forfeiture of paraphemalia, machines, equipment and persenal properics
used primarily or predeminantly which have been used in the vielation of
intellectual property rights:

The imposition of administrative fines. which shall in no case be less than One
hundred thousand pesos (PhplO0.000) nor more than One ullion pesos
{Php1 0000000, In addition, an additional fine of not less than Ten thousand
pesos (PhP 10.000) shall be imposed for each day of continuing violation;
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{vi} The cancellztion of any license, authority, or registration which may have
been granted by the Office, or the suspension of the validity thereof for such
period as the Bureau may deem reasonable which shall not exceed cne (1)
year,

{vii) The withholding of any license, authority, or registration which is being
secured by the respondent from the Office;

{viii) The assessment and award of damages, including such profits the infringer
may have made due to such infringement and advertising revenues; and when
approprate, exemplary, nominal or moral damages. attorney 's fees, and costs
of litigation;

{ix}) Censure; and

{x} Other analogous penalties or sanctions.

Provided, that decisions of the adjudication officers are appeslable to the
Director.

15.3. Establish and administer altemative dispute resolution mechanisms; and

[5.4. Provide assistance to other bureaus and offices of the [POFHL. including lepal
review, study, and similar tasks: and.

The Director General may, by regulations, establish the procedure to govern the
implementation of this Section.

SEC. 16, Bureaw of Innovation Support and Business Development. — The Bureau of
Innovation, Support and Business Development shall have the following functions:

16.1. Foster creativity, innovation, and business development by implementing
policies, programs, and activities therefor, through the following:

(&) Promoting and providing assistance on the utilization and commercialization of
imellectual property through varions modes in coordination and collaboration with other
povernment agencies and the relevant private institetions,

{b} Promoting the use of intellectual property information as a strategic tool to facilitate
the development of technology in the country;

{c) Performing patent searches, analytics mapping and similar activities;

{d} Registering technology transfer arrangements, and settling disputes involving
technology transfer payments;

{e} Adapting and packaging intellectual property information; and

(f) Provide Providing advisory services for the determination of search patterns;
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16.2. Building public awareness on intellectual property through information
dissemination and the conduct of seminars, lectures, capacity building exercises and other
sirilar activities; and

16.3. Support advocacy programs and initiatives of the Oftice through marketing of
services, and external communications; .

The Director General may, by implementing rules and regulations. establish the
precedure to govern the implementation of this Section.

SEC. 17. fnformation Technofogy Management Service. — The Information Technology
Managemeni Service shall.

17.1 Plan, develop, and implement information technology (1T strategies and policies
in collaboration with all offices and bureaus 1o ensure the opiimal application and wiilization
of IT respurces and services: and

17.2. Develop and maintain databases, application systems, and network infrastrueiure
svstems 1o support all office and buresu operations.

SEC. |8, Finance, Adminisirattve and Human Resource Development Services, —
18.1. The Finance Service shall:

{a) Formulate and manage a financial program to ensure availability and proper
utilization of funds; and

{b} Provide for an effective monitoring system of the financial operations of the Office;

18.2. The Administralive Service shall:

{a) Provide services relative to procurement and zllocation of supplies and equipment.
transportation. messengerial work. cashiering, payment of salaries and other obligations of the
Office, maintenance. and proper safety and security of the Office. as well as other utility
services, and

(b} Receive all applications filed with the Office and collect fees. therefore,

18.3. The Human Resource Development Service shall:

(a) Design and implement human resource development plans and programs for the
personnel of the Office;

(b1 Provide for present and future needs of the organization: and

(c) Maintain high morale and favorable employvee attitudes wowards the organization
through the continuing design and implementation of employvee development programs.

SEC. 19. The Nariomal Cowrcil on Intellectued Property Riglys (NCIPR). — There shall
be created a National Council on Imeflectual Property Rights under this Act.
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19,1, Compaosition. — The NCIPR shall be composed of the following member agencies:
{a) Deparument of Trade and Industry (DT

(b} Intellectual Property Office of the Philippings (IPOPHL )

(c) Depanmwent of Justice (THT);

{d)y Department of Interior and Local Government (DILG);

(e) Department of Information and Communications Technology (DICT);
() Bureau of Cusioms (BOC):

{g) National Telecommunications Commission (NTC;

(h) Optical Media Board (OMB):

{1} Mational Burcau of Investigation (WBI},

{j1 Philippine National Police (PNP);

(k) Food and Drug Administration (FDA);

{}) Mational Book Development Board (NBDB);

{mjBureau of Internal Revenwe (BIR);

{n} Mational Commission on Indigenous People (NCIP):

{o} Office of the Special Envoy for Transnational Crimes;

(P Such other agencies as may be called upon by the NCIPR: and

{q) A representative from the private sector 1o be appointed by the Secretary of Trade

and Industry upon the recommendation of the Director General, and who shall have a term of
twrg (2 years. withou! reappoimment.

The NCIPR shall be co-chaired by the Secretary of Trade and Industry and by the

Director General. Each member shall designate a permanent representative with the rank of
Undersecretary or Assistant Secretary. The Office shall provide secretariat services to the
NCIPR.

19.2. Functions. = The NCIPR shall act as the primary inter-agency body on effors

apainst intellectual property rights violations and shall have the following functions:

fa) Formulate strategic plans and programs;
(b) Assist in the public information and education campaign on the importance of
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inmellectual property rights;

{c} Facilitate and assist in the effective enforcement and prosecution of violators of
intellectual property rights;

{d) Recommend measures to the legislative, executive. and judicial departmenis to
ensure timely and effective enforcement and adjudication of intellectual property rights cases;

{e) Maintain a database and epforcement monitonng systen. consolidated information
and reports from other agencies. and submit periodic reports: and

{f} Coordinale with other government agencies and the private sector efforts on matters
related 1o intellectual property rights enforcement.

To perform these functions, all NCIPE member-agencies shall establish and maintain
a permanent intellectual property unit with regular and adequate resources, personnel, and
budgetary support allocated from their respective funds.

SEC. 20. Use of intellectual Property Rights Fees by the IPOPHL. -

20.1. For & more effective and expeditions implementation of this Act, the Director
General shall be authorized to retain, without need of a separate approval from any government
apency. and subject only 1o the existing accounting and auditing rules and regulations. ail the
fees, fines, rovalties and other charges. collected by the Office under this Act and the other
laws that the Office will be mandated to administer, for use in its operations, like upgrading of
its facilities. equipment owilay, human resource development. and the acquisition of the
appropriaie office space. among others, o improve the delivery of its services 1o the public.
This amount. which shall be in addition to the (ffice’s annual budget. shall be deposited and
maintained in a separate sccount or fund, which may be used or disbursed directly by the
Director General.

20,2, After five (5) years from the coming nto force of this Act. the Director General
shall, subject to the approval of the Secretary of Trade and Industry., determine if the fees and
charges mentioned in Section 20.1 hereof that the Office shail collect are sufficient to meet its
budgetary requirements. If so. it shall retain all the fees and charges it shall collect under the
same conditions indicaied in said Section 20.] but shall forthwith, cease 1o receive any funds
from the annual budget of the National Government: if not. the provisions of said Section 20,1
shall continue to apply until such time when the Director General, subject to the approval of
the Seccretary of Trade and Industey. cenifies that the above-stated fees and charges the Office
shall collect are enough to fund its operations.

SEC. 21. Special Technical amd Scientific Assiiance. = The Director General 13
empowered to obiain the assistance of technical. scientific or other qualified officers and
employees of other departments. bureaus, offices, agencics and instrementalities of the
Government, including corporations owned, controlled or operated by the Government, when
deemed necessary in the consideration of any mafier submitied to the Office relative 1o the

enforcement of the provisions of this Act.

SEC. 22. Seal of Hffice. = The Office shall have a seal, the form and design of which
shall be approved by the Director General.
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SEC. 23. Publication of Lews and Regulations. — The Divector General shall cause 1o
be printed and make available for distribution, pamphlet copies of this Act, other pertineni
laws, executive orders and information circulars relating to matters within the jurisdiction of
the Office.

SEC. 24, The IPOPHL Gazette. — All marters required to be published under this Act
shall be published in the Office's own publication to be known as the IPOPHL Gazette.

SEC. 25, Disqualification of Officers and Employees of the Office. — All ofhicers and
employees of the Office shall not apply or act as an attorney or agent of an application for a
grant of patent. for the repistration of a wiility model, industrial design. layout-design
{topographies) of an integrated circuit, mark, other marks of ownership. nor acquire, except by
hereditary succession, any patent or utility model, design registration, or mark or any right, title
or interest therein during their employment and for one (1) year thereafter.

PART 11
THE LAW ON PATENTS

CHATPTERI
GENERAL PROVISIONS

SEC. 26. Definition of Terms. — As used in Part IT of this Act, the following terms shall
miin:

26.1, *Bureay” means the Burean of Patents;

26.2, “Direcior” means the Director of Patents;

26.3, “Exgminer” means the patent examiner,

26.4. “Patent application” or “application’” means an application for a patent for an
invention except in Chapters IX and X, where application means an application for a utility

mredel and layout-design (topography) of integrated circuit, respectively;

26.5. “Prioriny date” means the date of filing of the foreign application for the same
invention referred to in Section 32 of this Act.

26.6. “Provisional Patent Application” means a temporary patent application that
complies with Section 39.2 and filed for purposes of establishing an carly filing date.

26.7. “Regularions” means the Rules of Practice in Patent Cases formulated by the
Director of Patents and promulgated by the Director General.

CHAFTER 11
PATENTABILITY

SEC. 27. Patemable Inventions. - Any technicel solution of a problem in any field of
human activity which is new. involves an inventive step and is industrially applicable shall be
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patentable. It may be, or may relate to, a produet, or process, or an improvement of any of the

foregoing.

SEC. 28. Non-Patentable Javentions. — The following shall be excluded from patent
protection:

28,1, Discoveries, scientific theories and mathematical methods. and in the case of
drups and medicines, the mere discovery of a new form or new property of a known substance
which does not result in the enhancement of the known efficacy of that substance. or the mere
discovery of any new property or new use for a known substance, or the mere use of a knawn
process unless such known process results in a new product that employs at least one new
regctant.

For the purpose of this clause. salts. esters, ethers. polymorphs, metabolites. pure form,
particle size, isomers. mixtures of isomers, complexes. combinations, and other derivatives of
a known substance shall be considered 10 be the same substance, unless they differ significantly
in properties with regard to efficacy;

28.2. Schemes, rules and methods of performing mental acts, plaving games or doing
business, and programs for computers:

281 Methods for treatment of the human or animal by h}' surgery or therapy and
diagnostic methods practiced on the human or animal body. This provision shall not apply to
products and composition for use in any of these methods:

284, Plant varieties or animal breeds or essentially hiological process for the
production of plants or animals. This provision shall not apply to micro-organisms and non-
biological and microbiological processes.

Provisions under this subsection shall not preclude Congress to consider the enactment
of a law providing sui generis protection of plant varieties and animal breeds and a system of
community intellectual riphts protection:

28.5. Aesthetic creations: and

28.6. Anyvthing which is contrary to public order or morality,

SEC. 29, Novelry. - An invention shall not be considered new if it forms parnt of a prior

SEC. 30, Prior Art. — Prior art shall consist of

30.1. Ewverything which has been made available to the public anywhere in the world,
before the filing date or the priority date of the applbication claming the mvention: Provided.
That an undisclosed provisional patent application shal! not be considered as prier art: and

30.2 The whole contents of an application for a patent. utility maodel, or industrial design
repisteation, published in accordance with this Act, filed or effective in the Philippines, with a
filing or priority date that is earlier than the filing or prionity date of the application: Provided,
That the application which has validly elaimed the filing date of an earlier zpplication under
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Section 38 of this Act, shall be prior art with effect as of the filing date of such earlier
application: Provided further, That the applicant or the inventor identified in both applications
are not one and the same.

SEC. 31, Mon-Prejudicial Disclosure, —

J1.1. The disclosure of information confained in the application during the twelve (12)
menths preceding the filing date or the priority date of the application shall not prejudice the
applicant on the ground of lack of novelty if such disclosure was made by:

(a) The invenior;

(b} A patent office, and the information was contained (a) in another application filed
by the inventer and should not have been disclosed by the office. or (b) in an application filed
withoui the knowledge or consent of the inventor by a third party which obtained the
information directly or indirectly from the inventor; or

() A third party which obtained the information directly or indirectly from the
inventor,

31.2. For the purposes of Section 31.1 hereof. "inventor” also means any person who.
at the filing date of application. had the right to the patent,

SEC. 32, Invenrive Siep. —

32.1. An invention involves an inventive step if. having regard to prior art. it is nol
obvious 1o a person skilled in the art at the time of the filing date or prionty date of the
application ¢laiming the invention.

32.2. In the case of drugs and medicines. there is no inventive step i the invention
results from the mere discovery of a new form or new property of a known substance which
does not result in the enhancement of the known efficacy of that subsiance. or the mere
discavery of any new property or new use for a known substance, or the mere use of a known
process onless such known process results in a new product that employs 21 least one new
reactant.

SEC. 33, Jndusirial Applicability. — An invention that can be produced and used in any
industry shall be industrially applicable.

CHAFPTER 111
RIGHT TO A PATENT

SEC. 34, Righy to a Patene, — The nght 10 2 patenl belongs to the inventor, his heirs, or
assigns. When twa (2] or more persons have jointly made an invention. the right to a patent
shall belong o therm jointly.

SEC. 35, First ta File Rule, — I two (2) or more persons have made the invention
separately and independently of each other. the right to the patent shall belong 1o the person

who filed an application for such invention, or where two or more applications are filed for the
same invention, to the applicant whao has the earliest filing date or. the earliest priority daie,
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SEC. 36, fmventions Created Pursoann 1o o Commission, —

36.1. The person who commissions the work shall own the patent. unless otherwise
provided in the contract.

36.2. In case the emplovee made the invention in the course of his emplovment contract.
the patent shall belong to:

ia) The emplovee. if the inventive activity is nol a part of his regular duties even if the
employee uscs the time. facilitics and materials of the employer.

(b} The emplayer, if the invention is the result of the performance of his regularly-
assigned duties, unless there is an apreement, express or implied, to the contrary.

SEC. 37. Righr of Prioriry. -

37.1. An application for patent filed by any person who has previously applied for the
same invention in another country which by treaty, convention, or law affords similar privileges
to Filipino citizens, shall be considered as filed as of the date of filing the foreign application:
Provided, That: (a} the local application expressty claims priority: (b) it is filed within twelve
{12y months from the date the earliest foreign application was filed: and (¢) a centified copy of
the foretgn application together with an English translation is filed within six {6) months from
the date of filing in the Philippines.

37.2. The date of filing of a provisional patent application may be claimed as the pnonty
date of the patent application provided that such patent application was filed within 12 months
and in accordance with the requirements of Section 383.1 hereof.

CHAFTER IV
PATENT APPLICATION

SEC. 38. The dpplicalion, -

38.1. The patent application shall be in Filipino or English and shall contain the
following;

(&) A request for the grant of a patent;

{k} A description of the invention;

{c) Drawings necessary for the undersianding of the invenlion:
(d) At least one (1) claim:

{e) An abstract;

(M Payment of required fees at the time of filing: and

fe) If the applicam is not demiciled in the Philippines, the appointment of an agent or
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representative upon whom notice or process for judicial or administrative procedure refating to
the application for patent or the patent may be served.

3K.2. No patent may be granted unless the application identifies the inventor. If the
applicant is not the inventor, the Office may require him to submit said authonty.

SEC. 39, Provisional Patent Application, —

39.1. A provisional patent application shall be replaced by a patent appheation that
complies with Section 392 hereoft Provided, That sech patent application is filed within
twelve (12) months from the filing date of the provisional patent application: Provided further,
That if new matter not included in the provisional application is introduced, the filing date shall
he when the regular application is filed, otherwise such provisional patent application shall be
considered forfeited.

39.2, A provisional patent application shall eontain the following:

{a} Request Form for Provisional Application;

{b) Provisional description of the invention;

(e} Provisional drawings amdl/or sequence listings. if applicable;

{d) At least one (1) provisional claim;

(e} Provisional abstract;

(1 Payment of required fees at the time of filmg: and

{g) If the apphicent 15 not domiciled in the Philippires, the appointment of an agent or
representative upon whom notice or process for judicial or administrative procedure relating 1o
the application for patent or the patent may be served.

39.3. The benefits of fling & provisional patent application refer only to the right of
claiming priority date under Section 37.2 hereof and for establishing novelty under Section 29
hereof. The protection period referred to in Section 60 of this Act shall be reckoned from the

filing date of the provisional patent application.

SEC. 40, The Reguesi. — The requesi shall contain a petition for the grant of the patent,
the name and other data of the applicant. the inventor and the agent and the title of the invention.

SEC. 41, Diselosure and Descripiion af the Inveniion, -

41.1. The application shall disclose the invention in a manner sufficiently clear and
complete for it to be carried out by a person skilled in the ant. Where the application concerns
a microbiclogical process or the product thereof and involves the use of a micro-orgamism
which cannot be sufficiently disclosed in the applicaiion in such a way as to enable the
invention to be carried out by a person skilled in the art, and such material is not &vailable to
the public, the application shall be supplemented by a deposit of such material with an
international depositery institution. This requirement shall also apply to a provisional patent
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application.

41.2. The Regulations shall prescribe the contents of the deseription and the order of
presentation.

SEC. 42, The Claims, -

42.1. The application shall contain one (13 or more claims which shall define the matter
for which protection is sought. Each claim shall be clear and concise, and shall be supported
by the description.

42,2, The Regulations shall prescribe the manner of the presentation of claims.

SEC. 43. The Abstract. — The abstract shall consist of a concise summary of the
disclosure of the invention as contained in the description, claims and drawings in preferably
net mere than one hundred fifty (150} words. It must be drafted in a way which allows the ¢lear
understanding of the technical problem, the gist of the solution of that problem through the
invention, and the principal use or uses of the invention. The abstract shall merely serve for
technical information.

SEC. 44, Unity of Irvention, —

44.1. The application shall relate to one invention only or to a group of invenlions
forming a single general inventive concep.

44.2. 1T several independent inventions which do not form a single general inventive
concept are claimed in cne application, the Director may require that the application be
restricted to a single invention. A later application filed for an invention divided out shall be
considered as having been filed on the same day as the first application: Provided. That the
later application is filed within four {4) months afier the requirement to divide becomes final,
or within such additional time. not exceeding four (#) months. as may be granted: Provided
however, That each divisional application shall not go bevond the disclosure in the intial
application.

44.3. The fact that a patent has been granted on an application that did not comply with
the requirement of unity of invention shall not be a ground 1o cancel the patent.

SEC. 45, Information Concerning Corvesponding Foreien Applicarion for Patens. —
The applicant shall. at the request of the Director, furnish him with the date and number of any
application for a patent filed by him abroad, hereafier referred to as the "foreign application.”
releting to the same or essentially the same invention as that claimed in the application filed
with the Office and other documents relating to the foreign application,

CHAPTER Y
PROCEDURE FOR GRANT OF PATENT

SEC. 46, Filing Date Reguirements, —

46,1, The filing date of a patent application shall be the date of receipt by the Office of
at lcast the following elements:
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{#) An express or implicit indication that a Philippine patent is soughs;
(b} Information identifying the applicant; and
{¢) Description of the invention and one (1) or mere elaims in Filipine or English.

46.2. In the case of the provisional patent apphication, the filing date shall be the date
of receipt by the Office of all of the requirements in Section 39.2.

46.3. If any of these elements is not submified within the period set by the Regulations,
the application shall be considered withdrawn.

SEC. 47. dccording a Filing Date. — The Cffice shall examine whether the patent
application or a provisional patent spplication satisfies the requirements for the grant of date
of filing as provided in Section 46 hereof, If the date of filing cannot be accorded, the applicant
shall be given an opportunity 10 correct the deficiencies in accordance with the implementing
Regulations. If the application dees not contain all the elements indicated in Section 46 hereof,
the filing date should be that date when all the elements are received. If the deficiencies are nol
remedied within the prescribed time limit, the application shall be considered withdrawn.

SEC. 48, Formaliny Examination. —

48.1. After the patent application has been accorded a filing date and the required fees
have been paid on time in accordance with the Regulations, the applicant shall comply with the
formal requirements specified by Scction 38 of this Act and the Regulations within the
prescribed period, otherwise the application shall be considered withdrawn.

48.2, The Regulations shall determine the procedure for the re- examination and revival
of an application s well as the appeal to the Direcior of Patents from any final action by the

examiner.

SEC. 49, Classification and Search, — An application that has complied with the formal
requirement shall be classified and a search conducted 1o determine the prior art,

SEC. 50 Publicarion of Parent Application. -

50.1. The patent application shall be published in the IPOPHL Gazette together with a
search document established by or on behalf of the Office citing any documents that reflect
prior art, after the expiration of eighteen {18) months from the filing date or priority date.

50.2. After publication of a patent application, any interested party may inspect the
application documents filed with the Office.

50.3. The Director General, subject to the approval of the Secretary of Trade and
Industry, may prohibit or restrict the publication of an application. if in hiz opinion. te do so
would be prejudicial to the national security and interests of the Republic of the Philippines.

SEC. 31, Confidentiality Before Publication. —
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51.1. A patent application, which has not yet been published. and all related documents.
shall not be made available for inspection without the consent of the applicant.

5312, Confidentiality af Provisional Parert Application. - A provisional patent
application that has complied with the requirements in Sections 41 and 42 of this Act shall be
kept in confidence by the Office and as such., will not be published in the IPOPHL Gazette or
in any other means of publication. Provisional patent applications that are forfeited shall be
destroved or permanently deleted and no records of which shall be kept by the Office.

SEC. 52. Rights Conferred by a Patenr Application dfier Pubdication. - The applicant
shal] have all the rights of a pateniee under Section 82 of this Act against any persan who.
without his authorization. exercised anv of the rights conferred under Section 77 of this Act in
relation o the invention claimed in the published patent application. as if a patent had been
granted for that invention: Provided, That the said person had:

52.1. Actual knowledge that the invention that he was usig was the subject matter of
a published application: or

52.2, Received written notice that the invention that he was using was the subject matter
of a published application being identified in the said notice by its serial number: Provided.
That the action may not be filed until afier the grant of a patent on the published application
and within four (4) vears from the commission of the acts complained of.

SEC. 33. Observation by Third Parties, = Following the publication of the patent
application, amy person may present observations in writing concerning the patentability of the
invention. Such observations shail be communicated 1o the applicamt who may comment on
them. The Office shall acknowledge and put such observations and comment in the file of the
application to which it relates.

SEC. 54, Regues! for Subsiantive Examinarion. —
54.1. The application shall be deemed withdrawn unless within six (6] months from the

date of publication under Section 47 hereof, & written request to determine whether a patent
application meets the requirements of Sections 27 to 33 and Sechons 38 1o 45 of this Act and

that the fees have been pard on time.

54.2. Withdrawal of the reguest for cxamination shall be irrevocable and shall not
authorize the refund of any fee.

SEC. 55. Amendment of Appfication. — An applicant may amend the patent application
during examination: Provided. That such amendment shall not include new matter outside the
scope of the disclosure contained in the application as filed.

SEC. 56. Gremw of Parent. -

56.1. If the application meets the requirements of this Act. the Office shall grant the
patent: Provided, That all the fees are paid on time.

56.2. If the required fees for grant and printing are not paid in due time, the application
shall be deemed to be withdrawn,
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56.3. A patent shall take effect on the date of the publication of the grant of the patent
in the TPOPHL Gazetie.

SEC. 37. Refival of the Application. =

57.1. The final order of refusal of the examiner to grant the patent shall be appealable
te the Director in accordance with this Act.

57.2. The Regulations shall provide for the procedure by which an appeal from the order
of refusal from the Director shall be undertaken.

SEC. 58, Publication Upon Grant of Patent. —

58.1. The grant of the patent together with other related information shall be published
in the TROPHL Gazette within the time prescribed by the Regulations.

58.2. Any interested party may inspect the complete deseription, claims, and drawings
of the patent on file with the Dffice,

SEC. 59, Contenis of Patent. — The patent shall be issued in the name of the Republic
of the Philippines under the seal of the Office and shall be signed by the Director, and registered
together with the deseription. claims, and drawings. i any. in books and records of the Office.

SEC 60. Term of Pateni. — The term of a patent shall be twenty (20) years from the
filing date of the application. For patent, which was originally filed under provisional patent
application. the protection period shall be reckoned from the filing date of the provisional
patent application.

SEC. 61, Asmual Fees. -

61.1. To maintain the patent application or patent. an annual fee shall be paid upon the
expiration of four {(4) vears from the date the application was published pursuant to Section 50
hereof, and on each subsequent anniversary of such date. Payment may be made within three
(3) months before the due date. The obligation to pay the annual fees shall terminate should
the application be withdrawn. refused, or cancelled,

61.2. If the annual fee is nol paid. the paten: application shall be deemed withdrawn or
the patent considered as lapsed from the day following the expiration of the period within which
the annual fees were due. A notice thai the application is deemed withdrawn or the lapse of a
patent for non-payment of any annual fee shall be published in the IPOPHL Gazette and the
lapse shall be recorded in the Register of the Office.

61.3. A grace period of six (6) months shall be granted for the payvment of the annual
fee. upon payment of the preseribed suecharge for delayed payment.

SEC. 62. Swrrender of Patent. —

2.1, The owner of the patent. with the consent of all persons having grants or licenses
or other right. title or interest in and to the patent and the invention covered thereby. which
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have been recorded in the Office, may surrender his patent or any claim or claims forming part
thereof to the Office for cancellation.

62.2. A person may give notice to the Office of his opposition 10 the surrender of a
patent under this section, and if he does so, the Bureaw shall notify the proprietor of the patemt
and determine the question.

62.3. If the Office 15 satisfied that the pateni may properly be surrendered, he may
accepl the offer and. as from the day when notice of his acceptance is published in the [POPHL
Cazette, the patent shall cease 10 have effect, but ne action for infringement shall e and no
right compensation shall accrue for any use of the patented invention before that day for the
services of the povernment,

SEC. 63, Correcrion of Misiakes of the Office. — The Director shall have the power 1o
correct, without fee. any mistake in a patent incummed through the fault of the Office when
clearly disclosed in the records thereof, to make the patent conform 1o the records.

SEC, 64, Correction of Mistake in the Application. — On request of any interested
person and payment of the preseribed fee, the Director is authorized to corvect any mistake in
a patent of a formal and clerical nature, not ncurved through the fault of the Office.

SEC, 65, Changes in Parents, -

65.1. The owner of & patent shall have the nght 1o request the Burcau 1o make the
changes in the patent in order ta;

(a)} Limit the extent of the protection conferred by it
(b) Comrect obvious mistakes or to correct ¢lerical errors; and

) Correct mistakes or errors, other than those referred 1o in letter (b). made in good
faith: Provided. That where the change would resuli in a broadening of the extent of protection
conferred by the patent. no regquest may be made after the expiration of two (2) vears from the
grant of a patent and the change shall not affect the nghts of any third party which has relied
on the patent, as published.

65.2. Mo change in the patent shall be permitted under this section. where the change
would result in the disclosure contained in the patent going beyond the disclosure confained in
the application filed.

63,3, If, and to the extent o which the Office changes the patent according to this
section, it shall publish the same.

SEC. 66. Form and Publication of Amendment, — An amendment or correction of a
patent shall be accomplished by a certificate of such amendment or correction. authenticated
by the seal of the Office and signed by the Direcior. which certificate shall be attached to the
patent. Notice of such amendment or correction shall be published in the IPOPHL Gazette and
copies of the patent kept or furnished by the Office shall include a copy of the certificate of

amendment or correction.
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CHAPTER VI
CANCELLATION OF PATENTS AND SUBSTITUTION OF FPATENTEE

SEC. 67, Cancellarion of Paienis, -

67.1. Any interested person may. upon payment of the required fee. petition w0 cancel
the patent or any claim thereof. or pants of the claim. on any of the following grounds:

{a) That the invention 1s non-patentable pursuant to Section 28 of this Act;

(b} That what is claimed as the invention is not new. does not involve an inventive step.
or is not industrially applicable; or

{¢) That the patent does not disclose the invention in a menner sufficiently elear and
complete for it 10 be carried outl by any person skilled in the art.

67.2, Where the grounds for cancellation relate to some of the claims or pans of the
claim, cancellation may be affected to such extent only.

SEC. 68. Requiremeni of the Perition. — The petition for cancellation shail be in writing,
verificd by the petitioner or by any person in his behalf who knows the facts. specify the
grounds epon which it is based. include a statement of the facts to be relied upon, and filed
with the Office. Copies of printed publications or of patents of other countries, and other
supporting documents mentioned in the petition shall be aitached thereto, together with the
translation thereof in English. if not in the English language.

SEC. 69. Notice of Hearing. — Upon filing of a petition for cancellation, the Director of
Legal Affairs shall forthwith serve notice of the filing thereol upon the patentee and all persons
having grants or licenses. or any other nght, tte or interest in and to the patent and the
invention covered thereby, as appears of record in the Office. and of notice of the date of
hearing thereon on such persons and the petitioner. Notice of the filing of the petition shall be
published in the IPOPHL Gazette,

SEC. T Commirtee of Three. = In cases involving highly technical issues. on motion
of any party, the Director of Legal Affairs may order that the petition be heard and decided by
a committee composed of the Director of Legal Affairs as chaimman and two (2} members who
have the experience or expertise in the feld of technolegy to which the patent sought to be
cancelled relates. The decizsion of the committee shall be appealable to the Director General.

SEC. 71, Cancellation af the Patent. -

71.1 If the Committee finds that a case for cancellation has been proved. it shall order
the patent or any specified claim or claims thercof cancelled.

71.2, I the Committee finds that. taking into consideration the amendment made by the
patentee during the cancellation proceedings. the patent and the invention to which it relates
meet the requirement of this Act, it may decide to maintain the patent as amended: Provided,
That the fee for printing of a new patent is paid within the time limit prescribed in the

Fegulations.
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71.3. If the fee for the printing of a new patent is not paid in due ume, the patent should
be revoked.

71.4. If the patent is amended under Section 71.2 hereof, the Burean shall. at the same
time as it publishes the mention of the cancellation decision. publish the abstract. representative
claims and drawings indicating clearly what the amendments consist of.

SEC. 72. Effect of Cancellation of Parent av Claim, — The rights conferred by the patent,
or any specified claim or claims cancelled shall terminate. Notice of the cancellation shall be
published in the IPOPHL Gazetie. Unless restrained by the Director General, the decision or
order to cancel by Director of Legal Affairs shall be immediately executory even pending
appeal.

CHAPTER V11
REMEDIES OF A PERSON WITH A RIGHT TO A PATENT

SEC. 73, Effect of Declaration as the True and Actual Inventor or a Person Having the
Right to a Patent. — A person dec¢lared by final order or decision of the cournt or by the Bureau
of Legal Affairs o be the true and actual inventor or to have the right to the patent or to file a
patent application may, within three (3} months after the decision has become final and
executory. notify the Bureau of Patents of any or more applicable options, namely:

{a) Prosecute the application as his own in place of the applicant:

{1 File a new patent application in respect of the same invention: Provided, That the
filing or pricrity date of the old application is retained;

te} Request that the application be rejected: or

id) Seek cancellation of the patent, or 1o be substituted as patentee, if one has already
been issued,

In case of fraud. the court or Burcau of Lepal Affairs may. when appropriate and
necessary, award actual and other damages in favor of the true and actual inventor or person
having the right to a patent, if warranted by the circumstances.

SEC. 74. Remedy of the Trie and Actual Inventor or @ Person Having the Right to a
Putent. — A person who was deprived of the patent or the right to file a patent application may
file an action, or raise as a defense in an action, for patent infringement with the court or with
the Bureau of Lega! Affairs for a declaration as the true and aclual inventor, oF as a person
having the right 1o a paient or to file a patent application.

SEC . 75, Publication af the Cowt Order, — The court shall fumish the Office a copy
of the order or decision referred to in Sections 73 and 74 hereof, which shall be published in
the IPOPHL Gazette within three (3) months from the date such order or decision became final
and exceutory, and skall be recorded in the regisier of the Office,

SEC. 76. Time i File Action. — The actions indicated in Sections 73 and 74 hereol may
be filed at any time but not later than onc (1) vear from the date of publication of the grant.
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CHAFTER VI
RIGHTS OF PATENTEES AND INFRINGEMENT OF PATENTS

SEC. 77. Rights Conforred &y Parent. -
T7.1. A patemt shall confer on its owner the following exclusive nghts:

(e} Where the subject matier of a patent is a product. 1o restrain. prohibit and prevent
any unauthorized person or entity from making, using. offering for sale, selling or importing
that product;

(b1 Where the subject matter of a patent is a process, 1o restrain, prevent or prohibit any
unauthoerized person or entity from using the process, and from manufacturing, dealing in,
using, selling or offering for sale, or importing any product obtained directly or indirectly from
suCch process.

77.2. Patent owners shall also have the right to assign. or transfer by succession the
patent, and to conclude licensing contracts for the same.

SEC. 78. Limitations of Pateal Righis. - The owner of a patent has no right to prevent
third parties from performing. without his authorization, the acts referred 0 In Section 77
hereof in the following circumstances:

78.1. Using & patented product which has been put on the market in the Philippines by
the owner of the product, or with his express consent. insofar as such use is performed after
that product has been so put on the said market: Provided, That with regard to drugs and
medicines, the limitation on patent rights shall apply afler a drug or medicine has been
introduced in the Philippines or anywhere else in the world by the patent owner. or by any party
authorized to use the invention; Provided further. That the right to import the drugs and
medicines contemplated in this section shall be available to any government agency or any
private third party;

78.2. Where the act 15 dene privately and on a non-commercial scale or for a non-
commercial purpose: Provided. That it does not significantly prejudice the economic Inberests
of the owner of the patent:

78.3. Where the act consists of making or using exclusively for experimental use of the
invention for scientific purposes or educational purposes and such other activities direcily
related to such scientific or educational experimental use:

78.4. [n the case of drugs and medicines, where the act includes testing. using. making
or selling the invention including any data related thereto. solely for purposes reasonably
related to the development and submission of information and issuance of approvals by
povernment regulatory agencies required under any law of the Philippines or of snother country
that regulates the manufacture. construction, use or sale of any product without prejudice to the
protection of the data submitted by the original patent holder from unfair commercial use
pravided in Aricle 39.3 of the Agreement on Trade-Related Aspects of Intellectual Propeny
Rights (TRIPS Agreement) and the appropriate rules and regulations:

78.5. Where the act consists of the preparation for individual cases, in a pharmacy or
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by a medical professional, of a medicine in accordance with a medical prescription or acts
concerning the medicine so prepared; and

78.6. Where the invention is used in any ship, vessel, aircrafl, or land vehicle of any
other country entering the territory of the Philippines temporarily or accidentally: Provided,
That such invention is used exclusively for the needs of the ship, vessel_ aircrafi. or land vehicle
and not used for the manufacturing of anything to be sold within the Philippines.

SEC. 79, Prior User, -

79.1. Notwithstanding Scction 78 hereof, any prior user, who, in good faith was using
the invention or has underaken serious preparations fo use the invention in his enterprise or
business, before the filing date or priority date of the application on which a patent is granted,
shall have the right w0 continie the use thereof as envisaged in such preparations within the
territory where the patent produces its effect.

79.2. The right of the prior user may only be transferred or assignesd together with his
enterprise or business, or with that part of s enterprise or buginess in which the use or
preparations for use have been made.

SEC. 80, Use of Invention by Government. -

80.1. A Government agency or third person authorized by the Government may exploit
the invention even without agreement of the patent owner where:

{2) The public interest. in particular, national secunty, nutrition, health or the
development of other seetors, as determined by the appropriate agency of the govemment, so
Tequires; or

(b} A judicial or administrative body has determined that the manner of exploitation,
by the owner of the patent or his licensee, is anti- competitive; or

fc} In the case of drugs and medicines, there is a national emergency or other
circumstance of extreme urgency requiring the use of the invention; or

(d) In the case of drugs and medicines, there iz a public non- commercial use of the
patent by the patentee. without satisfactory reason: or

(e} In the case of drugs and medicines, the demand for the patented article in the
Philippines is not being met to an adequate extent and on reasonable terms, as determined by
the Secretary of the Department of Health,

80.2 Unless otherwise provided herein, the use by the Government. or third person
authorized by the Government shall be subject, where applicable, to the following provisions:

(a) In situations of national emergency or other circumstances of extreme urgency as
provided under Seetion 80.1(c) hereof. the nght holder shall be notified as soon as reasonably
practicable;

(b} In the case of public non-commercial use of the pateni by the patentes, withou
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satisfactory reason, as provided under Scction B(L1{d) hereof, the right holder shall be
informed promptly: Provided, That, the Government or third person authorized by the
Government, without making a patent search, knows or has demonstrable ground to know that
a valid patent is or wiil be used by or for the Government;

(e} If the demand for the patented article in the Philippibes 18 not being met 1o an
adeguate extent and on reasonable terms as provided under Section 80.1{e} bereof | the right
holder shall be informed promiptly:

id) The scope and duration of such use shall be limited to the pumpose for which il was
authorized;

e} Such use shall be non-exclusive:

() The right holder shall be paid adequate remuneration in the circumstances of each
case, taking into account the economic value of the authorization; and

(g} The existence of a national emergency or other circumsiances of extreme urgency.
referred to under Section 80,.1{¢) hereof. shall be subject to the determination of the President
of the Philippines for the purpose of determining the need for such use or other exploitation,
which shall be immediately executory.

80.3. All cases arising from the implementation of this provision shall be cognizable by
courts with appropriate jurisdiction provided by law.

Mo court, except the Supreme Court of the Philippines, shall issue any temporary
restraining order or preliminary injunction or such other provisional remedies that will prevent
its immediate execution.

§0.4, The IPOPHL, in consultation with the appropsiate government agencies. shall
issue the appropriate implementing rules and regulations for the use or exploitation of patented
inventions as conternplated in this section within one hundred twenty (120} days afier the
effectivity of this law.

SEC. B1. Exrent of Pratection and Inierpretation of Claims, -

£1.1. The extent of protection conferred by the patent shall be determined by the claims,
which are 10 be interpreted in the light of the description and drawings.

81.2. For the purpose of determining the extent of protection ¢onferred by the patent,
due account shall be taken of elements which are equivalent to the elements expressed in the
¢laims, so that a claim shafl be considered to cover not only all the elements as expressed
theram, but also equivalents.

SEC. 82. Civil Action for Infringement. -
82.1. The making, using, offering for sale, selling, or importing a patented product or a
product obtained directly or indirectly from a patented process, or the use of a patented process

without the authorization of the patentee constitutes patent infringement: Provided. That, thes
shafl not apply to instances ¢covered by Sections 78.1 and 78.4 (Limitations of Paient Rights):
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Section 80 (Use of Invention by Government): Section 118.6 (Compulsory Licensing): and
Section 119 (Procedures on lssuance of a Special Compulsory License under the TRIPS
Agreement) of this Act.

§2.2. Any patentee. or anyone possessing any right. title or interest in and to the
patented invention, whose rights have been infringed. may bring a civil action before the
appropriate Regional Trial Court to recover from the infringer such damages sustained thereby,
plus attorney’s fees and other expenses of litigation, and to secure an injunction for the
protection of his or her rights,

§2.3. If the damages are inadequate or cannot be readily ascertoined with reasonable
certainty. the coun may award by way of damages a sum equivalent to reasonable royalty.

£2.4. The court may, according 1o the circumstances of the case. award damages in a
sum above the amount found as actual damages sustained: Provided, That the award does not
exceed three (3) times the amount of such actual damages.

§2.5. The court may. in its discretion, order thai the infringing poods. materials and
implements predominantly used in the infringement be disposed of outside the channels of
commerce or destroyed, without compensation: and

82.6. Anvone who actively induces the infringement of a patent or provides the
infringer with a component of a patented product or of a product produced because of a patented
process knowing it to be especially adopted for infringing the patented invention and not
suitable for substantial non-infringing wse shall be liable as a contnibutory infringer and shall
be jointly and severally liable with the infringer.

SEC. 83, fnfringemeni Action by a Foreign Notional. = Any foreign national or juridical
entity who meets the requireménts of Section 3 of this Act and not engaged in business in the
Philippines, to which a patent has been granted or assigned under this Act, may bring an action
for infringement of patent. whether or not it is licensed o do business in the Philippines under
existing law.

SEC. 84. Process Parents; Burden of Proof, — If the subject matter of a patent is a
process for obtaining a product. any identical product shall be presumed 1o have been obiained
throuph the use of the patented process if the product is new or there is substantial likelihood
that the identical product was made by the process and the owner of the patent has been unable
despite reasonable effons, to determine the process actually used. In ordering the defendant 1o
prove that the process to obtain the identical product is different from the patented process. the
courl shall adopt measures to protect. as far as practicable, his manufactunng and business

seerels.

SEC. 85, Limiration of Action for Damages. — No damages can be recovered for acts of
infringement committed more than four (4) vears before the institution of the action for
infringement.

SEC. 86, Damages: Reguivertent of Natice. — Damages cannot be recovered for acts of
infringement committed before the infringer had known. or had reasonable grounds to know of

the patent. It is presumed that the infringer had known of the patent if on the patented product,
or on the container or package in which the article is supplied to the public, or on the adverhising
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material relating to the patented product or process, are placed the words "Philippine Patent”
with the number of the patent.

SEC. 87. Defemnses in Action for Infringement. — In an action for infringement, the
defendant. in addition to other defenses available to him, may show the invalidity of the patent
or any claim thercof, on any of the grounds on which a petition of cancellation can be brought
under Section 67 hercof.

SEC. 88. Patent Found hvaltd May be Cancelled. — In an action for infringement. 1f
the court shall find the patent or any claim to be invalid, it shall cancel the same. and the
Director of Legal Affairs upon receipt of the final judgment of cancellation by the court, shall
record that fact in the register of the Office and shall publish a notice to that effect in the
IPOPHL Gazette,

SEC. 89 Assessor in Infringement Action. —

£9.1. Two {2) or more assessors may be appointed by the court. The assessors shall be
possessed of the necessary scientific and techmical knowledge required by the subject matter in
litigation. Either party may challenge the fitness of any assessor proposed for appointment.

£9.2. Each assessor shall receive a compensation in an amount to be fixed by the court
and advanced by the complaining party, which shall be awarded as part of his costs should he
prevail in the action,

SEC. 90. Criminal Action and Penalties. —

90.1. Independemt of the c¢ivil and administrative remedies, persons liable for
infringement shall, upon conviction, be punished. by imprisonment and-or fine, or both. at the
discretion of the court, as follows:

{(a) Repetiion of Utility Model Infringement. — If infringement of utility model is
repeated by the infringer or by anyone in connivance with him afier finality of the judgment of
the court against the infringer, the offender shall suffer imprisonment for a period of no less
than ix (#) months but not more than three {3} vears and/or a fine of not less than Five hundred
thousand pesos (PhP 500,000.00) for individual offender, and not less than One million pesos
{(Php 1 000,000,000 for corporate offender.

by Repetition of Patent Infringement. - If infringement of invention patents or layout
of integrated circuits is repeated by the infringer or by anyene in conaivance with him afier
finality of the judgment of the court against the infringer. the offender shall sufler
imprisonment for the period of not less than three (3} years butl not more than five (3) vears
and'or a fine of not less than One Million pesos {(PhP 100000} but not more than Five million
pesos (PRP 5 000,000) if the infringer is an individual. and a fine of not less than Five Million
pesos (PhP 5.000.000) but not more than Twenty million pesos (PhP 20,000.000) if the
infringer is a corporation.

CHAPTER IX
REGISTRATION OF UTILITY MODELS

SEC. 91. Appficabifin: of Provisions Relating 1o Palenix, -

Page | 34



91.1. Subjcet 10 Section 92, the provisions governing patents shall apply, mutatis
mutandis, to the registration of utility models.

91.2. Where the right to a patent conflict with the nght to a utility model regisiration in
the case referred to in Section 335, the said provision shall apply as if the word "patent” were
replaced by the words "patent or utility model registration.

SEC. 92. Special Provisions Relating ro Utility Models. —

92.1. An invention gualifies for registration as a utility model if 1t is new and
industrially applicable. Section 27, “Patentable Inventions”, shall apply except the reference to
inventive step as a condition of protection.

922, Sections 49 1o 35 shall not apply in the case of applications for registration of a
utility model: Provided, That applications for repistration shall be published in the [POFHL
Gazerte, Within thirty (30} days from publication, third parties may file with the Director of
Patents 2 swom adverse information citing grounds or information that the utility model is non-
registrable. The Director of Patenis shall decide whether or not to register the utility model
application based on information or registrability repori that the application does not comply
with Section 91.

92.3. A utility model registration shall expire, without any possibility of renewal, after
seven years from the filing date of the application.

92.4. In proceedings under Sections 67 to 70, the utility model registration shall be
cancelled on the following grounds:

(a) That the claimed invention does not qualify for registration as a uhlity model and
does not meet the requirements of registrability, in particular having regard to Section 92.1 and
Sections 28, 29, 30 and 33;

(b That the description and the claims do not comply with the prescribed requirements;

{¢) That any drawing which is necessary for the understanding of the invention has not
been furmished;

{d} That the owner of the utility model registration is not the inventor or his successor
in title.

92,5, Any wility model registrant. or anyone possessing any right, title or interest in
and to the utility model invention, whose rights have been infringed, may bring a civil action
before the appropriate Regional Trail Court, to recover from the infringer such damages
sustained thereby, plus attorney’s fees and other expenses of litigation, and 1o secure an
injunstion for the pratection of his or her rights: Provided, That the complaint shall include 2
registrability report.

SEC. 93. Conversion of Patent Applications or Applicaions for Urifiy Model
Registration. -
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93,1, A1 any time before the grant of a patent. an applicant may, upon payment of the
prescribed fee, convert his application into an application for registration of a atility model,
which shall be accorded the filing date of the initizl application. An application may be
converted only once.

§3.2. Atany time before the grant or refusal of 2 utility model registration. an applicam
for a wtility model registration may, upon payment of the prescribed fee. convert his application
into a patent application, which shall be accorded the filing date of the initial application.

SEC. 94, Parallel Applications, —

94.1. An applicant may file two {2) applications for the same subject. one for utility
model registration and the other for the grant of an invention patent, whether simultangously
or consecutively.

04 2 If the utility model application is granted registration. a certificate shall be issued
1o the applicant, and it shall be protected as a registered uility model. The invention application
shall be deemed withdrawn unless the applicant confirms and proceeds with the invention
application within fifteen (15) days from the wtility mode] registration.

94.3. If the applicant confirms and proceeds with the invention application. the utility
meode] registration shall be deemed cancelled upon the date of applicant’s confinmation to
procesd with the patent application.

04.4. There shall be only one protection granted at any given time and in case of
infringement. only one cause of action shall be invoked repardless of the presence of two {2)
applications.

CHAPTER X
LAYOUT-DESIGNS (TOPOGRAPHIES)
OF INTEGRATED CIRCUITS

SEC. 95, Definition of Termy. —

Q5.1. An “Integrated Cireadi” % a product. in its final form. or an intermediate form. in
which the elements. at least one of which is an active element and some or all of the
interconnections are inegrally formed in andfor on a piece of matenal, and which 15 imtended
to perform an ¢lectronic function; and

952 A “Layowr-Design”™ is synonymous with “Topography™ and 15 the three-
dimensional disposition, however expressed, of the elements. at least one of which is an active
element, and of some or all of the interconnections of an inegrated circuit. or such a three-
dimensional disposition prepared {or an integrated circuit intended for manufaciure,

SEC. 96. Condirions for Profection. —
36.1. Only layout-designs of integrated circuits that are original shall bepefit from
protection under this Act. A lavout-design shall be considered original if it is the result of its

creator's own intellectual effort and is not commonplace among creators of layoul-designs and
manufacturers of integrated circuits at the time of its creation.
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96.2. A layout-design consisting of a combination of elements and interconnections that
are commonplace shall be protected only if the combination. taken as a wholg, is original,

SEC. 97. Contents of the Application. -

97.1. Every application for registration of a layout-design shall contain:
{a) A request for registration of the layout-design:

(b} Information identifying the applicant:

i) An indication of the kind of amicle of manufacture or handicrafi to which the
layoul-design shall be applied:

{d} A representation of the article of manufaciure or handicraft by way of drawings,
photographs or other adequate graphic representation of the layout-design as applied to the
article of manufacture or handicraft which clearly and fully discloses those features for which
protection is clamed; and

{2} The name and address of the creator, or where the applicant is not the creator. a
statement indicating the origin of the right to layout-design registration.

§7.2. The application may be accompanied by a specimen of the article embodying the
layout-design and shall be subject ta the payment of the prescribed fee.

SEC. 98. Formality Examination. -

98.1. The Office shall accord as the filing date the date of receipt of the application
comaining indications allowing the identity of the applicant to be established and a
representation of the anticle embodying the layout-design or a pictorial representation thereof,

08.2. If the spplication does not mect these requirements, the filing date should be that
date when all the elements specified in Section 97 are filed or the mistakes comected.
Otherwise. if the requirements are not complied within the prescribed period. the application

shall be considerad withdrawn.

08.3. After the conduet of a formality examination and upon full compliance with the
prescribed formality requirements, the application for registration shall be published in the
TPOPHIL CGazernte. Within thirty (30} days from the date of publication, third parties may file
with the Director of Patents adverse information citing grounds or information that the design
iz not rew or nol registrable. The Director shall decide whether or not to grant the layout-design
registration based on such information.

An applicamt has the option to file a request for deferred publication simultancously
with the filing of the application or at any time prior io publication date. The maximum period
allowed for the deferved publication of a layout-design application shall be thirty (30) months
from the filing date or priority date of the application. In case the request for the deferred
publication is made after the filing of the application. the allowable period for the deferred
publication shall be the remaining time from the allowed thiry (30) months deferred
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publication period. The applicant or applicants may reguest for a specific time for the Office
to publish the application, provided it docs not go beyond the allowed deferment period of
thirty {30} months.

SEC, %9, Registration. —

99,1, The conditions referred to in Section 96 are deemed fulfilled in the absence of
adverse information or where an adverse information was resobved by the Director in favor of
the applicant, the Director shall issue the registration of the layout-design; otherwize. it shall
refuse the application.

The Director may decide whether or not o regisier the layout-design application based
on information or registrability report that the application does not comply with Section 96,

9492, The form and contents of a layout-design certificate shall be established by the
Regulations: Provided. That the name and address of the ereator shall be mentioned in every
Case.

09.3. Registration shall be published in the form and within the period fixed by the
Regulations.

99.4. The OfTice shall record in the register any change in the identity of the proprietor
of the layout-design or its representative if proof thereef is furnished to it. A fee shall be paid.
with the request to record the change in the identity of the proprigtor. If the fee is not paid. the
request shall be deemed not o have been filed. In such case, the former proprictor and the
former representative shall remain.

99.5. Anyvone may inspect the Register and the files of registered layout- designs
including the files of cancellation proceedings

SEC. 100. Term of Lavow-Design. - Registration of a layout-desipgn shall be valid for
a period of ten {10} years. without renewal, and such validity to be counted from the date of
commencement of the protection accorded to the layout-design. The protection of a layout-
design under this Act shall commence:

fa) on the date of the first commercial exploitation. anywhere in the world, of the
lavout-design by or with the consent of the right holder: Provided, That an application for

registration is filed with the Intellectual Property Office within two (2) years from such date of
first commercial exploitation: or

{bY on the filing date accorded to the application for the registration of the layour-design
if the layout-design has not been previously exploited commercially anywhere in the world.

SEC. 101. Application of (her Sections and Chaplers. —

101.1, The following provisions relating to patents shall apply mutatis mutandis 1o
layout-design of integrated circuits registration;

Section 34 - Right to A Patent;
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Section 35 - First to File Rule;

Section 36 — Inventions Created Pursuant to a Commission;
Section 38.1(g) — Appointment of Agent or Represeniative:
Section 62 — Surrender of Patent;

Section 63 — Correction of Mistakes of Office;

Section &4 — Correction of Mistakes in the Application;
Section 65 — Changes in Patent;

Section 66 — Form and Publication of Amendment;
Chapter VII - Remedies of a Person with a Right to Patent;

Chapter VLI — Rights of Patentees and Infringement of Patents: Provided, That the lay-
out design rights and Hmitetion of lay-put design rights provided hereunder shall govern;

Part 111, Chapter [l - Compulsory Licensing; and
Chapter XI — Assignment and Transmission of Rights

101.2, Rights Conferred to the Owner of a Layout-Design Registration. — The owner of
a layout-design registration shall enjoy the following nghts:

(1} to reproduce, whether by incorporation in an inlegrated circuit or otherwise, the
registered layout-design in its entirety or any part thereof, except the act of reproducing any
part that does not comply with the requirement of originality; and

(2] to sell or otherwise distribute for commercial purposes the registered layout-design,
an article or an integrated circuit in which the registered layout-design is incorporated.

101.3. The owner of a layout design has no right to prevent third parties from
reproducing, selling or otherwise distributing for commercial purposes the registered lavout-
design in the following circumstances:

(1) Reproduction of the registered layout-design for private purposes or for the sole
purpose of evaluation, analysis, research or teaching;

(2) Where the act is performed in respect of a layout-design created on the hasis of such
analysis or evaluation and which is itself original in the meaning as provided herein:

(3) Where the act is performed in respect of a registered lay-out- design, or in respect
of an integrated circuit in which such a layvout-design is incorporated, that has been put on the
market by or with the consent of the right holder:

(4) In respect of an integrated circuit where the person performing or ordering such an
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act did not know and had no reasonable ground to know when acquiring the integrated circuit
or the article incorporating such an integrated circuit. that it incorporated an unlawfully
reproduced layout- design: Provided. however, That afier the time that such person has received
sufficient notice that the layout-desipn was unlawfully reproduced. that person may perfomm
any of the said acts only with respect to the stock on hand or ordered before such time and shall
be lizble to pay to the right holder a sum equivalent 1 a1 least 5% of net sales or such other
reasonable royalty as would be pavable under a freely negotiated license in respect of such
lavout-design; or

{3) Where the act is performed in respect of an identical layoul-design which 15 eriginal
and has been created independently by a third party

SEC. 102, Cancellation of Layow-Design Regisivarion. — Any inerested person may
petition that the registration of a layoui-design be cancelled on the ground that:

{i) the layout-design is not protectable under this Act;
{11} the right holder is not entitled to protection under this Act: or

{iii) where the application for registration of the layout-design. was not filed within two
(2} years from its first commercial exploitation anywhere in the world.

Where the grounds for cancellation are established with respect only to a part of the
layout-design, only the corresponding part of the registration shall be cancelled.

Any cancelled layout-design repistration or part thercof. shall be regarded as null and
void from the beginning and may be expunged from the records of the IPOPHL. Reference to
all cancelled layout-design registration shall be published in the IPOPHL Garette.

CHAPTER X1
ASSIGNMENT AND TRANSMISSION OF RIGHTS

SEC., 103, Transmission of Rights, —

103.1. Patents or applications for patents and invention to which they relate. shall be
protected in the same way as the rights of other propenty under the Civil Code,

103.2. Inventions and any right. title or interest in and to patents and inventions covered
thereby. may be assigned or transmitted by inheritance or bequesi or may be the subject of a
license contract.

SEC. 104, Assignment of nventiony. — An assignment may be of the entire right. title
or interest in and to the patent and the invention covered thereby. or of an undivided share of
the entire patent and invention, in which event the parties become joint owners thereoll An
assignment may be limited to a specified territory.

SEC. 105, Form of Assignment, — The assignment must be in writing., acknowledged

before a notary public or ather oflicer authorized to admimister cath or perform notarial acts.
and certified under the hand and official seal of the notary or such other officer.
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SEC. 106, Recording, -

106.1, The Office shall record assignments, licenses and other instriuments relating
the transmission of any right, title or interest in and to inventions, and patents or application
for patents of inventions to which they relate, which are presented in due form to the Office for
registration, in books and records kept for the purpose. The original documents together with
a signed duplicate thereof shall be filed, and the contents thereof should be kept confidentizl.
If the original is not available, an authenticated copy thereof in duplicale may be filed. Upon
recording, the Office shall retain the duplicate, return the onginal or the authenticated copy 1o
the party whe filed the same and notice of the recording shall be published in the IPOPHL

Giazetle.

106.2. Such instruments shall be void as against any subseguent purchaser or morigagee
for valuable consideration and without notice, unless, it is so recorded in the Office, within
three (3) months from the date of said instrument. or prior to the subsequent purchase or
marlgage.

SEC. 107. Righis of Joint Owners, — [T two (2} or more persons jointly own 4 patent
and the invention covered thereby, either by the issuance of the patent in their joint favor or by
reason of the assignment of an undivided share in the patent and invention or by reason of the
succession in title to such share, each of the joint owners shall be entitied 1o personally make,
use, sell, or import the invention for his own profit: Provided however, That neither of the jont
owners shall be entitled to grant licenses or to assign his right, title or interest or part thereol
without the consent of the other owner or owners, or without proportionally dividing the
proceeds with such other owner ar owners,

PART 111
INNOVATHON SUPPORT AND LICENSING

CHAPTER |
GENERAL PROVISIONS

SEC. 108. Definition of Terms, = Az uszed in Part [TTV:
108.1. “Byreaw” means the Bureau of Innovation Suppont and Business Development;
1082, “Commercializarion”™ as a form of utilization, means the process of deriving

economic gain from a technology, such as but not limited to the creation of a spin-off company.
or through licensing, or the sale of the technology and/or intellectual property rights;

108.3, “Licensing” means the act of engaging in a contract or agreement wherein an
intellectual property rights owner and another who is authorized 1o use such rights in exchanpe
for an agreed pavment, fee, or rovalty;

T108.4. “Newrral Couniry™ means a country other than the Philippines without legal thes
to any of the parties to a technology transfer armangement:

108.5. “Litilization™ means the use of intellecteal property or intellectual property
rights, whether or not for commercial use.
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SEC. 10%, Supporting farovation. — The Bureau shall implement policies and programs
1o promote and support innovation through, but not limited to the following:

109.1. Capacity building on intellectual propeny management and commercialization
and valuation of intellectual property,

109.2, Assistance to invertors and micro, small, and medium enterprises in getting
support for research and development, management. and commercialization of their intellectual
property; and

109.3. Establishment of network in research and development institutions, state
universitics and colleges, other higher educational institutions, techmcal-vocational
institutions, and other relevant public or private mstitutions,

CHAPTER 11
VOLUNTARY LICENSING

SEC. 110. Foluniary License Contract, — To encourage the transfer and dissemination
of technology, prevent or control practices and conditions that may in particular cases

constitute an abuse of intellectual property rights, or will substantially prevent, restrict or legsen
competition in the market and have adverse effect on trade, all technology transfer

arrangements shall comply with the provisions of this Chapter,

SEC. 111, Jurisdiction fo Settle Disputes on Royalties, — The Director of the Bureau of
Innavation Support and Business Development shall exercise quasi-judicial jurisdiction in the
settlement of disputes between parties to a technology transfer arranpement arising from
technology transfer payments, including the fixing of appropriate amoeunt or rate of royalty.

SEC. 112, Prohibited Clauses. — Except in cases under Section 112 hereof, the
tollowing provisions are prohibited from inclusion in Technology Transfer Arrangements:

112.1. Those which impose upon the licensee the obligation to acquire from a specific
source capital goods, intermediate products, raw materials, and other technolopies. or of
permanently employing personnel indicated by the licensor. except if these will be sourced

locally when comparahle alternatives are locally availahle and such imposition is essential for
maintaining the quality of the products or services produced or rendered under the agreements:

112.2, Those pursuant to which the licensar reserves the right to fix the sale or resale
prices of the products manufaciured on the basis of the license;

112.3. Those that contain restrictions regarding the volume and structure of production:

112.4. Those that prohibat the use of competitive technologies in a non- exclusive
technology transfer agreement;

112.5. Those that cstablish a full or partial purchase option in favor of the licensor:

112.6. Those that obligate the licensee to transfer for free to the licensor the inventions
or improvements that may be obtained through the use of the licensed 1echnology;
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112.7. Those that require payment of royalties o the owners of patents for patents
which are not used;

112.8. Those that prohibit the licensee w export the licensed product enless justified
for the protection of the legitimate interest of the licensor such as exporis to countries where
exclusive licenses to manufacture and’/or distribute the licensed product(s) have already been
granted:

112.9. Those which restriet the use of the technology supplied after the expiration of
the technology transfer arrangement. except in cases of early termination of the technology
transfer arrangement due to reason(s) atiributable to the licensee:

112.10. Those which require payments for patents and other industrial property rights
after their expiration, termination arrangement;

1 12,1 1. Those which require that the technology recipient shall not contest the validity
of any of the patenis of the technology supplier:

112.12. Those which restrict the research and development activities of the licensee
designed 10 absorb and adapt the transferred technology to local conditions or to initiate
research and development programs in connection with new products, processes or equipment:

112.13. Those which prevent the licensee from adapting the imported technology to
local conditions, or introducing innovation to it. as long as it does not impair the quality
standards prescribed by the licensor:

112.14. Those which exempt the licensor for liability for non- fulfillmem of ks
responsibilities under the technology ransfer arrangement and/or liability arising from third
party suits brought about by the use of the licensed product or the licensed technology; and

112,15, Other clauses with equivalent effects. such as those which impose upon the
lcensee unreasonable posi-lermination non-compete covenants surviving more than one {1}
vear after termination of the technology transfer arranpement.

The Bureau's findings and decision on the above is without prejudice to a possible
finding by the Philippine Competition Commission (PCC) of anti-competitive acts.

SEC. 113, Mandaiory Provisions. — The following provisions shall be included in
veluntary license contracs:

113.1. That the laws of the Philippines shall govemn the interpretation of the same anmd
in the event of litigation, the venue shall be the proper court in the place where the licensee has
its principal office;

113.2. Continued access to improvements in techniques and processes related o the
technology shall be made available during the period of the technology transfer arrangement:

113.3. In the event the technology transfer arrangement shall provide for arbitration,
the venue of arbitration shall be the Philippines or any neutral country; and
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113.4. The Philippine taxes on all payments relating to the technology transfer
ammangement shall be borne by the ficensor,

SEC. 114, Rights of Licensor. = In the absence of any provision o the contrary in the
technology transfer arrangement. the grant of a license shall not prevent the hicensor from
granting further licenses to third person nor from exploiting the subject matter of the
lechnology transfer arrangement himself.

SEC. 115, Righis of Licensee. — The licensee shall be entitled 10 exploit the subject
matter of the technology transfer arrangement during the whale term of the techirology transfer
arrangement.

SEC, 116, Exceptional Cases. — In exceptional or merilorious cases where substantial
bencfits will accrue to the economy. such as high technology content, increasc in foreign
exchange earnings, employment generation, regional dispersal of industries and/or substitution
with or use of local raw materials, or in the case of Board of Invesiments. registered companies
with pioneer status. exemplion from any of the above requirements may be allowed by the
Burcau of Innovation Support and Business Development afier evaluation thercof on a case by
case basis,

SEC. 117. Non-Regisiration with the Buréau of Inovation Supporr and Business
Development. - Technology transfer arrangements that conform with the provisions of Sections
112 and 113 hereof need not be registered with the Bureau of Tnnovation Support and Business

Development.

Mon-conformance with any of the provisions of Sections 112 and 113 hereof, however,
shall avtomatically render the technology transfer amangement unenforceable, unless said
technology transfer arrangement is approved and registered with the Bureau of Innovation
support and Business Development under the provisions of Section 115 hereof on exceptional
cases.

CHAPTER I
COMPULSORY LICENSING

SEC. 118, Grounds for Comprilsary Licensing, — The Director General of the IPOPHL
may grant a license to exploit a patented invention, even without the agreement of the patent
owner. in favor of any person who has shown his capability 1o exploit the invention, under any
of the following circumstances;

118.1. Mational emergency or other circumstances of extreme urgency:

118.2. Where the public interest. in particular. national security. nutrition, health or the
development of other vital sectors of the national economy as determined by the appropriate
agency of the Govemment. so requires; or

1183, Where a judicial or adminisirative body has determined that the manner of
exploitation by the owner ofF the patent or his licensee 1S anti- competitive:

118.4, In case of public non-commercial use of the patent by the patentee, withoul
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satisfactory reason;

T18.5. Ifthe patented invention 18 not being worked in the Philippines on a commergial
scate, although capable of being worked, without satisfactory resson: Provided, That the
importation of the patented anticle shall constitute working or using the patent.

118.6. When the demand for patented drugs and medicines is not being met to an
gdequate extent and on reasonable terms, as determined by the Secretary of the Department of
Health,

SEC. 119, Procedures on Issuance of o Special Compulsory License under the TRIPS
Agreement, —

119.1. The Director General of the IPOPHL, upon the written recommendation of the
Secretary of the Department of Health, shall, upon filing of a petition, grant a special
cotnpulsory license for the importation of patented drugs and medicines. The special
compulsory license for the importation contemplated under this provision shall be an additional
special alternative procedure to ensure access to guality affordable medicines and =hall be
primarily for domestic consumption: Provided, That adequate remunéeration shall be paid 1o the
patent owner either by the exporting or importing country. The compulsory license shall also
contain a provision dicecting the grantee the license 10 exercise reasonable measures to prevent
the re-exportation of the products imported under this provision.

The grant of a special compulsory license under this provision shall be an exception (o
Sections 1254 and 125.6 of this Act and shall be immediately executory.

No court, except the Supreme Court of the Philippines, shall issue any temporary
restraining order or preliminary injunction or such other provisional remedics that will preveni
the grant of the special compulsory license,

119.2. A compulsory license shall also be available for the manufacture and export of
drugs and medicines to any country having insufficient or no manufaciuring capacity in the
pharmaceutical sector to address public health problems: Provided, That, a compulsory license
has been granted by such country or such country has. by notification or otherwise, allowed
importation into its jurisdiction of the patented drugs and medicines from the Philippines in
compliance with the TRIPS Agreement.

119.3. The right to grant a special compulsory license under this seciion shall not limit
or prejudice the rights, obligations and flexibilities provided under the TRIPS Agreement and
under Philippine laws, particularly Section 73.1 and Section 75 this Act. It is also without
prejudice to the extent to which drugs and medicines produced under & compulsory license can
be exported as allowed in the TRIPS Agreement and applicable laws,

SEC. 120, Requivemenr io Oblain a License on Reasorable Compercial Terms. -

120.1. The license will only be pranted after the petitioner has made efforts to obtain
authorization from the patent owner on reasonable commergial terms and condions, but such
efforts have not been successful within a reasonable period of time.

120.2. The requirement under Section 120.1 shall not apply in any of the following
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CHASCE

(a) Where the petition for compulsory license secks to remedy a practice determined
afier judicial or administrative process to be anti- competitive;

(b In situations of national emergency or other circumsiances of extreme urgency:
(e} Im cases of public non-commercial use: and

{d) In cases where the demand for the patented drugs and medicines in the Philippines
is not being met 1o an adequate extent and on reasonahle terms. as determined by the Secretary
of the Depariment of Health.

120.3. In simations of national emergency or other circumstances ol extreme urgency.
the right holder shall be notified as s00n as reasonably practicable.

12{14. In the case of public non-commerncial use. where the government or contractor,
without making a patent search, knows or has demonstrable prounds to know that a valid patent
i5 or will be used by or for the povernment. the right holder shall be informed prompely.

| 201.5. Where the demand for the patented drugs and medicines in the Philippines is not
being met to an adequate extent and on reasonable terms, as determined by the Secretary of the
Department of Health. the right holder shall be informed promptly,

SEC. 121, Compuisary Licensing of Patents Involving Semi-Conducior Technology. —
In the case of compulsory licensing of patents involving semi-conductor technology. the hicense
may only be granted in case of public non-commercial use or 1o remedy a practice determined
after judicial or adminisirative process to be anti=competitive.,

SEC. 122, Compulsery License Based on Interdependence of Patenrs. — [Fthe invention
protected by a patent, hereafier referred o as the “second patent.” within the country cannot be
worked without infringing another patent. hereafier referred to as the "first patent” granted on
a prior application or benefiting from an earlier priority. a compulsory license may be pranted
o the owner of the second patent to the extent necessary for the working of his invention.
gubject to the following conditions:

122.1. The invention claimed in the second patent involves an important technical
advance of considerable economic significance in relation to the first patent;

122.2. The owner of the first patent shall be entitfed 1o a cross-license on reasonable
terms to use the invention claimed in the second patent:

122.3. The use authorized in respect of the first patent shall be non- assignable except
with the assignment of the second patent: and

122 4. The terms and conditions of Sections 120, 121, 123 to 125, of this Act.
SEC. 123, Form ared Conients of Petition. — The petition for compulsory licensing must

be in writing. verified by the petitioner and accompanied by payment of the required filing fee.
It shall contain the name and address of the petitioner s well as those of the respondents. the
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numnber and date of issue of the patent in connection with which compulsory license is sought,
the name of the patentee, the title of the invention, the statutory grounds upen which
compulsory license is sought, the ultimate facts constituting the petitioner’s cause of action,
and the relief praved for.

SEC. 124, Notice of Hearing. -

124,1. Upon filing of a petition, the Director General shal] forthwith serve notice of the
filing thereof upon the patent owner and all persons having grants or licenses, or any other
right, title or interest in and to the patent and invention covered thereby as appears of record in
the Office. and of natice of the date of hearing thereon. on sech persons and petitioner. The
resident agent or representative appointed in accordance with Section 3338, 1(g) hereof, shall
be bound 1o accept service of notice of the filing of the petition within the meaning of this
seclion.

1242, In every case, the notice shall be published by the said Office in a newspaper of
general circulation, once a week for three (3) consecutive weeks and once in the IPOPHL
Gazette a1 applicant’s expense.

SEC. 125, Terms and Conditions of Compulsary License, — The basic terms and
conditions including the rate of royalties of a compulsory license shall be fixed by the Director
General subject 1o the following conditions:

125.1, The scope and duration of such license shall be limited to the purpose for which
it was authorized;

125.2. The license shall be non-exclusive:

125.3. The license shall be non-assignable, except with that part of the enlerprise or
business with which the invention is being exploited.

125.4. Use of the subject matter of the license shall be devoted predominantly for the
supply of the Philippine market: Provided, That this limitation ghall not apply where the grant
of the license is based on the ground that the patentee’s manner of exploiting the patent is
determined by judicial or administrative process, 1o be anti-competitive,

125.3. The license may be terminated upon proper showing that circarmstances which
led to its grant have ceased 1o exist and are unlikely to recur: Provided. That adequate protection
shall be afforded to the legitimate interest of the licensee; and

125.6. The patentee shall be paid adequate remuneration taking into account the
economic value of the grant or authorization, except that in cases where the license was granted
to remedy a practice which was determined after judicial or administrative process, (o be anti-
competitive, the need to correct the anti-competitive practice may be taken into account in
fixing the amount of remuneration.

SEC. 126. Amendment, Cancellation, Surrender of Compulsory Licenye. —

126.1. Upon the request of the patentee or the heensee. the Director General may amend
the decision granting the compulsory license, wpon proper showing of new facts or
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circumstances jushibving such amendment.

126.2. Upon the request of the patentee. the Director General may cancel the
compulsory license:

{a} 1f the ground for the grant of the compulsory license no longer exists and is unlikely
1o Tecur;

{b) If the licensee has neither begun 10 supply the domestic market nor made serious
preparation therefor; or

(c) 1f the licensee has not complied with the prescribed terms of the
license.

126.3. The licensee may surrender the license by a written declaration submitied to the
Office.

126.4. The Director General shall cause the amendment, surrénder, or cancellation in
the Register, notify the patentee, and/or the licensee, and canse notice thereol w be published
in the IPOPHL Gazetie.

SEC. 127, Licensee s Exemprion frem Liability, — Any person who works a patented
product, substance and/or process under 4 license granted ender this Chapter, shall be free from
any lability for infringement: Provided however, That in the case of voluntary licensing, no
collusion with the licensar is proven. This is without prejudice to the right of the rightful owner
of the patent to recover from the licensor whatever he may have received as royalties under the
license,

PART 1V
THE LAW ON TRADEMARKS, SERVICE MARKS AND TRADE NAMES

CHAPTER |
GENERAL PROVISIONS

SEC. 128. Defimitions. — As used in Part V:
1281, “Buwreaw” means the Bureau of Trademarks:;

128.2, “Collecrive mark™ means any sign designated as such in the application for
registration and capable of distinguishing the origin or any other common characteristic,
including the quality of goods or services of different enterprises which use the sign under the
comntrol of the registered owner of the collective mark;

128.3, “Certification mark™ means any sign, used or intended for use in commerce with
the owner's permission by someone other than its owner, o certify regional or other geographic
origin, material, mode of manufacture. quality, accuracy, or other characteristics of someocne’s
goods or services, or that the work or labor on goods or services was performed by members
of a group or associations;
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128.4. “Directar” means the Director of Trademarks;
128.5. “Framiner™ means the trademark exzminer;

128.6. “Mork™ means any sign, or any combination of signs as may be prescribed by
the Regulations, capable of distinguishing the goods {trademark) or services (service mark) of
an enterprise and may include a stamped or marked container of goods;

128.7. “Trade name” means the name or designation identifying or distinguishing an
enterprise; and

128.8. “Reguiations”™ means the Rules of Practice in Trademarks and Service Marks
formulated by the Director of Trademarks and approved by the Director General,

SEC. 129. How Marks are Acguired, — The rights in a mark shall be acquired through
registration made validly in accordance with the provisions of this law.

SEC. 130. Registrahility. -
130.1. A mark cannot be registered if it:
{a) Consists of matter which:

(1} Is deceptive or scandalous; or

{2y May disparage or falsely sugpest a connection with living or dead persons,
institutions. entities. beliefs, customs, values or national symbaols, national
identity, hentage or patrimony; or

(3} Brings any of the foregoing into contempd, disrespect, or disrepule;

(b} Consists of the flag, coat of arms or other insignia of the Philippines or any of its
political subdivisions. or of its agencies, or of any foreign nation, or of any mternational
intergovernmental orpanization, or any simulation thereof;

{c) Consists of a name, portrait or signature identifying a particular living individual
except by his written consent, or the name, signature, or porirait of a deceased President of the
Philippines, during the life of the surviving spouse, if any, except by writien consent of the
latter;

(d) Is identical with a repistered mark belonging to a different proprietor or a mark with
an earlier filing or priority date, in respect of the same goods or services, or closely related
poods or services, or nearly resembles a repistered mark with an earlier filing or priority date
as to likely deceive or canse confusion:

{e) Is identical with, or confusingly similar te, or constitutes a translation of a mark
which is considered by a competent aothority of the Philippines to be well-known
imermationally or in the country following the criteria presenbed in the Regulations, whether
or not it is registered here, as being already the mark of a persom other than the applicant for
registration, and wsed for identical or similar geods or services: Provided, That use of the mark
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in relation o those goods or services which are not similar to those with respect to which
regisiration is applied for and that the use of such mark in those goods and services would
indicate a connection between those goods or services, and the owner of the well-known mark
and that the interests of the owner of the well-known mark are likely to be damaged by such
use: Provided further. That in determining whether a mark is well- known, account shall be
tzken of the knowledge of the relevant sector of the public, rather than of the public at large,
inciuding knowledge in the Philippines which has been obtained as s result of the promotion
of the mark;

() Is likely to mislead the public, particularly as to the nature, quality. characteristics
or geagraphical origin of the goods or services:

{g) Consists exclusively of signs that are generic for the goods or services that they
seek to identify;

{h) Consisis exclusively of signs or of indications that have become customary or usual
ta designate the goods or services in everyday lanpuape or in bona fide and established trade
praciice;

{1} Consisis exclusively of signs or of indications that may serve in trade to designate
the kind. quality, quantity, intended purpose, value, geopraphical origin. subject matter, time
or produciion of the poods or rendering of the services, or other charactenistics of the poods or
services, except when the application for registration is for a geographical indication either as
a collective or certification mark.

{7y Consists of shapes that may be necessitated by technical factors or by the nature of
the goods themselves or factors that affect their intrinsic valee;

{k}j Consists of color alone. unless defined by a given form;
(1) Lacks distinctiveness;

{m) Impairs or dilutes the distinctiveness, or harms the reputation of a well-known
mark. as declared by competent authority. whether registered or not: or

{n) 1s contrary to public order or public policy.

130.2. For the purpose of declaring a mark well-known as provided in paragraphs (e)
and (m) hereof. the Director General. Director of Bureau of Legal Affairs. Director of Bureau
of Trademarks and judicial authorities are considered competent authorities in relation to their
respective functions or jurisdictions. The Adjudication Officers are also congidered competent
authorities if the issue of well-known mark is mised before them.

1303, As regards signs or devices mentioned in paragraphs i. (k). and (1) or those where
the shapes of the goods themselves or portion thereof. their packagmg. or conlainers are not
necessitated by technical factors or those factors only affect their intrinsic value, nothing shall
prevent the registration of any such sign or device which has become distinctive in relation to
the poods for which registration is requested as a result of the wse that have been made of it in
commerce in the Philippincs. The Office may accept as prima facie evidence that the mark has
become distinetive, as used in connection with the applicant’s goods or services in commerce,
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proof of substantially exclusive and continuous use thergof by the gpplicant in commerce in
the Philippines for three (3) years before the date on which the claim of distinetiveness 1s made.

130.4. The nature of the goods to which the mark s applied wall nol constilute an
obstacle to registration.

CHAPTER 11
APPLICATION

SEC. 131, Reguirements of Application. —

131.1. The application for the registration of the mark shall be in Filipine or in English
and shall contain the following:

(2) A request for registralion;
(b} The name and address of the applicant;

{c) The name of & State of which the applicant is a national or where he has domicile:
and the name of a State in which the applicant has a real and eftective industrial or commercial

establishment. if any;

(d) Where the applicant is a juridical entity. the law under which it is organized and
exisling;

(e} The appointment of an agent or representative, if the applicant is not domiciled in
the Philippines;

i(fi Where the applicant claims the priority of an earlier application, an indication of:

{i} The wame of the State with whose national office the earlier application was
filed or if filed with an office other than a national office, the name of that office.

{ii) The date on which the earlier application was filed, and
(iil) Where avgilable, the application number of the earlier application:
() Where the applicant claims color as a distinctive feature of the mark, a statement to
that effect as well as the name or names of the color or colors claimed and an indication. in
respect of each color, of the principal pars of the mark which are in that color;

{h) Where the maek is a three-dimensional mark. a statement to that effect.

{i1 Ome or more reproductions of the mark or series marks. as prescribed in the
Regulations;

(j) A tansliteration or translation of the mark or of some parts of the mark. as
prescribed in the Regulations;

(k) The names of the goods or services for which the repistration is sought. grouped
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according to the classes of the Nice Classification, together with the number of the class of the
said Classification to which each group of goads or services belongs; and

(1} A signature by, or other self~idenification of. the applicant or his representative.

131.2. To maimain the application or registration of the mark, it must be used on goods
or services covered in the registration. For this purpose, the applicant or registrant shall file a
declaration of actual use of the mark with evidence to that effect within:

{a) Three (3} years and six (6) months from the filing date of the application:
(b1 One {1} year from the fifth (5th) anniversary of the registration;

(¢} One (1) year from date of each renewal; and

(d} One (1) year from the fifth anniversary of each renewal,

Othetrwise, the application shall be refused, or the mark shall be removed from the
Register by the Dircctor.

SEC. 132. Representation; Address for Service. — I the applicant 15 not domiciled or
has no real and effective commercial establishment in the Philippines, he shall designate by a
written document filed in the office, the name and address of a Philippine resident who may be
served notices or process in proceedings affecting the mark. Such notices or services may be
served upon the person so designated by leaving a copy thereof at the address specified in the
last designation filed. If the person so designated cannot be found at the address given in the
last designation, such notice or process may be served upon the Director.

SEC. 133. Disclaimers. — The Office may allow or require the applicant 10 disclaim an
unregistrable component of an otherwise registrable mark but such disclaimer shall not

prejudice or affect the applicant’s or owner's rights then existing or thereafter arising in the
disclaimed matter, nor such shall disclaimer prejudice or affect the applicant’s or owner's right

on another application of later date if the disclaimed matter became distinctive of the
apphicant™s or owner’s goods. business or services.
SEC. 134, Filing Date. -

134.1. Requiremenis. — The filing date of an application shall be the date on which the
Office received the following indications and elements in English or Filiping:

{a) An express indication that the registration of a mark is sought;
{b) The identity of the applicant;

(c) Comact details of the applicant or his representative, 1f any;
{d} A reproduction of the mark to be registered, and

{e) The list of the goods or services covered by the mark to be registered.
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134.2. Payment of the required filing fee on or immediately afier the date of filing of
the above requirements shall confirm the filing date and application number accorded to the

application.

SEC, 133, Single Registration for Goods andior Services. = Where goods and/or
services belonging to several classes of the Nice Classification have been included in one (1)
application, such an application shall result in one registration.

SEC, 136. Division of Appiication. — Any application referring to several goods or
services, hereafier referred to as the “initial application.” may be divided by the applicant into
two (2) or more applications, hereafier referred to as the “divisional applications,” by
distributing among the latter the goods or services referred to in the initial application. The
divisional applications shall preserve the filing date of the initial application or the benefit of
the right of prionty.

SEC. 137. Signature and Other Means of Self-ldentificalion. —
137.1. Where a signature is required, the Ofhee shall accept:
(a) A hand-written signature; or

(b The use of other forms of signature. such as an electromic. digital. printed or stamped
signature, or the use of a seal. instead of a hand-written signature: Provided, That where a seal
is used, it should be accompanied by an indication in letters of the name of the signatory.

137.2. The Office shall accept communications 1o it by elecironic means or the lafest
technologies subject to the conditions or requiremenis that will be preseribed by the
Regulations.

137.3. No attestation, notarization. authentication, legalization or other cenification of
any signature o7 other means of self-identification referred 1o in the preceding paragraphs. shall
be required. Where the signature concerns the surrender of a registration, the request must be
notarized and if notarized in another country. apostilled.

SEC. 138. Priorily Right. -

138.1. An application for registration of a mark filed in the Philippines by a person
referred to in Section 3, and who previously duly filed an application for registration of the
same mark in one of those countrics, shall be considered as filed as of the day the application
was first filed in the foreign country: Provided. That the application in the Philippines is filed
within six months from the date on which the application was first filed in the foreign country,

138.2. Mothing in this section shall entitle the owner of a registration granted under this
section to sue for acts committed prior 1o the date on which his mark was registered in this
country: Provided, That, notwithstanding the foregoing. the owner of a well-known mark as
defined in Section 130.1{e) of this Act. that is not registered in the Philippines, may. against an
identical or confusingly similar mark, oppose its registration, or petition the cancellation of its
registration or sue for unfair competition. without prejudice w availing himself' of other
remedies provided for under the law.
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138.3. In like manner and subject to the same conditions and requirements, the right
provided in this section may be based upon a subsequent regularly filed application in the same
forcign country: Provided, That any foreign application filed prior to such subsequent
application has been withdrawn, abandoned, or otherwise disposed of. without having been
laid open o public inspection and withour leaving any rights outstanding. and has not served,
not thereafier shall serve. as a basis for claiming & right of priority,

CHAFPTER 111
TRADEMARK REGISTRATION

SEC. 139, Application Number and Filing Dare. —

139.1. The Office shall examine whether the application satisfies the formalities and
substantive requirements for the grant of registration. If the application does not satisfy the
registration requirernents, the applicant shall be given the opportunity 1o complete or comect
the application as required, otherwise, the application shall be considered abandoned.

139.2. An abandoned application may be revived as a pending application upon good
cause shown and the payment of the required fee,

SEC. 140, Examination and Publication, -

140.1. Once the application meets the filing reguirements of Section 134, the Office
shall examine whether the application meets the requirements of Section 131 and the mark as
defined in Section 128 is registrable under Section 130.

140.2. Where the Office finds that the conditions referred to in Section 140.1 are
fuslfilled, it shall, upon payment of the prescribed fee, forthwith cause the apphication, as filed,
to be published in the prescribed manner.

1403, If after the examination, the applicant is not entitled 1o registration for any
reason, the Office shall advise the applicant thereof and the reasons therefor. The applicant
shall have a period of four (4) months in which to reply or amend his application, which shall
then be re- examined. The Regulations shall determine the procedurs for the re- examination
or revival of an application as well as the appeal 1o the Director of Trademarks from any final
action by the Examiner.

140.4. An abandoned application may be revived as a pending application within three
{3) months from the date of abandonment, upon good cause shown and the payment af the
required fee.

140.5. The firal decision of refusal of the Director of Trademarks shall be appealable
to the Direetor General in accordance with the procedure fixed by the Regulations.

SEC. 14]1. Qpposition. — Any person who believes that he would be damaged by the
registration of a mark may, upon payment of the required fee and within thirty (30) days afier
the publication of the application, file with the Bureau of Legal Affairs an opposition to thereto,
For good cause shown and upon peyment of the required surcharge. the time for filing an
opposition may be extended by the Director of Legal Affairs, who shall notify the applicant of
such extension,
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SEC. 142 Noitee and Hearing, — Upon the filing of an oppasition. the Office shall serve
nofice of the filing on the applicant. and of the date of the hearing thereof upon the applicant
and the oppesitors and all other persons having any right, title or interest in the mark covered
by the application, as appear of record in the Office.

REC. 143, Remand :J_-,fl.ilﬁpfr'ﬂ.r!uiu:l toihe Exgminer. — The Examiner Ay AFAIN eXencise
jurisdiction over the application upon remand of the Director on the ground of newly
discovered information or objection 1o the registration of the mark prior 10 the registration
thereof and subject to the jurisdiction of the Bureau of Legal Affairz. After remand of an
application. the amendment(s) recommended by the Examiner. if amy. may be approved by the
Director and may be made withowt withdrawing the allowance. The Examiner may likewise
issue a subseguent action on the hasis of the newly discoversd information or objection,

SEC. 144 Issuance and Publicarion of Centificare. — When the period for filing the
apposition or appeal has expired or the decision or order has become final and executory. and
upon pavment by the applicant of the required fee, the Office shall issue the certificate of
registration and publish in the TPOPHL Gazete.

SEC. 145, Registration of Mark and Bsuance of a Certificate to the Owner or His
Assignee. -

145.1. The Office shall maintain a Register in which shall be registered marks,
numbened in the order of their registration, and all transactions in respect of each mark, reguired
o be recorded by virtue of this law.

145.2. The registration of a mark shall include a reproduction of the mark and shall
mention: its number; the name and address of the registered owner and, if the regisiered
owner's address is outside the country, his address for service within the country: the dates of
application and registration: if priority is claimed. an indication of this fact. and the number.
date and country of the application. basis of the priority claims; the list of goods or services in
respect of which registration has been granted, with the indication of the corresponding class
or classes: and such other data as the Reguiations may prescribe from time 1o time.

143.53. A cerificate of rcgistration of a mark may be i5sued to the assignee of the
applicant: Provided, That the assignment is recorded in the Office. In case of a change of
ownership, the Office shall at the written request signed by the owner, or his representative. or

by the new owner, or his representative and upon a proper showing and the payment of the
prescribed fee, issue 10 such assignee a new certificate of registration of the said mark in the
name of such assignee, and for the unexpired pan of the original period.

145.4, The Office shall record any change of address. or address for service. which shall
be notified 1o it by the registered owner.

145.5. In the absence of any provision to the contrary in this Act, communications 1o
be made 1o the registered owner by virtue of this Act shall be semt to him at his last recorded
address and, 8t the same, at his last recorded address for service.

SEC. 146, Ceriificates of Registration, — A certificate of registration of a mark shall be
prima facie evidence of the validity of the registration, the registrant’s ownership of the mark,
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and of the registrant’s exclusive right to use the same in connection with the goods or services
and those that are related thereto specified in the certificate.

SEC. 147, Publication of Regisicred Marks: Inspection of Regiser. -

147.1. The Oifice shall publish, in the form and within the period fixed by the
Regulations, the mark regisiered, in the order of their registrztion, reproducing al! the
particulars referred to in Section 145.2.

147.2 Notwithstanding the provisions of Republic Act No. 10173, otherwise known as
the Data Privacy Act of 2012, and in accordance with the provisions of Executive Order No. 2
Series of 2016 entitled Operationalizing in the Executive Branch the People’s Constitutional
Right to Information and the State Policies to Full Public Disclosure and Transparency m the
Public Service and Providing Guidelines Therefor, all official documents pertaiming to a
repistered mark, inciuding the application, prosecution history and declaration of actual use.
shall be open to the public for inspection upon request and payment of the prescribed fee.

SEC. 148, Cancellarion upon Applicarion by Regisirant: Amendment or Disclaimer of
Regisiration. — Upon application of the registrant, the Office may permit any registration 1o be
surrendered for cancellation, and upon cancellation the appropriate entry shall be made in the
records of the Office. Upon application of the registrant and payment of the prescribed fee, the
Office for good cause may permil any registration 1o be amended or to be disclaimed in parn.

SEC. 149. Sealed and Certified Copies as Evidence, — Copies of any records. books.
papers, or drawings belonging to the Office relating 10 marks, and copies of registrations, when
authenticated by the seal of the Office and certified by the Director of the Bureau of Trademarks
or in his name by an employee of the Otfice duly authorized by said Director, shall be evidence
in all cases wherein the originals would be evidence; and any person who applies and pays the
prescribed fiee shall secure such copies.

SEC. 150, Correction of Misiakes Made by ithe Office. — Certificate of trademark
registration may be cancelled or comected in accordance with the Regulations. All certificates
of registration heretofore issued in accordance with the Regulations and the registration fo
which they are attached shall have the same force and effect as if such certificates and their
issuance had been authorized by this Act

SEC. 151, Correcrion af Mistake in the Trademark Regisirations. — Upon request ol
any interested person and payvment of the prescribed fee. the Office is authorized to comrect any
formal or clerical mistake in trademark registrations not incurred through the fault of the Offce.

SEC. 152, Classification of Goods and Services. -

152.1. Each registration, and any publication of the Office which concems an
application or registration effected by the Office shall indicate the goods or services by their
names. grouped according to the classes of the Nice Classification. and each group shall be
preceded by the number of the class of that Classification to which that group of goods or
services belongs. presented in the order of the classes of the said Classification.

152.2 Goods or services that arc in the same class are not necessarily similar. On the
other hand, poods or services that are in different classes are not necessarily dissimilar,

Page | 56



SEC. 153, Duwration. — A certificate of registration shall remain in foree for ten (10}
vears from the date of registrabon,

In case a motion for extension for the peniod to file an opposition is granted by the
Bureau of Legal Affairs but no opposition is filed, the mark is deemed registered the day
following the expiration of the publication period,

When an opposition is filed, a mark shall be considered registered on the date the
decision or final order piving due course 10 the application becomes final and executory,

SEC. 154, Renewal. — A certificate of registration may be renewed for periods of ten
(10} years at its expiration upon payment of the preseribed fee and upon filing of a request in
accordance with the Rules promulgated by the Office.

SEC. 155, Rights Conferred. —

155.1. Except in cases of imponation of drugs and medicines allowed under Section
78.1 of this Act and of off- patent drups and medicines, the owner of a registered mark shall
have the exclusive right to prevent, prohibit, and restrain all third parties not having the owner’s
consent from using in the course of trade identical or similar signs or containers for goods or
services which are identical or similar to those in respect of which the trademark is registered
where such gse would result in a likelihood of confusion. In case ol the wse of an identical sign
for identical goods or services, a likelthood of confusion shall be presumed.

There shall be no infringement of trademarks or tradenames of mported or sold
patented drugs and medicines allowed under Section 78.1 of this Act, as well as imported or
sold off-patent drugs and medicines: Provided. That said drugs and medicines bear the
registered marks that have not been tampered, unlawfully modified. or infringed upon. under
Section 163 of this Code.

155.2. The exclusive right of the owner of a well-known mark defined in Section
130.1{e) which is registered in the Philippines. shall extend to poods and services which are
not similar to those in respect of which the mark is registered: Provided, That use of that mark
in relation to those goods or services would indicate a connection between those goods or
services and the owner of the registered mark; Provided further, That the interests of the owner
of the registered mark are likely 1o be damaged by such use.

SEC. 156, Lawful Use of Indicarions by Third Parvies. -

156.1. Use af Indications of Third Parties for Purposes Other than Use of the Mark;
Descriptive Fair Use. Registration of the mark shall not confer on the regisiered owner the
right o preciude third parties from wsing bona fide their names, addresses, pscudonyms. a
geopraphical name. or exact indications concerning the kind, quality, quantity, destination.
value, place of origin, or time of production or of supply. of their goods or services: Provided.
that such use i5 confined o the purposes of mere identification or information and cannol
mislead the public as to the source of the goods or services.

156.2. (her Use of the Mark: Nominative Fair Use. The registered owner of a
proteciabie trademark cannot preclude third parties from nominative use of a regisiered mark:
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Provided, That the following requisites occur:

{a) The goods or service of the third party is not readily identifizble withous the use of
indication;

{B) That only so much of the registered trademark as is reasonably necessary to identify
the product or service is used. and

{e} That such use does not suggest sponsorship. endorsement. or affiliation with the
trademark owner,

SEC. 157, Assignment and Transfer of Applicuiion and Registration. —

157.1. An application for registration of a mark, or its registration, may be assigned or
teansferred with or without the transfer of the business using the mark.

157.2. Such assignment or wransfer shall, however, be null and void if it is liable to
miglead the public. particularly as repards the nature, source, manufacturing process,
characieristics, or suitability for their purpose, of the goods or services to which the mark is
applied.

157.3. The assignment of the application for registration of a mark, or of its registration,
shafl be in writing and require the signatures of the contracting parties. Transfers by mergers
or other forms of succession may be made by anv document supporting such transfer.

157.4. Assignments and transfers of registralion of marks shall be recorded at the Office
on payment of the prescribed fee: assignment and transfers of applications for registration shall.
on payment of the same fee. be provisionally recorded. and the mark, when registered, shall be
in the name of the assignee or transferce,

157.5. Assignments and transfers shall have no effect against third parties until they are
recorded at the Office.

SEC. 158, License Conlracis. —

15E8.1. Any license contract conceming the registration of a mark, or an application
therefor, shall provide for effective contral by the licensor of the quality of the poods or services
of the licensee in connection with which the mark is used. If the license contract does not
provide for such quality control. or if such quality control is not effectively carried oul. the
license contract shall not be vahid.

138.2. A license contract shall be submitted to the Office which shall keep its contents
confidental but shall record it and publish & reference thereto, A lieense contract shall have no
effect apainst third parties unti] such recording is effecied. The Repulations shall fix the
procedure for the recording of the license contract.

SEC. 159, Cancellation af Registration, -

159.1. A petition to cancel a registration of a mark under this Act may be filed with the
Bureau of Legal Affairs by any interested person at any time:
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(13 If the registration was contrary to the provisions of this Act:
{2) If the registration was obtained fraudulently:

{3) If the registration was ebtained in bad faith;

{4) If the mark has been abandoned:

{5) If the mark is being used to misrepresent the source of the goods or services on or
in connection with which the mark 15 used;

(6} I the registered owner of the mark without legitimate reason fails to use the mark
within the Philippines, or to cause it to be used in the Philippines by virtue of a license duning
an uninterrupted period of three and a half (3 1/2) years or longer; or

(7} if the mark has become generic

If the registered mark becomes the generic name for less than all of the goods or services
for which it is registered. a petition to cancel the registration for only those goods or services
may be filed. A registered mark shall not be deemed to be the generic name of poods or services
solely because such mark is also used as a name of or 1o identify a unique preduct or service.
The primary significance of the registered mark to the relevant public rather than purchaser
mativation shall be the test for determining whether the registered mark has become the generic
name of goods or services an or in connection with which it has been used.

159.2, Notwithstanding the foregoing provisions, the court or the administrative agency
vesied with jurisdiction to hear and adjudicate any action to enforce the rights to a registered
mark shall likewise exercise jurisdiction to determine whether the registration of said mark
may be cancelled in accordance with this Act, The ling of a swit to enforce the repistered mark
with the proper court or agency shall exclede any other court or agency from assuming
jurisdiction over a subsequently filed petition to cancel the same mark. On the other hand. the
earlier filing of petition to cancel the mark with the Bureau of Legal AfTairs shall not constitute
a prejudicial question that must be resolved before an action to enforce the nghis 1o same
regisiered mark may be decided.

SEC. 160, Non-wse of o Mark When Excused. —

160.1. Won-use of a mark may be excused if caused by circumstances arising
independently of the will of the trademark owner. Lack of funds shall not excuse non-use of a
mark.

160.2. The use of the mark in a form differem from the form in which it is registered.
which does not alter its distinctive character, shall not be grounds for cancellation or remaoval
of the mark and shall not diminish the protection granted to the mark.

160.3. The use of a mark in connection with one or more of the poods or services
belonging to the class in respect of which the mark is registered shall prevent its cancellation
or removal n respect of all other goods or services of the same ¢lass.
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160.4. The use of a mark by a company related with the registrant or applicant shall
insure to the latter's benefit, and such usc shall not affect the validity of such mark or of its
registration: Provided, That such mark is not used in such manner as to deceive the public. If
use of a mark by a person is controlled by the registramt or applicant with respect 1o the nature
and quality of the goods or services, such use shall insure to the benefit of the registrant or

applicant.

SEC. 16]. Requirements of Petition; Netice and Hearing, — Insofar as applicable, the
petition for cancellation shall be in the same form as that provided in Section 141 hereof, and
notice and hearing shall be as provided in Section 142 hereof.

SEC. 162. Cancellation of Registration. — If the Bureau of Legal Affairs finds that a
case for cancellation has been made out, it shall order the cancellation of the registration. When
the order or judgment becomes final, any right conferred by such regisiration upon the
registrant or any person in interest of record shall terminate, Notice of cancellation shall be
published in the IPOPHL Garetle.

CHAPTER IV
INFRINGEMENT

SEC. 163, Iafringing Acfs. — The following acts committed without the consent of the
owner, shall constitute infringement:

163.1. Use in commerce of any reproduction, counterfeit. copy, or colorable imitation
of a registered mark or container or a dominant feature thereof in connection with the sale,
offering for sale. distribution, advertising of any goods or services including other preparatory
steps necessary to carry out the sale of any poods or services on or in connectien with which
such use is likely to cause confusion, or to cause mistake, or o deceive:

163.2, Reproduce, counterfeit, copy or colorably imitate a registered matk or a
dominant feature thereot and apply such reproduction. counterfeit. copy or colomble imitation
tr fabels, signs, prints, packages, wrappers, receptacles or advertisements intended to be used
in commerce upon or in connection with the sale. offering for sale, distribution, or advertising
of poods or services on o in commection with which such use is likely to cause confusion, or fo
cause mistake, or to deceive, shall be liable in a civil action for infringement by the registrant
for the remedies hereinafter set forth: Provided, That the imfringement wkes place at the
tmoment anv of the acts stated in Section 163.1 or this subsection are committed regardless of
whether there is actual sale of goods or services using the infringing material.

SEC. 164 . Solidary Liabiliny. — The following, who for profit or benefit. shall be held
solizarily liable for the following acts:

{a) Ome who permits the use of the latter’s premises in selling, offering for sale,
manufacturing. or distribution of any infringing. counterfeit or pirated goods or content, unless
the latter can prove having no knowledge of such fact and hes no participation in the infringing
act of the fenanes;

(b} When internet service providers. domain name repistries and registrars, website
owners, online intermediaries. online platforms, social media platforms, or any similar medium
is used in selling, offering for sale, use, or making available to the public. any infringing,
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counterfeit or pirated goods or content. and the latter fails to exercise due diligence in
complying with the minimum requirements set by law or fails to take down or block access to
the infringing material or website within a reasonable time, 23 well as enforce its policy against
infringement, counterfeiting or piracy. unless, the former can prove having no knowledge of
such fact and has no panticipation in the infringing act.

SEC, 165, Acrions, and Damages and Infinction for Infringement. —

165.1. The owner of a registered mark may recover damages from any persen who
infringes his rights, and the measure of the damages sufiered shall be either the reasonable
profit which the complaining party would have made. had the defendant not infringed his
rights, or the profit which the defendant actually made out of the infringement, or in the event
such measure of damages cannot be readily ascertained with reasonable certainty. then the
court may award as damages a reasonable percentage based upon the amount of gross sales of
the defendant or the value of the services in connection with which the mark or trade name was
used in the infringement of the rights of the complaining party.

165.2. On application of the complainant, the court may impound during the pendency
of the action. materials and implements primarilyv or predominantly used in the act of
infringement, sales invoices and other documents evidencing sales.

165.3. In cases where actual intent to mislead the public or to defraud the complainant
1s shown., in the discretion of the court, the damages may be doubled.

165.4. The complainant, upon proper showing, may alse be granted injunction.
SEC. 166. Power aof Cowri fo Orvder Infringing Marerial Destroyed —

166.1. In any action arising under this Act, in which a violation ol any right of the owner
of the registered mark is cstablished. the court may order thai goods found to be infringing be,
without compensation of any sort, disposed of outside the channels of commerce in such a
manner a5 to avoid any harm caused to the right holder, or destroyed; and all labels, signs.
prints, packages, wrappers, receptacles and advertisements in the possession of the defendant,
bearing the registered mark or trade name or any reproduction. counterteit, copy or colorable
imitation thereof. all plates. molds, matrices and other means of making the same. shall be

delivered up and destroyed.

166.2. In regard to counterfeil goods. the simple remaoval of the trademark affixed shall
not be sufficient other than in exceptional cases which shall be determined by the Regulations.
to permit the release of the goods into the channels of commerce.

SEC. 167, Damages: Reguirement of Notice, = In any suit for infringement. the owner
of the registered mark shall not be entitled to recover profits or damages unless the acis have
been committed with knowledge that such imitation is likely to cause confusion. or to cause
mistake, or 1o deceive. Such knowledge is presumed if the registrant gives notice that his mark
15 registered by displaying with the mark the words "Registered Mark" or the letter R within a
circle ar if the defendant had otherwise actual nofice of the registration.

SEC. 168, Limirationy 1o Actions for Infringement. — Wotwithstanding any other
provision of this Act, the remedies given to the owner of a right infringed under this Act shall
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be limited as follows:

168.1. Motwithstanding the provisions of Section 163 hereof. 4 registered mark shall
have no cffect against any person who. in good faith, before the filing date or the prionity date.
was using the mark for the purposes of his business or enterprise: Provided, That the night may
only be used in, or transferred or assigned together with the existing enterprise or business or
with that part of the enterprise or business in which the mark 15 used.

168.2. Where an infringer who is engaged solely in the business of printing the mark or
other infringing materials for others is an innocent infringer., the owner of the nght infringed
shall be entitled as apainst such infrinper only to an injunction against fulure printing,

168.3. Where the infringement complained of is contamed in or is part of paid
advertisement in a newspaper, magazine, or other similar periodical or in an electronic
communication, the remedies of the owner of the right infringed as against the publisher or
distributor of such newspaper, magazine, or other similar periodical or electronic
communication shall be limited to an injunction against the presentation of such advertising
matter in funure issues of such newspapers, magarines. or other similar periodicals or in fiture
transmissions of such electronic communications. The limitations of this subpsragraph shall
apply only to innocent infringers: Provided, That such injunctive relief shall not be available
to the owner of the right infringed with respect 1o an issue of a newspaper, magazine, or other
similar periodical or an electronic communication containing infringing matter where
restraining the dissemination of such infringing mater in any particular issue of such periodical
or in an electronic communication would delay the delivery of such issue or transmission of
such electronic communication is customarily eonducted in accordance with the sound business
practice, and not due to any method or device adopied to evade this section or 1o prevent or
delay the issuance of an injunction or restraining order with respect 10 such infringing matier:
and

168.4. There shall be no infringement of trademarks or trade names of imported or sold
drugs and medicines allowed under Section 78.1 of this Act, as wel] as imported or sold off-
patent drugs and medicines: Provided. That said drugs and medicines bear the registered marks
that have not been tampered, unlawfully modified. or infringed wpon as defined under Section
163 of this Code.

SEC. 169, Right af Foreign Corporafion to Swe i Trademark or Service Mark
Enforcement Action. — Any foreign national or junidical person who meets the requirements of
Section 3 of this Act and does not engage in business in the Philippmes may bring a aivil or
administrative action hercunder for opposition, cancellation. infningement. unfair competition.
or false designation of origin and false description. whether or not it is licensed to do business
in the Philippines under existing laws,

SEC 170, Awhority fo Determine Right to Regivirarion. — In any action involving a
registered mark, the court or the Office may determine the right to registration or cwnership,
and if applicable, order the cancellation of a registration. in whole or in part, and otherwise
rectify the register by the substitution by the rightful owner as the registrant with respect 1o the
tegistration of any party to the action in the exercise of this. Where the determination was made
by the court. the judgment and orders shall be centified by the court to the Director General.
who shall cause the entry of the appropriate annotation upon the records of the respective
Bureau, and shall be controlled therchy.
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SEC. 171, Action for Faise or Fraudulent Declaration. — Any person who shall procure
registration in the Office of a mark by a false or fraudulent declaration or representation,
whether oral or in writing, or by any false means, shall be hable in a eivil action by any persen
injured thereby for any damages sustained in consequence thereof.

SEC. 172, Jurisdiction of Couri. = All actions under Sections 138, 163, 173, and 175
to 178 shall be brought before the proper counts with appropriate jurisdiction under existing
laws,

SEC. 173, Novice of Filing Swit Giver i the Director. — It shall be the duty of the clerks
of such courts within one { 1) month after the filing of any action. suit, or proceeding involving
a mark registered under the provisions of this Act, to rotify the Director i writing setting forth:
the names and addresses of the litigants and designating the number of the registration or
registrations and within one (1) month after the judgment is entered or an appeal 15 taken. the
clerk of court shall pive notice thereof to the Office. and the latter shall endorse the same upon
the file wrapper of the said registration or registrations and incorporate the same as a pan of
the contents of said file wrapper.

CHAPTER V
TRADE NAMES OR BUSINESS NAMES;
COLLECTIVE MARKS

SEC. 174, Trade Names or Business Names, -

174.1. A name or designation may not be used as a irade name i’ by its nature or the
use to which such name or designation may be put. it is contrary to public arder or morais and
if. in particular, it is liable to deceive trade circles or the public as to the nature of the enterprise
identified by that name.

174.2. (a) Notwithstanding any laws or regulations providing for any obligation to
register trade names, such names shall be protected. even prior to or without registration.
against any unfawful act committed by third parties.

(b} In panticular, any subsequent use of the trade pame by a third party, whether as a
trade pame or & mark or collective mark, or any such use of a similar trade name or mark. likely
to mislead the public, shall be deemed untawful.

174.3. The remedies provided for in Sections 161. to 165and Sections 175 and 1 76 shall
apply mutatis mutandis.

174.4. Any change in the ownership of a trade name shall be made with the transler of
the enterprise or part thereof identified by that name. The provisions of Sections 157.2 10 157 4
chall apply muzatis mutandis.

SEC. 175, Grouds Bearing Infrimging Marks or Trade Names, -
175. 1. Imtported Goods, Imported goods which shall copy or simulate the name of any

domestic product. or manufacturer, or dealer, or which shall copy or simulate a mark registered
in accordance with the provisions of this Act. or shall bear a mark or trade name calculated to
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induce the public to believe that the article 15 manufaciured in the Philippines, or that it is
manufactured in any forelgn country or locality other than the country or locality where it is in
fact manufactured. shall, upon notice and hearing, be seized and disposed of or destroyed. In
ordet to aid the officers of the customs service in enforeing this prohibation. any person who 15
entitled to the benefits of this Act, may require that his name and residence, and the name of
the locality in which his goods are manufactured, a copy of the certificate of registration of his
mark or trade name, W be recorded in books which shall be kept for this purpose in the Bureau
of Customs, under such regulations as the Collector of Customs with the approval of the
Secretary of Finance shall prescribe, and may furnish to the said Bureau facsimiles of his name,
the name of the locahty in which his poods are manufactured. or his registered mark or trade
rame, and thereupon the Collector of Customs shall cause one (1) or more copies of the same
to be transmitted to each collector or to other proper officer of the Bureau of Customs,

175.2, Exprted Goods. Exported goods, or goods intended o be exported, which shall
copy or simulate the name of any domestic product, or manutacturer, or dealer, or which shall
copy or simulate a mark registered in accordance with the provisions of this Act, or shall bear
a mark or trade name calculated to induce the public 1 believe that the article 1s manufactured
in the Philippines, or that it is manufaciured in any foreign country or kecality other than the
country or Jocality where it is in fact manufaciured, shall, upon notice and hearing, be seized
and disposed of or destroyed.

1 75.3. Goods in Transit. Subject to the provisions of the CMTA, the seizure, desiruction
or disposal of infringing goods provided in Section 166.1 shall include poods in transit and
being transshipped within the Philippines.

175.4, Rules and Resdations. Subject to the approval of the Secretary of Finance, the
Commissioner of Customs is hereby empowered to promulgate rules and regulations in
accordance with this Act and the Customs Modermzation and Tariffs Act.

SEC. 176. Collective Marks amd Certification Marks. —

1 76.1. Subject to Sections 176.2 and 176.3, Sections 129 o 173 and 175 shall apply 10
eollective marks and cemification marks, except those references therein to “mark™ shall be
read as "collective mark” or “certification mark™.

176.2. {a) An application for registration of a collective mark shall designate the mark
as a collective mark and shall be accompanied by a copy of the agreement, if any, goverming
the use of the collective mark, An application for registration of a certification mark shall
designate the mark as a certification mark and shall be accompanied by a copy of the standards
set by the certifier poverning the use of the centification mark.

(b} The registered owner of a collective mark or a certification mark shall notify the
Director of any changes made in respect of the agreement referred to in Sec. 176.2 (a).

176.3. In addition to the grounds provided in Section 157, the Office or the court shall
cancel the registration of a collective mark or certification mark if the person requesting the
cancellation proves that the repistered owner uses the mark, or uses or permils ils use in
contravention of the agreements referred to in Sections 176.2 or uses of permits its use n a
manner liahle to deceive trade circles or the public as o the ongin or any other common
characteristics of the goods or services concerned.
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176.4. The registration of a collective mark or certification mark, or an application
therefor shall not be the subject of a license contract.

SEC. 177, Unfatr Competition, Rights, Regulation and Remediss, —

177.1. A person who has identified in the mind of the public the goods he manufactures
or deals in, his business or services from those of others, whether or not a registered mark is
employed, has a property right in the goodwill of the said goods, business or services so
identified, which will be protected in the same manner as other property rights.

177.2, Any person who shall employ deception or any other means contrary 10 good
faith by which he shall pass off the poods manufactured by him or in which he deals, or his
business, or services for those of the one having established such goodwill, or who shall commit
any acts calculated to produce said result. shall be guilty of unfair competition, and shall be
subject to an action therefor,

177.3. In particuler, and without n any way limiting the scope of protection against
unfair competition, the following shall be deemed guilty of unfair competition:

{a) Any person, who is sclling his goods and gives them the general appearance of
goods of another manufacturer or dealer, either as o the goods themselves or in the wrapping
of the packages in which they are contained. or the devices or words thereon, or in any other
feature of their appearance, which would be [ikely to influence purchasers o believe that the
goods offered are those of a manufacturer or dealer, other than the actual manufacturer or
dealer, or who otherwise clothes the goods with such appearance as shall deceive the public
and defraud another of his legitimate trade, or any subsequent vendor of such goods or any
agent of any vendor engaged in selling such goods with a like purpose;

(b} Any person who by any artifice, or device, or who emplovs any other means
calculated to induce the false beliel that such person is offering the services of another who has
identified such services in the mind of the public; or

{c) Any person who shall make any false statement in the course of trade or who shall
commit any other aci contrary fo good faith of a nature calculated to discredit the goods,

business or services of another.

177.4, The remedics provided by Sections 165, 166 and 170 shall apply mutatis
mutandis.

SEC. 178, False Designations of Origin: False Descriprion or Representation. —

178.1, Any person who, on or in connection with any goods or services, or any conlainer
for goods, uges in commerce any word, term, name, symbol, or device. or any combination
thereof, or any false designation of otigin, false or m]siam:l'mﬂ description of fact, or false or

misleading representation of fact, which:

(a) Is likely to cause confusion, or to cause mistake, or 1o deceive as to the affiliation.
connection, or assogiation of such person with another person, or as to the origin, sponsorship,
or approval of his or her goods. services, or commercial activities by another persen; or
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(b} In commercial advertising or promotion, misrepresents the nature, characteristics,
sponsorship, qualities, or geographic origin of goods. services, or commercial activities, shall
be liable to a civil action for damages and mjunction provided in Sections 165 and 166 of this
Act by any interested person.

178.2. Any goods marked or labeled in contravention of the provisions of this Section
shall not be imported into the Philippines or admitied entry at any customhbouse of the
Philippines. The owner, importer, or consignee of goods refused entry at any customhouse
under this section may have any recourse under the customs revenue laws or may have the
remedy given by this Act in cases invelving goods refused entry or seized.

CHAPTER VI
CRIMINAL ACTIONS AND PENALTIES

SEC. 179, Penaliies. — Independent of the civil and administrative remedies, persons
liable for trademark infringement, unfair competition and false designations of origin; false
designation or representation shall. upon conviction, be punished, by imprisonment and/or fine,
or both, at the discretion of the court, as follows;

{a) Imprisonment from three {3} years to five (3} years, or g fine ranging from One
hundred thousand pesos (PhP 100,000.00) to Four hundred thousand pesos (PhP 400,000,000,
or both for the first offense:

(b} Imprisonment from five (5) vears and one (1) day to seven {7) years, or a fine
ranging from over Four hundred thousand pesos (PhP 400,000.00) to Two million pesos (PP
2.000,000.000, or both for the second offense;

(c) Imprisonment from seven (7} years and one (1) day to ten (10) years, or a fine
ranging from over Twe million pesos (PhP 2,000,000.00) o Four million pesos (PhP
4 000,000.00). or both for the third or oftener offense;

{d} In cases of counterfeit goods that threaten life, public health and safety, the court
shall impose the maximum penalty of ten {10 years of imprisonment or & fine of Four million
pesos { PhIP 4,000,003, or both.

CHAPTER VII
INDUSTRIAL DESIGN

SEC. 180, Definition of Terms. — An indusirial design is any composition of lines or
colors or any three-dimensional form, whether or not associated with lines or colors: Provided,
That such composition or form gives a special appearance 1o and can serve as pattern for an
industrial product or handicrafi,

Parts or components of such product or handicraft may be subject for industrial design
registration independent of the protection given (o industrial designs of such product or
handicrafi as a whole: Provided, That such parts or components meet the requirements for
protection of industrial designs.
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SEC. 181, Conditions for Protection, -

181.1. Omly industrial designs that are new or crniginal shall benefil from protection
under this Act,

181.2, Industrial designs dictated essentially by technical or functional considerations
1o obtain a technical result or those that are comtrary 1o public order, health or morals shall not

be protected.
SEC. 182. Contents of the Application. -
182.1. Every application for registration of an industrial design shall contain:
(a) A reguest for registration of the industnial design.
(b} Information identifying the applicant;

(c) An indication of the kind of anticle of manufacture or handicraft o which the
industrial design shail be applied:

(d) A representation of the article of manufacture or handicraft by way of drawings,
photographs or other adequate graphic representation of the industrial design as applied to the
article of manufacture or handicraft which clearly and fully discloses those features for which

protection s claimed: and

(e} The name and address of the creator, or where the applicant is not the creator. a
statement indicating the origin of the right to the industrial desipn registration.

1822 The application may be accompanied by a specimen of the article embodying
the industrial design and shall be subject to the payment of the prescribed fee.

SEC. 183 Several Indusirial Designs in One Application. = Two {2) or more industrial
desipns may be the subject of the same application: Provided. That they relate to the same sub-
class of the International Classification or to the same set or composition of articles. For this
purmpose, a “sct of articles” which is customarily sold or used together as a set may be made a
proper subject matter in one application for design registration, provided that each article is of,
or has. the same design or a substantially similar design.

SEC.184. Formaliny Examination. —

144.1. The Office shall accord as the filing date the date of receipt of the application
containing indications allowing the identity of the applicant to be established and a
representation of the anticle embodying the industrial design or a pictorial represcntation
thereot.

184.2. If the application does not meet these reguirements. the filing date should be that
date when all the elements specified in Section 182 are filed or the mistskes comrected.
Otherwise, if the requirements are not complied within the prescribed period, the application
shall be considered withdrawn.
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184.3. Afier the conduct of & formality examination and upon full compliance with the
prescribed formality requirements, the application for registration shall be published in the
[POPHL Gazette. Within thirty {30) days from the date of publication. third parties may file
with the Director of Trademarks adverse information citing grounds or information that the
design is not new or not registrable. The Director shall decide whether or not to grant the
idustrial design registration based on such information.

An applicant has the option 1o file a request for deferred publication simultaneously
with the filing of the application or a1 any time prior to publication date. The maximum period
atlowed for the deferred publication of an industrial design application shall be thiry (30)
months from the filing date or priority date of the application. In case the request for the

deferred publication is made after the filing of the application. the allowable period for the
deferred publication shall be the remaining time from the allowed thirty (30) months deferred
publication period. The applicant or applicants may reguest for a specific time for the Office
to publish the application, provided it does not go beyond the allowed deferment period of
thirty {30) months.

SEC. 183, Regrifration —

185.1. The conditions referred to in Section 182 are deemed fulfilled in the absence of
adverse information or where an adverse information was resolved by the Director in favor of
the applicant, the Director shall issue the registration of the industrial design: otherwise, it shall

refuse the application.

The Director may decide whether or not to register the industrial design application
based on information or & registrability report that the application does nol comply with
Sections 180 and 181,

185.2. The form and contents of an industrial design certificate shall be established by
the Fegulations: Provided. That the name and address of the creator shal] be mentioned in every
CaSE

183.3, Registration shall be published in the form and within the penod fixed by the
Regulations.

185.4. The Office shall record in the reaister any change in the identity of the proprietor
of the industrial design or s representative if proof thereof is fumished to 11, A fee shall be
paid, with the request to record the change in the identity of the proprietor. If the fee is not paid.
the request shall be deemed not 1o have been filed. In such case, the former proprietor and the
former representative shall remain.

185.5. Anyone may inspect the Repister and the files of registered indusirial designs
including the files of cancellation proceedings.

SEC. 186, The Term of Industrial Design, —

1%6.1. The registration of an industrial design shall be for a period of five (3) years
from the filing date of the applhication.

186.2. The registration of an industrial design may be renewed for not more than two
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{2} consecutive periods of five (3) vears each. by paying the renewal fee.

186.3. The renewal fee shall be paid within twelve (12) months preceding the expiration
of the period of registration. However, a grace period of six (6) months shall be gramed for
payment of the fees after such cxpiration, upon payment of a surcharge.

186.4. The Regulations shall fix the amount of renewal fee. the surcharge and other
requirements regarding the recording of renewals of regisiration.

SEC. 187, Application of Other Sections and Chapiers. —

187.1. The following provisions relating to patents | shall apply mutatis mutandis to an
industrial destign registration:

Section 29 — Novelty.

Section 30 — Prior ari; Provided. That the disclosure is contained in printed documents
ar in any tangible form;

Section 31 — Non- prejudicial Disclosure;

Section 34 ~ Right 10 A Patent;

Section 35 — First 10 File Rule;

Section 36 - Inventions Created Pursugnt 10 a Commission:

Section 37 — Right of Priority; Provided., That the application for industria] design shall
be filed within six (6) months from the earlies: filing date of the
correzponding foreign application:

Section 38.1 (2} — Appointment of Agent or Representative

Section 57 ~ Refusal of the Application;

Sections 62 to 65 — Surrender, Correction of and Changes in Patent:

Chapter VII — Remedics of a Person with a Right to Patent,

Chapter V111 = Rights of Paicotees and Infringement of Patents: and

Chapter IX — Assignment and Transmission of Rights

187.2, If the essential elements of an industrial design which is the subject of an

application have been obtained from the creation of another person without his or her consent,
protection under this Chapter cannot be invoked against the injured party.

187.3. Anv industrial design registrant, or anyone possessing any right, title or imerest

in and to the registered industrial design, whose rights have been infringed. may bring a civil
action before the appropriate Regional Trial Court, 1o recover from the infringer such damages
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sustained thereby, plus attorney’s fees and other expenses of litigation, and 1o secure an
injunction for the protection of his rights: Provided, That the complaint shall include &
registrability report.

SEC. 188. Cancellation af Design Registration. -

188.1. At any time during the term of the industrial design registration. any person upon
payment of the reguired fee, may petition the Director of Legal Affairs to cancel the industrial
design on any of the follewing grounds:

(a) If the subjcct matter of the industrial design is not regisirable within the terms of
Sections 180 and 181;

(k) 1f the suhject matter is not new; or

(¢) If the subject matter of the industrial design extends beyond the content of the
application as originally filed,

188.2. Where the grounds for cancellation relate 1o 2 part of the industrial design,
cancellation may be effected to such extent only. The restriction may be effected in the form
of an alteration of the effected features of the design.

SEC. 189, Industrial Dexign Infringement. - The provisions of Section 90, 1a shall also
apply o criminal action and penalties for industrial design infringement.

FART V
COPYRIGHT AND RELATED RIGHTS

CHAPTER |
GENERAL PROVISIONS

SEC. 190. Definitions, — For the purpose of this Act, the following terms have the
following meaning:

190, 1. “Aarher™ is the natural person who has created the work,
190.2, “Copyright™ is the bundle of exelusive economic rights and moral rights

1903, *Coilective Managesent Organization” is any entity engaged in collective
management of copyright and related rights subject to the rules and regulations of the Office.

1904, “Calleciive work™ is a work which has been crested by twio (2} or more natural
persons al the initiative and under the direction of another with the understanding that it will
be disclosed by the latter under his own name and that contributing natural persons will not be

identificd:
190.5. “Communication fo the public” or “commuericate to the public™ is any

communication fo the public, including broadeasting. rebroadcasting, retransmitting by cable,
broadcasting and retransmitting by satellite, and includes the making of a work available to the
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public by wire or wireless means in such a way that members of the public may access these
works from a place and time individually chosen by them,

190L6, “Computer” is an electronic or similar device having information-processing
capabilities;

190.7. “Compuier program” is a set of instructions expressed in words. codes. schemes
or in any other form. which is capable when incorporated in a medium that the computer can
read, or causing the computer to perform or achieve a particular task or result;

190.8. “Crphan works™ are works that are still protected by copyright but whose
authors or other right holders are not known or cannot be located.

190.9. “Public lending” is the transfer of possession of the original or a copy of a work
or sound recording for a limited peried, for non-profit purposes. by an institution the services
of which are available w0 the public. such as public library or archive;

19010, *Pubiic performance”. in the casc of a work other than an audiovisual work. is
the recitation, playing. dancing. acting or otherwise performing the work, either directly or by
means of any device or process; in the case of an audiovisual work. the showing of its images
in sequence and the making of the sounds accompanying it audible; and, in the case of'a sound
recording, making the recorded sounds audible at a place or al places where persons outside
the normal circle of a family and that family’s closest social acquaintances are or can be
present, imespective of whether they are or can be present ai the same place and at the same
time, or at different places andfor at different times. and where the performance can be
perceived without the necd for communication within the meaning of Section 190.5;

1901 1. “Published works™ are works, which, with the consent of the authors, are made
available to the public by wire or wireless means in such a way that members of the public may
access these works from a place and time individually chosen by them: Provided. That
availability of such copies has been such. as to satisfy the reasonable requirements of the public.
having regard 1o the nature of the work:

190,12, “Rental” is the ransfer of the possession of the original or a copy of a work or
a sound recording for a limited period of time, for profit-making purposes;

190.13. “Reprodiction™ is the making of one (1) or more copies, temporry or
permanent, in whole or in part, of a work or a sound recording in any manner or form without
prejudice to the provisions of Section 207 of this Act:

190.14. “Rights menagemons bformation”™ means information which identifies the
waork, sound recording or performance; the author of the work, producer of the sound recording
or performer of the performance; the owner of any right in the work. sound recording or
performance: or information about the terms and conditions of the use of the work. sound
recording or performance: and any number or code that represent such information. when any
of these items is attached to a copy of the work, sound recording or fixation of performance or
appears in conjunction with the communication 1o the public of 3 work, sound recording or
performance;

190.15. “Right holder™ refers to a person or entity who owns copyright or refated righis.,
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190.16. *Technological measure™ is any technology, device or component that, in the
normal course of its operation, restricts acts in respect of a work, performance or sound
recording, which are not authorized by the authors. performers or producers of sound
recordings concerned or permitted by law;

190.17. A “work of applied art” is an artistic creation with utilitarian fanctions or
incorporated in a useful article, whether made by hand or produced on an industrial scale;

190.18. A “work of the Government of the Philippines” is a work created by an officer
or employee of the Philippine Government or any of its subdivisions and instrumentalities,
including government-owned or controlled corporations as part of his regularly prescribed
official duties.

CHAPTER 11
ORIGINAL WORKS

SEC. 19]. Literary and Artistic Works, —

191.1. Literary and artistic works, hereinafter referred to as “works™, are original
intellectual creations in the literary and artistic domain protected from the moment of their
creation, Originality means that the work was independently created by the author. Literary
and artistic works shall include in particular:

(a} Books, pamphlets, articles and other writings:

{b} Periodicals and newspapers;

{c) Lectures, sermons, addresses, disserations amdd other works of the same nature;

{d) Letters and other private communications;

{e) Dramatic or drematico-musical compositions; choreographic works  and
entértainment in pantomimes.

{f) Musical compositions, with or withoul words;

(g} Works of drawing, painting, architecture, sculpture, engraving. lithography or other
wirks of art; models or designs for works of art;

{h) Original ornamental designs or models for articles of manufacture, whether or nof
registrable as an industrial design, and other works of applied art:

{1y Wlustrations, maps, plans, sketches. chans and three-dimensional works relative to
geography, topography. architecture or science:

(1) Drawings or plastic works of a scientific or technical character;

(k) Photographic works including works produced by a process analogous to
photography; lantern slides;
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(1) Audiovisual works and cinematographic works and works produced by a process
analogous to cinematography or any process for making audio-visual recordings:

{m} Pictorial illustrations and advertiserments;
{n} Computer programs and databases: and
{o) Other literary, scholarly, seientific and artistic works.

191.2. Works are protected by the sole fact of their creation, without need of any
formality or registration, irrespective of their mode. medium, or form of expression. as well as
of their cantent, quality and purpose,

CHAPTER 111
DERIVATIVE WORKS

SEC. 192, Derfvarive Works, -
192.1. The following derivative works shall also be protected by copyright:

fa) Dramatizations, translations, adaptations, abridgments, arrangements. and other
alterations of Hlerary or artistic works: and

(b Collections of literary, scholarly or artistic works, and compilations of data and
other materials which are original by reason of the selection or coordination or arrangement of
their contents.

1922, The works referred 1o in parzgraphs (a) and (b} of Section 192.1 shall be
protected as new works: Provided however, That such new work shall not affect the foree of
any subsisting copyright upon the original works employed or any part thereof. or be construed
to imply any right 10 such use of the original works, or 1o secure or extend copyright in such
original works,

SEC. 193, Published Ediion of Work. = Tn addition 1o the right w publish granted by
the author, his heirs or assigns. the publisher shall have a copyright consisting mercly of the
right of reproduction of the typographical arrangement of the published edition of the work.

CHAPTER IV
WORKS NOT PROTECTED

SEC. 194, Unprotecred Subject Matter. — Notwithstanding the provisions of Scctions
191 and 192, no protection shall extend. under this Act. 1o any of the following:

194.1. Any idea, procedure, system, method of operation, concept, principle. discovery
or mere data as such, even if they are expressed, explained. illustrated or embodied in a work;

194.2. News of the day and other miscellaneous facts having the character of mere items
of press information; or
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194.3. Any official text of a legislative, administrative or legal nature, as well as any
official translation thereof.

SEC.195. Works of the Gavernment, —

195.1. No copyright shall subsist in any work of the Government of the Philippines.
However, prior approval of the government apency or office wherein the work is created shall
be necessary for exploitation of such work for profit, Such agency or office may, ameng other
things, impose as a condition the payment of royalties. No prior approval or conditions shall
be required for the use of any purpose of statutes, rules and regulations, and speeches, lectures,
sermons, addresses, and dissertations, pronounced, read or rendered in courts of justice, before
administrative agencies, in deliberative assemblies and in meetings of public character.

195.2. The author of speeches. lectures, sermons, addresses. and disserations
memioned in the preceding paragraphs shall have the exclusive right of making a collection of
such works.

195.3. Notwithstanding the foregoing provisions, the Government is not precluded
from receiving and holding copyrights ransferred to it by assignment, boquest or otherwise:
nor shall publication or republication by the government in a public document of any work in
which copyright is subsisting be taken to cause any abndgment or annulment of the copymight
or 10 authorize any use or appropriation of such work without the consent of the copynight
CWREL.

CHAPTER V
ECONOMIC RIGHTS

SEC. 196, Economic Rights. — Subject to the provisions of Chapter V1L copyright or
economic rights shall consist of the exclusive right w carry out, authorize or prevent the
following acts:

196.1, Reproduction of the work or substantial portion of the work.

196.2. Dramatization, translation, adapiation, abridgment. arrangement or other
transformation of the work:

196.3. The first public distribution of the original and e¢ach copy of the work by sale or
other forms of transfer of ownership;

196.4. Rental of the original or a copy of an audiovisual or cinematographic work. a
work embaodied in a sound recording, a compuler program. a compilation of data and other
miaterials or a musical work in graphic form, irrespective of the ownership of the onginal or
the copy which is the subject of the rental;

156.5. Public display of the original or a copy of the work;

196.6. Public performance of the work: and

196.7. Other communication to the public of the work.
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CHAPTER V1
OWNERSHIP OF COPYRIGHT

SEC. 197, Rules on Copyright Chwnership. — Copyright ownership shall be governed by
the following rules:

197.1. Subject 1o the provisions of this Section. in the case of original literary and
artistic works, copyright shall belonp to the author of the work:

197.2, In the case of works of joint authorship, the co-authors shall be the original
owners of the copyright and in the absence of agreement. their rights shall be governed by the
rules on co-ownership, If, however, a work of joint authorship consists of parts that can be used
separately and the author of each part can be identified, the author of cach part shall be the
original owner of the copyright in the part that he has created:

197.3. In the case of work created by an author during and in the course of his
employment, the copyright shall belong 1o:

{a) The employee, if the creation of the object of copyright is nol a part of the
emplovee's regular duties even if the employee uses the time, facilities and materials of the
employer.

{b) The emplover, if the work is the result of the performance of the emplovee’s
regularly-assigned duties. unless there is an agreement, express or implied. to the contrary,

197 .4, In the case of a work commissioned by a person other than an employeér of the
author and who pays for it and the work 15 made in pursuance of the commassien, the person
who so commissioned the work shall have ownership of the work. but the copyright thereto
shall remain with the creator, unless there is 8 written stipulation to the contrary:

The forepoing notwithstanding, with respect fo commissioned photographs, films and
paimtings intended for private use, the following rights belong to the person who commissioned
the work:

{a) distributionfissuance of the work to the public.

{k) exhibition/display of the work in public. and

(¢} communication of the work in public.

197.5. In the case of aundiovisual work. the copyright shall belong 10 the producer, the
author of the scenario, the composer of the music. the film director, and the author of the work
so adapted. However, subject to contrary or other stipulations among the ceeators, the producer
shall exercise the copyright to an extent required for the exhibition of the work in any manner.
except for the right to collect performing license fees for the performance of musical

compositions. with or without words. which are incorporated into the work: and

197.6. In respect of letters. the copyright shall belong to the writer subject 1o the
provisions of Article 723 of the Civil Code.
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SEC, 198, dnomwmons and Psendomymows Works. — For purposes of this Act. the
publishers shall be deemed to represemt the authors of articles and other writings published

without the names of the authors or under pseudonyms, unless the contrary appears, or the
pseudonyms or adopted name leaves no doubis as to the author’s wentity. or i the author of

the anonymous works discloses his identity.
SEC. 199, Exploitation of Orphan Works, —

{1t Where any person, despite his considerable efforts in accordance with the criteria
as prescribed by the Bureau of Copyright and Related Rights. could not identify the owner of
author's propenty rights in works being made public {except foreigner's works). or his place of
residence and therefore is unable to obtain the authorization of the author for its explottation,
he may exploit the work afier obtaining the approval of the Director of the Bureau of Copyright
and Related Rights, and depositing a sum of compensation money according to the critenis as
determined by the latter.

(2) The person who exploits 2 work under the provision of paragraph (1) of this section
shall indicate the fact that the exploitation is made with the appropriate approval and the date
when the same is igsued,

(3) Where a work which already obtained the required approval for its exploitation
becomes the ohject of the approval of the same kind at a later time, the procedure of making
eonsiderable efforts in accordance with the criteria may be omitied unless the owner of author's
property rights lodpes an objection in accordance with the prescribe procedures before approval
for legal license for the work is granted.

(4} The Bureau shall provide for the regular or periodic publication of the content of all
ssued hcenses.

CHAPTER YH
TRANSFER, ASSIGNMENT AND LICENSING OF COPYRIGHT

SEC. 200, Rights of Assignee or Licensee. —

200.1, The copyright may be assipned or licensed in whole or in part. Withan the scope
of the assignment or license. the assignee or licensee is entitled to all the rights and remedics
which the assignor or hicensor had with respect to the copyright.

200.2. Copyright or related rights are not deemed assigned or licensed inter vivos, in
whole or in part. unless there is a written indication of such intention.

However, a collective management organization that is accredited to represent right
holders for extended collective licensing may enforce copyrights or related rights without the
prior written authorization or assignment of such right holders. subject to the conditions under
Section 216.

200.3. The submission of a literary, photographic or artistic work to a newspaper.
magazine or periodical for publication shall constitute only a license to make a single
publication unless & greater right is expressly granted. If two (2) or more persons jointly own
a copyright or any part thereof, neither of the owners shall be entitled to grant licenses without
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the prior written consent of the other ownér or owners.

200.4. Any exclusivity in the economic rights in a work may be exciusively licensed.
Within the scope of the exclusive license. the licensee is entitled to al! the rights and remedies
which the licensor had with respect to the copyright

200.5. The copyright owner has the right to regular statements of accounts from the
assignee or the licensee with regard 10 assigned or licensed work.

SEC. 201, Copwight and Material Objeci. — The copyright is distinet from the property
in the material object subject o it. Consequently. the transfer, assignment or licensing of the
copyright shall not itself constitute a transfer of the material ohject. Nor shall a transfer or
assignment of the sole copy or of one or several copies of the work imply transfer, assignment
or licensing of the copynght.

SEC. 202. Filing of Assignment or License. — An assignment or exclusive license may
be filed with the Bureau of Copyright and Related Rights upon payment of the prescribed fee
for regisiration in books and records kept for the purpose. Upon recording. & copy of the
instrument shall be returned 1o the sender with a notation of the fact of record. Notice of the
record shall be published in the [POPHL Grazette.

SEC 203. Designation of Collective Management Organizations. —

2{3.1. The owners of copyright and related rights or their heirs may designate a society
of artists, writers, composers and other right-holders to coliectively manage their economic or
moral rights on their behalf, to be otherwise known as a Collective Managememn (rganization.

203.2. Mandarory Acereditation with the Office. — For the said collective management
organizations to enforce the rights of their members, they shall first secure the necessary
accreditation from the Office. Both local and foreign collective management organizations and
individuals or entities engaging. directly or indirectly. in any of the activities in Section 203.3
on behalf of more than one right holder are required to apply for accredilation,

Any person may refuse the payment or remitiance of royalties o a collective
management organization which is not accredited. Any person may also refuse payment or
remittance of rovalties to a collective management organization for a rights holder if' the latter
is not a registered member of the collective management organization. In addition, any such
organization found functioning as a collective management organization without said
accreditation afier due notice and hearing shall be liable for an administrative fine which shall
in no case be less than Fifty thousand pesos (Php50,000.00) but shall not exceed Cne million
pesos (Phpl.000.000),

203.3. Effect of Acereditarion, - Accreditation shall authorize a local collective
management organization 10 negotiate. grant licenses, ¢ollect and disiribute royaltics. and other
remuneration of its members.

SEC. 204. Extended Colleciive License. — Subjeet 10 the determination of the Director
General. eExtended collective license may also be invoked by users who. within 2 specified
field. have made an agreement on the exploitation of works with an accredited collective
management organization comprising a substantial number of authors of a certain type of works
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which arc used in the Philippines within the specified field. However. this does not apply. if
the author has isswed a prohibition against use of his work in relation to any of the contracting
parties, and where the work is an “orphaned” work as provided in Sec. 199,

SEC. 203, Limitations to the Retemtion of Unclaimed Roypalties. — Royalties allocated
for right holders who have not expressly authorized the collective management organization to
reprezent them shall only be retained for three (3) vears from the date of collection. Any
amounts lefl unclaimed or undistributed after such period shall be turned over o TPOPHL w
fund late claims for orphan works and government programs or projects for the copyright and
related rights sectors, undertaken or recommended by the Bureau of Copyright and Relsted
Rights.

CHAPTER VI
LIMITATIONS OF COPYRIGHT

SEC. 206. Lintitarions on Copyright. — Notwithstanding the provisions of Chapter V.
the following acts shall not constitute infringement of copyright.

{&) The recitation or performance of 2 work, once it has been lawfully made accessible
to the public, if done privately and free of charge or if made strietly for a charitable or religious
institution or SoCiery:

{b} The making of quotations from a published work if they zre compatible with Fair
use and only to the cxtent justified for the purpose. including quotations from newspaper
articies and periodicals in the form of press summaries: Provided, That the source and the name
of the author, il appearing on the work, are mentioned;

(c) The reproduction or communication to the public by mass media of arficles on
current political. social, economic. scientific or religious topic, lectures. addresses and other
works of the same nature, which are delivered in public il such use is for information purposes
and has not been cxpressly reserved: Provided, That the source is clearly indicated.

{(d} The reproduction and communication to the public of literary. seientific or artistic
works as part of reports of current cvents by means of photography. cinematography or
broadeasting w the extent necessary for the purpose;

{e)} The inclugion of a work in a publication. broadeast, or other communieation 1o the
public, sound recording or film. if such inclusion is made by way of illustration for teaching
purposes and is compatible with fair use: Provided, That the source and of the name of the
author. if appearing in the work, are mentioned:

{(f} The recording made in schools, universities. or educational institutions of a work
included in & broadcast for the use of such schoels. universities or educational institutions:
Provided. That such recording must be deleted within a reasonable period afier they were firs!
broadcast; Provided further. That such recording may not be made from audiovisual works
which are part of the general cinema repertoire of feature films except for brief excerpts of the
wiork:

(2} The making of ephemeral recordings by a broadcesting organization by means of
its o facilities and for wse in 108 own broadcast:
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{h) The use made of a work by or under the direction or control of the Government. by
the Bureau of Copyright and Reiated Rights, by the National Library or by educational,
scientific or professional institutions where such use is in the public interest and is compatible
with fair use;

(i) The public performance or the communication 10 the public of a work., in a place
where no admission fee is charped in respect of such public performance or communication.
by a club or institution for charitable or educational purpose only, whose aim is not profit
making. subject 10 such other limitations as may be provided in the Regulations:

(i) Pubiic display of the original or a copy of the work not made by means of a film,
slide. television image or otherwise on screen or by means of any other device or process:
Provided. That either the work has been published, or, that the original or the copy displaved
has been sold. given away or otherwise transferred to another person by the author or his
successor in title;

(k) Any use made of a work for the purpose of any judicial proceedings or for the giving
of professional advice by a legal praciitioner; and

(1} The reproduction, distribution, and making available to the public or works in an
accessible format or copy for of published anicles or materials in a specialized format
exclusively for the use of the blind. or visuallv-impaired and those unable. through physical
disability, to hold or manipulate a book or to focus or move the eyes to the extent that would
be normally accepiable for reading. These limitations on copyright cover the changes needed
to make the work in accessible format copies for the aforementioned beneficiaries: Provided.
That such copies and distribution shall be made on a nonprofit basis and shall indicate the
copyright owner and the date of the original publication.

(m)The copyright in a work that is situated. otherwise than temporarily, in a public
place. or in premises open to the public. is not infringed by the making of a painting. drawing.
engraving or photograph of the work or by the inclusion of the work in a cinematograph film
of in a television broadcast.

SEC. 207. Fair Live of a Copyrighed Work. —

207.1. The fair use of a copyrighted work for crticism. comment. news reporting.
teaching including limited number of copies for classroom use, scholarship. research, and
similar purposes is not an infringement of copyright.

Decompilation, which is understood here to be the reproduction of the code and
translation of the forms of a computer program to achieve the interoperability of an
independently created computer program with other programs. may also constitute fair use
under the criteria established by this section. 1o the extent that such decompilation is done for
the purpose of obtaining the information necessary to achieve such interoperability.

In determining whether the vse made of a work inany particular case is fair use. the
factors to be considered shall inelude:

(a) The purpose and character of the use, including whether such use is of a commercial
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nature or is for non-profit educational purposes;
(h) The nature of the copyrighted work;

(c) The amount and substantiality of the portion used in relation to the copyrighted
work as a whole: and

¢d} The cffect of the use upon the potential market for or value of the copynghted work,

207.2. The fact that a work is unpublished shall not by fself bar a finding of fair use if
such finding is made upon consideration of all the above factors

SEC. 208, Work af Architecrure. — Copyright in 2 work of architecture shall include the
right to control the erection of any building which reproduces the whole or a substantial part
of the work cither in its original form or in any form recognizably derived from the original:
Provided. That the copyright in any such work shall not include the right to control the
reconstruction or rehabilitation in the same style as the original of a building to which that
copyright relates.

SEC. 209. Reproduction for Research and Privare Study. —

209.1. Notwithstanding the provisions of Section 196, and subject 1o the provisions of
Section 209.2, the reproduction. in a single copy. for research or private study, of 2 work kept
in a library, museum or other institution to which the public has access. shall be permitted.
without the authorization of the owner of copyright in the work.

Provided, That where the identity of the author of any such work or, in the case of 4
work of joint authorship, of any of the authors is known to the library. museum or other
institution. as the case may he, the above provisions shall apply only if such reproduction is
made at a time more than forty (40) years from the date of the death of the author or, in the
case of a work of joint authorship, from the death of the last surviving author whose identity is
known or, if the identity of more authors than one is known from the death of such of those
authors who dies last.

209.2. The permission granted under Subsection 209.1 shall not extend to the
repronduction of!

{a) A work of architecture in the form of building or other construction:

{b) A compilation of data and other materials:

{c) A computer program except as provided in Section 211 and

{d) Any work in cases where reproduction would unreasonably conflict with a normal
exploitation of the work or would otherwise unreasonably prejudice the legitimate interests of
the author.

SEC. 210, Reprographic and Other Reproductions by Libraries. —

210.1. Notwithstanding the provisions of Subseciion 196.1. any library or archive
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whose activities are not for profit may. without the authorization of the author or copyright
owner. make a limited number of copies of the work, as may be necessary for such institutions
to fulfill their mandate, by reprographic reproduction:

{a) Where the work by reason of its fragile character or rarity cannol be lent 1o user in
its original form;

{b) Where the works are isolated articles contmned in composite works or brief
portions of other published works and the reproduction is necessary 1o supply them: when this
is considered expedient, 1o persons requesting their loan for purposes of nesearch or study
instead of lending the volumes or booklets which contain them; and

{c} Where the making of such limited copies is in order to preserve and. if necessary.
in the event that it 15 lost, destroved or rendered unusable, replace & copy, or to replace. in the
permanent collection of another similar library or archive, a copy which has been lost.
destroyed or rendered unosable and copies are not available with the publisher,

210.2. Notwithstanding the above provisions, it shall not be permissible to preduce a
volume of a work published in several volumes or to produce missing tomes or pages of
mapazines or similar works, unless the volume, tome or part is out of stock: Provided. That
every library which, by law. is entitled to receive copies of a printed work. shall be entitled.
when special reasons so require, 1o reproduce a copy of a published work which is considered
necessary for the collection of the library but which is out of stock,

210.3 Notwithstanding Section 196.1. a library may create a digiial reproduction of a
wark and lend out the secured digital reproduction 1o one valid user at a time: Provided, That

the library shall -
{a} own a legal capy or copies of the work:

{b} maintain a comesponding ratio of legal copies of the work to the copies of the work
lent, such that, at any given time, it shall not lend more physical and digital copies than the
number of the copies it legally owns; and

{c} use technological measures o ensure that the digital file cannot be copied or
redistributed.

SEC. 211. Reproduction of Compuier Progrom. -

211.1. Norwithstanding the provisions of Section 196. the reproduction in one { 1} back-
up copy or adaptation of a computer program shall be permitted, withowt the authorization of
the author of, or other owner of copyright in a computer program, by the lawful owner of thal
computer program: Provided, That the copy or adapiation is necessary for:

{a} The use of the compuier program in conjunction with a computer for the purpose.
and to the extent. for which the computer program has been obtained; and

{b) Archival purposes. and. for the replacement of the lawfully owned copy of the
computer program in the event that the lawfully obtained copy of the computer program is lost.
destroved or rendered unusable.

Page | 21



211.2. Ne copy or adaptation mentioned in this Section shall be used for any purpose
other than the ones determined in this Section, and any such copy or adaptation shall be
destroyed in the event that continued possession of the copy of the computer program ceases
to be lawiul.

211.3. This provision shall be without prejudice to the application of Section 200
whenever appropriate.

SEC. 212, importation and Exportation of Copyrighted Works. -

212.1 Notwithstanding the provision of Subsection 196.6, but subject to the limitation
under the Subsection 207.2 and the provisions of Republic Act Mo, 10863, otherwise known
as the Customs Modemization and Tanff Act, the importation or exportation of a copy of a
work by an individual for personal purposes shall be permitted without the authorization of the
author of, or other owner of copyright in, the work under the following circumsiances:

{2} When copies of the work are not available in the Philippines: and

{1} Not more than one (1) copy 8t one time 15 imported for strictly individual use
only: or

{ii} The importation is by authority of and for the use of the Philippine Govemiment;
or

(iii} The imporation, consisting of not more than three (3) such copies or likenesses
in any one invoice, is not for sale but for the use only of any religious, chantable,
or education society or instituiion duly incorporated or registered, or is for the
encouragement of the fine arts, or for any school, college, umiversity or free
hibrary in the Philippines.

{b) When such copics form parts of libraries and personal baggage belonging to persons
or families arriving from or leaving for foreign couniries and are not intended for sale:
Provided, That such copies do not exceed three (3).

212.2 Copics imported as sllowed by this Section may not lawfully be used in any way
1 violate the rights of the owner of the copyright or annul or limit the protection secured by
this Act, and such unlawful use shall be deemed an infringement and shall be punishable as
such without prejudice to the proprictor’s rght of action

223, hnfringing Works, - Subject to the provisions of Republic Act No. 10863,
infringing works provided in Section 212.2 shall include works for import, for export, in transit
or being transshipped within the Philippines.

212.4 Impartation and Exportation of Infringing Materials, — Subject to the provisions
of Republic Act MNo. 10863, and upon the approval of the Secretary of Finance, the
Commissioner of Customs is herebv empowered to promulgate rules and regulations for
preventing the importation, exportation or transshipment of infringing articles prohibited under
Part IV of this Act and under relevant treaties and conventions to which the Philippines may
be a party and. upon notice and hearing, for scizing and condemning and disposing of the same.
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CHAPTER IX
REGISTRATION AND DEPOSIT

SEC. 213, Transfer of Powers from National Library and the Supreme Cowrt Library
to Bureaw of Copyright and Related Rights, — The powers, duties and functions vested in. or
performed and exercised by, the National Library and the Supreme Court Library in connection
with the registration of copyrights are hereby transferred to the Bureau of Copyright and
Related Rights.

SEC. 214, Copyright Registration and Depoxit, — At any time during the subsistence of
the copyright, the owner/s of the copyright or of any exclusive right in the work may register
and deposit the works with the Bureau of Copyright and Related Rights in such manner and
form &5 may be prescribed in accordance with regulations. Such registration and deposit are
not & condition of copyright protection.

Mo award of statutory damages shall be made for any infringement of copyright 1n an
unregistered work.

SEC. 215, Cancellaiion af Certificate of Registration and Deposil. -

215.1. A certificate of repistration and deposit shall be cancelled by the Bureau of
Copyright and Related Rights by virtue of a final order or decision of the Director of Legal
Affairs. or the Director General of the Office, or of the appropriate court. pursuant to which a

new certificate may be issuad.

215.2. Upon submission of any instrument or deed transferring, assigning. or conveying
the copyright ownership, the existing certificate shall be cancelled and a new one issued.

SEC. 216. Norice of Copyright. — Each copy of a work published or offered for sale
may contain & notice bearing the name of the copyright owner, and the vear of its first
publication, and, in copies produced afier the creator’s death. the year of such death,

CHAPTER X
MORAL RIGHTS

SEC. 217. Scope of Moral Righty. — The author of a work shall. independently of the
economic rights in Section 196 or the grant of an assignment or heense with respect to such
right. have the following rights:

217.1. Right of Arribution. — To require that the authorship of the works be attributed
ta him or her. in particular, the right that his or her name. as far as practicable, be indicated in
a prominent way on the copies, and in connection with the public use of his work:

217.2, Right of Alterarion. — To make any alterations of his or her work prior . or (o
withhold it from publication;

2173, Right of Objectlon to Modificarion. — To object 10 any distort:on. mutilation or
other madification of, or other derogatory action in relation o, his or her work which would be
prejudicial o his or her honor or reputation; and
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217.4. Righi agatnst False Atiribution, — To restrain the wse of his or her name with
respect 1o any work not of his or her own creation or in a distorted version of his or her work,
{Sec. 193, R.A. §293a)

SEC. 218, Breach of Contract, — An author cannot be compelled to perform his contract
to create & work or for the publication of his work already in existence. However, he may be

held liahle for damages for breach of such contract.

SEC. 219, Waiver of Moral Rights. — An author may waive his or her rights mentioned
in Section 217 by a written instrument, but ne such waiver shall be valid where its effects is to
permit another:

219.1. To use the name of the author, or the title of his work. or otherwise to make use
of his or her reputation with respect o any version or adaptation of his or her work which,
because of alterations therein, would suhstantla!!} temd 1o injure the lilerary or artistic
reputation of saild awthar; or

219.2. To use the name of the author with respect to a work he or she did not create,

SEC, 220. Non-transferability of Moral Rights, — Moral rights shall not be assignable
or subject to license.

SEC. 22]1. Comtribution ro Collective Work — When an author contributes 1o a
collective work. his or her right to have his contribution anributed to kim or ker (s deemed
widived unless he cxpressly reserves it

SEC, 222, Editing, Arranging and Adapiation of Werk. — In the absence of a contrary
stipulation at the time an author licenses or permits another to use his work, the necessary
editing, arranging or adaptation of such work, for publication, broadcast. use in & motion
pictare, dramatization, or mechanical or elecirical reproduction in accordance with the
reasonable and customary standards or requirements of the medium in which the work is to be
used, shall not be deemed to contravenc the author's rights secured by this chapler. Nor shall
complets destruction of a work unconditionally transterred by the author be deemed to violate
such rights.

SEC. 223, Term af Moral Rights. —

2231, The rights of an author under Section 217.1. shall last in perpetuity while the
rights under Sections 217.2. 217.3. and 217.4. shall be coterminous with the ecenomic rights.
the moral rights shall not be assignable or subject to license. The person or persons to be
charged with the poesthumous enforcement of these rights shall be named in a written
instrument which shall be filed with the Bureau of Copyrights and Related Rights.

In default of such person or persons, such enforcement shall devolve upon either the
author's heirs, and in default of the heirs, the Director of the Bureau of Copyrights and Related

Rights.

223.2. For purposes of this Section, “Persorr” shall mean any individual. parmership.
corporation, associgtion, or society. The Director of the Burcau of Copynights and Related
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Rights may prescribe reasonable fees to be charged for his services in the application of
provisions of this Section,

SEC. 224, Enforcement Remedics. — Violation of any of the nghts conferred by this
Chaper shall entitle those charged with their enforcement o the same rights and remedies
available to a copyright owner. In addition. damages which may be availed of under the Civil
Code may also be recovered. Any damage recoverad afier the creator's death shall be held in
trust for and remined 1o his heirs, and in default of the heirs, shall belong 1o the government.

CHAPTER XI
RIGHTS TO PROCEED IN SUBSEQUENT TRANSFERS

SEC. 225, Sale or Lease of Work, —In every sale or lease of an original work of painting
or sculpture or of the original manuscript of a writer or composer. subsequent 1o the first
dispasition thereof by the awhor. the author or his heirs shall have an inalicnable nght to
participate in the gross proceeds of the sale or lease to the extent of five percent (5%). This
right shall exist during the lifetime of the author and for fifty (50) years after his death.

225.1. Liability to Pay Resale Rovalry. — Payment of resale rovalty shall be made by
the seller 1o the author or his heirs, within sixty (60} days from the date of sale or lease of the
work,

222 2 For purposes of monitoring the implementation of this panicular provision, there
i3 hereby created a National Registry of Qualified Works to be maintained by the Bureaun of
Copyright and Related Rights. This registry shall provide the means for the enrollment and
registration of works gualified for the application of resale right. It shall also serve as the
repository of information on the author or his heirs. for purposes of remittance of the resale
rovalty. Auction houses. art galleries. ant selerooms. or any dealers of works of art are reguired
1o repert compliance with pay ment of the resale royalty to the Bureau of Copynight and Related
with repularity and in such periods as may be provided under regulations to be issued for this

purpose.

SEC. 226. Works Nor Covered - The provisions of this Chapter shall not apply to
prints. eichings. engravings. works of applicd art. or works of similar kind wherein the author
primarily derives gain from the proceeds of reproductions.

CHAPTER X1
RIGHTS OF PERFORMERS, PRODUCERS OF SOUND RECORDINGS
AND BROADCASTING ORGANIZATIONS

SEC. 227. Dejinitions. — For the purpose of this Act, the following terms shall have the
following meanings:

227.1, “Perfarmers™ are actors. singers. musicians, dancers. and other persons who act,
sing. declaim, play in. interpret. or otherwise perform literary and arfistic work:

227.2. “Sound recording” is the fixation of the sounds of a performance or of other
sounds, or representation of sound. other than in the form of a fixation incorporated in a
cinematographic or other audiovisual work:
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2273, An “audiovisual work” is a work that consists of a series of related images which
impert the impression of motion, with or without sccompanying sounds, susceptible of being
made visible and, where accompanied by sounds, suscepible of being made audible;

2274, “Fixation” is the embodiment of sounds, or of moving images, or of the
representations thereof, from which they can be perceived. reproduced or communicated
through a device;

227.5. “Producer of o souwrd recording” is the person, or the legal entity, who or which
takes the initiative and has the responsibility for the first fixation of the sounds of a performance
or other sounds, or the representation of sounds;

227.6. “Publication of a fived performance or a sound recording™ is the offering of
copies of the fixed performance or the sound recording 1o the public, with the consent of the
right holder; Provided, That copies are offered to the public in reasonable quantity;

2237.7. “Broadcasiing” is the transmission by wireless means for the public reception
of sounds or of Images or of representations thereofl such transmission by satellite 15 also
"broadcasting™; transmission of encryped signals is broadcasting where the means for
decrypting are provided 1o the public by the broadeasting organization or with 11s consent:

2278 “Aroadcasting orgapization” is a natural person or a juridical entity duly
authorized to engage in broadeasting; and

2279, “Communication fo the pubiic of a performance or a sound recording”™ is the
transmission to the public, by zny medium, otherwise than by broadcasting, of an unfixed
performance, or of a performance fixed in an audiovisual fixation, or of the representation of
sounds fixed in a, sound recording,

For purposes of Section 231, “communication to the public” includes the making of a
performance fixed in an audiovisual fixetion audible and visible to the public.

For purposes of Section 234, “comnumication fo the pubiic™ includes making the
sounds or representations if sounds fixed in a phonogram audible to the public.

227.10. “Rebroadeasting” is the simultancous broadeasting by one broadcasting
organization of the broadeast of another broadcasting organization;

CHAPTER X111
PERFORMERS

SEC. 228, Scope of Performers” Rights. — Subject to the provisions of Section 237,
performers shall enjoy the following exclusive rights:

228.1. As regards their performances. the right of authorizing:

{&) The broadeasting and other communication to the public of their performance; and

{b} The fixation of their unfixed performance,
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2282, The rnight of authorizing the direct or indirect reproduction, n any manner ot
form of their performances fixed in sound recordings or andiovisual works or fisations;

228 3. The right of authorizing the first public distnbution of the original and copies of
their performance fixed in the sound recordings or audiovisual works or fixations through sale
of other forms of transfer of ownership.

228.4. The right of authorizing the commercial rental 1o the public of the original and
copies of their performances fixed in sound recordings or audiovisual works or fixations. even
after distribution of them by, or pursuant to the authorization by the performer; and

228.5. The right of authorizing the making available o the public of their performances
fixed in sound recordings or audiovisual works or fixations, by wire or wireless means, in such
a way that members of the public may access them from a place and time individually chosen
by them.

SEC. 229. Moral Righis of Performers, -

229.1. Rights Granted. — Independently of a performer's economic rights, the
performer, shell, as regards live aural performances or performances fixed in sound recordings
of in audicvisual works or fixations, have the right to elaim to be identified as the performer of
the his performances, except where the omission is dictated by the manner of the use of the
performance, and to object to any distortion. mutilation or other modification of the his
performances that would be prejudicial to the person’s his reputehon.

2292, Term of Proteciion. — The rights granted to a performer in accordance with
Subsection 2291 shall last in perpetuity. The person or persons to be charged with the
posthumous enforcement of these rights shall be named in a written instrument which shall be
filed with the Bureau of Copyright and Related Rights.

In default of such person or persons, such enforcement shall devolve upon either the
author's heirs, and in default of the heirs, the Bureau of Copyright and Related Rights.

SEC. 230. Limirarion on Right. = Subject to the provisions of Section 2310, once the
performer has authorized the broadeasting or fixation of his performance, the provisions of
Section 228 shall have no further application.

SEC. 231. Addirional Remumeration far Subyequent Communications or Broadeasts, —
Performers shall have an inalienable Aght to participate in the pross proceeds of subsequent
commercizl use or communication to the public of his performance, to the exient of five percent
{5%). as additional remuneration.

SEC. 232. Comract Terms, — Nothing in this Chapter shall be construed 1o deprive
performers of the right te agree by contracts, including collectively-bargained contracts and
comtracts which contemplate all futere uses of the work, on terms and conditions more
favarable for them in respect of any use of their performance.
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CHAFPTER X1V
PRODUCERS OF SOUND RECORDINGS

SEC. 233, Scope of Righr. — Subject to the provisions of Section 237, producers of sound
recordings shall enjoy the following exclusive rights:

2331, The nght w authorize the direct or indirect reproduction of their sound
recordings, in any manner or form: the placing of these reproductions in the market and the
right of rental or lending:

233.2. The right 1o authorize the first public distribution of the original and copies of
their sound recordings through sale or rental or other forms of transferring ownership: and

233.3. The right to authorize the commercial rental to the public of the original and
copies of their sound recordings. even afier distribution by them by or pursuant to authorization
by the producer.

2334, The right to authorize the making available 1o the public of their sound
recordings in such a way that members of the public may access the sound recording from a
place and at a time individually chosen or selected by them. as well as other transmissions of a
sound recording with like effect.

SEC. 234, Communicarion to the Public. — If a sound recording published for
commercial purposes, or a reproduction of such sound recording. is used directly for
broadcasting or for other communication 1o the public. or is publicly performed with the
intention of making and enhancing profit. a single equitable remuneration for the performer or
performers, and the producer of the sound recording shall be paid by the wser o both the
performers and the producer. who, in the absence of any agreement shall share equally.

SEC, 235, Limirarion of Righr. — Sections 206 and 207 shall apply mutatis mutandis 1o
the producer of sound recordings.

CHAPTER XV
BROADCASTING ORGANIZATIONS

SEC. 236, Scope of Right — Subject 1o the provisions of Section 237. broadcasting
organizations shall enjoy the exclusive right to carry outl, authorize or prevenl any of the
following acts:

236.1, The rebroadeasting of their broadcasts:

236.2, The fixation of the broadcast for the purpose of communication 1o the public:
and

236.3. The use for fresh transmissions of the fixated broadeast or the reproduction of
the fixated broadcast.
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CHAPTER XVI
LIMITATIONS ON PROTECTION

SEC, 237, Limitations on Rights. — The provisions of Chapter VIII shall apply mutatis
mutandis o the rights of performers, producers of sound recordings and broadcasting
organizations.

CHAPTER XVII
TERM OF PROTECTION

SEC. 238, Term of Protection. —

238.1. Subject 1o the provisions of Subsections 238.2 to 2385, the copyright in works
under Sections 191 and 192 shall be protected during the life of the author and for fifty (30)
vears after his death. This rule also applies to posthumous works

2382, In case of works of joint authorship, the economic rights shall be protected
during the life of the last surviving author and for fifty (30} years atier his death.

238.3. In case of anonymous or psepdonymous works, the copyright shall be protected
for fifty (50) vears from the date on which the work was first lawfully published: Provided,
That where, before the expiration of the said period, the author's identity is revealed or is no
longer in doubt, the provisions of Subsections 238.1 and 238.2 shall apply, as the case may be:
Provided further, That such works if not published before shall be protecied for fifty (50} years
counted from the making of the work.

23R 4. In case of works of applied art the protection shall be for a period of twenty-five
{25} years from the date of making.

238.5, In case of photographic works, the protection shall be for fifty (50) years from
publication of the work and, if unpublished, fifty (50) years from the making.

238.0. In case of audio-visual works including those produced by process analogous 1o
photography or any process for making audio-visval recordings, the term shall be fifiy (50)
vears from date of publication and. if unpublished. from the date of making.

SEC. 239, Calculation of Term. — The term of protection subsequent to the death of the
author provided in the preceding Section shall run from the date of his death or of publication,
but such terms shall alwayvs be deemed to begin on the first day of January of the year following
the event which gave rise to them.

SEC. 240, Term of FProrection for Performers, Producers ond Browelcasiing
Organizalions. -

240.1, The rights granted to performers and producers of sound recordings under this
law shall expine:

ta) For performances net incorporated in recordings, fifty (50} years from the end of
the year in which the performance took place; and
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{b} For sound or sound and images recordings and for performances incorporated
thetein. fifty (50) vears from the end of the year in which the recording took place.

240.2. In case of broadcasts, the term shall be twenty (20) years from the date the
broadeast took place. The extended term shall be applied only to old works with subsisting

protection under the prior law.

CHAFPTER XVl
INFRINGEMENT

SEC. 241, Infringement. — Any person infringes a right protected under this Act when
ones

{a) Directly commits an infringement;

{b) Benefits from the infringing activity of another person who commits an
infringement if the person benefiting has been given notice of the infringing activity and has
the right and ability to contrel the activities of the other person:

{c) With knowledge of infringing activity. induces. causes or materally contributes to
the infringing conduct of another.

241.1 Remedies for Infringemeni. — Any person infringing a right protected under this
law shall be Hable:

{a) To an injunction restraining such infringement. The court may also order the
defendant to desist from an infringement. among others. to prevent the entry into the channels
of commerce of imported goods that involve an infringement. immediately afier customs

cleargnce of such goods.

(b} To pay w0 the copyright proprietor or his assipns or heirs such actual damages.
including legal costs and other expenses. as he may have incurred due to the infringemen as
well as the profits the infringer may have made due to such infringement. and in proving profits
the plaintiff shall be required to prove sales only and the defendant shall be required to prove
every element of cost which he claims, or, in lieu of actual damages and profits, such damages
which to the court shall appear to be just and shall not be regarded as penalty: Provided, That
the amount of damages to be awarded shall be doubled against any person who:

{i} Circumvents effective technological measures; or

{ii) Having reasonable grounds to know that it will induce. enable, facilitate or
conceal the infringement, remove or alter any electronic rights management
information from a copy of a work. sound recording. or fixation of a
performance, or distribute. import for distnbution. broadeast, or communicate
to the public works or copics of works without authority. knowing that
electronic rights manegement information has been removed or altered without
authority,

fc) Deliver under oath. for impounding during the pendency of the action, upon such
terms and conditions as the eourt may prescribe, sales invoices and other documents evidencing
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sales, all articles and their packaging alleged to infringe a copyright and implements for making
them,

{d} Deliver under oath for destruction without any compensation all infringing copies
or devices, as well as all plates, molds, or other means for making such infringing copies as the
court may order.

(&) Such other terms and conditions. including the payment of moral and exemplary
damages, which the court may deem proper, wise and equitable and the destruction of
infringing copies of the work even in the event of acquittal in a criminal case,

The copyright owner may elect, at any time before final judgment is rendered, to

recover instead of acteal damages and profits, an award of statutory damapes for all
infringements involved in an action in a sum equivalent to the filing fee of the infringement
action bul not less than Fifty thousand pesos (Php30,000.00). In awarding statutory damages,
the court may consider the following factors:

{1} The nature and purpose of the infringing sct;
{2} The flagrancy of the infringement;

{3) Whether the defendant acted in bad faith;
{4} The need for deterrence;

{5) Any loss that the plaintiff has suffered or is likely to suffer by reason of the
infringement; and

(6] Any benefit shown to have acerued to the defendant by reason of the infringement.

In case the infringer was not aware and had no reason 1o believe that his acts constituze
an infringement of copyright, the coun in fis discretion may reduce the award of staiutory
damages to o sum of not more than Ten thousand pesos (Phpl 0,000.00% Provided, That the
amount of damapes to be awarded shail be doubled against any person who:

(1) Circumvents effective technolopical measures: or

(i1} Having reasonable grounds w know that it will induce, enable, facilitate or
conmceal the infringement, remove or alter any electronic righis management
information from a copv of a work, sound recording. or fixation of a
performance, or distribute. import for distribution, broadeast, or communicate
to the public works or copies of works without authority, knowing that
electronic rights management information has been removed or altered withowt
authonty.

241.2. In an infringement action, the court shall also have the power to order the seizure
and impounding of any articie which may serve as evidence in the court proceedings, in
accordance with the rules on search and seizure involving violations of infellectual property
rights issued by the Supreme Court.
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The foregoing shall pot preclude an independent sult for relief by the injured party by
way of damages, injunction. accounis or otherwise,

SEC. 242 Crimened Penalties. -

242.1. Independent of the civil and administrative remedies, persons liable for willful
infringement shall, upon conviction. be punished, by imprisonment or fine. or both., al the
discretion of the court, as follows:

{a) Imprisonment from three (3} vears o five {5) yvears. or a fine ranging from one
hundred thousand pesos (PT0R000) 10 Three hundred thousand pesos (P300,000), or both for
the first offense.

(b} Imprisonment from five (3) years and one (1) day to seven (7) years or a fine ranging
from over Three hundred thousand pesos (P300,000) to One Million pesos (P1OD0OO0YL or
both for the second offense,

{c) Imprisonment from seven (7} years and one (1} day to ten (10) years or a fine
ranging from over One million pesos (P1.O00000) 1o Three million pesos (P3.000,000), or
both for the third or oftener offense.

{(d) In all cascs, subsidiary imprisonment in cases of insolvency.

242 2. In determining the number of vears of imprisonment and the amount af fine, the
court shall consider the value of the infringing materials that the defendant has produced or
manufactured and the damage that the copyeight owner has suffered by reason of the
infringement: Provided. That the respective maximum penalty stated in Section 2421 (2). (b}
and {¢) herein for the first, second. third and subsequent offense. shall be imposed when the
infringement is committed by:

{a) The circumvention of effective technological measures:

{b} The removal or alteration of any electronic rights management information from a
copy of 2 work, sound recording. or Nixation of a performance, by 2 person. knowingly and
without authority; or

(¢} The distribution. importation for distnbution, broadeast. or communication to the
public of works or copies of works, by 8 person without authority. knowing that electronic
rights management information has been removed or aliered without authority.

2423, Any person who at the ime when copyright subsists in a work has in his
possession an article which he knows, or cught to know. to be an infringing copy of the work
for the purpose of;

(a) Selling. letting for hire, or by way of trade offering or exposing for sale. or hire. the
article;

(b) Distributing the article for purpose of trade, or for any other purpose to an extent
that will prejudice the rights of the copyright owner in the work: or
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{¢) Trade exhibit of the article in public, shall be guilty of an offense and shall be Liable
on conviction to imprisonment and fine as above mentioned.

SEC. 243, Affiduvir Evidence. —

243.1. In an action under this Chapter, an affidavit made before a notary public by or
on behalf of the owner of the copyright in any work or other subject matier and stating that:

(a) Al the time specified therein, copyright subsisted in the work or other subject
matier,

(b1 He or the person named therein is the owner of the copyright: and
(¢} The copy of the work or other subject matier annexed thereto is a true copy thereof.

The affidavit shall be admitted in evidence in any proceedings under this Chapler and
shall be prima facie proof of the matters therein stated until the contrary is proved. and the
court before which such affidavit is produced shall assume that the affidavit was made by or
on behalf of the owner of the copytight.

243.2. In an action under this Chaper:

(a) Copyright shall be presumed to subsist in the work or other subject matter to which
the action relates if the defendant does not put in issue the question whether copyright subsists
in the waork or other subject matter; and

(b} Where the subsistence of the copyright is established. the plaintifT shall be presumed
ta be the owner of the copyright if he claims to be the owner of the copyright and the defendant
does not put in issue the question of his ownership,

{¢) Where the defendant, without pood faith. puts in issue the questions of whether
copvright subsists in @ work or other subject maztier to which the action relates. or the ownership
of copyright in such work or subject matter. thereby occasioning unnécessary costs or delay in
the proceadings, the court may direct that any costs 1o the defendant in respect of the action
shall not be allowed by him and that any costs occasioned by the defendant to other parties
shall be paid by him 10 such other parties.

SEC. 244, Presumpion of Awihorship, —

244.1, The natural person whose name is indicated on a work in the usual manner 45
the author shall, in the absence of proof to the contrary, be presumed to be the author of the
work. This provision shall be applicable even if the name is a pseudonym. where the
pseudonym leaves no doubt as to the identity of the author.

244.2. The person or body corporate whose name appears on an audiovisual work or
on sound recording in the usual manner shall, in the absence of proof 1o the contrary. be
presumed to be the maker of said work or the producer of said sound recording.

SEC. 245, Jmerngtional Repisrration of Worky, = A statcment conceming a work,
recorded in an international register in sceordance with an internationzl treaty to which the
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Philippines is or may become a party, shall be construed as true until the contrary is proved
except:

245.1. Where the statement cannot be valid under this Act or any other law conceming
intellectual property.

2452, Where the statement is contradicted by another statement recorded in the
internmational register.

SEC. 246 Disclosure of Information. — Where any ariicle or its packaging or an
implement for making it is seized or detained under a valid search and seizure under this Act
is, or is reasonably suspected to be, by an authorized enforcement officer, in violation of this
Act, the said officer shall, wherever reasonably practicable, notify the owner of the copyright
in question or his authorized agent of the seizure or detention, as the case may be,

CHAPTER XIX
SCOPE OF APPLICATION

SEC. 247, Points of Aftachmeni for Works under Sections 9] and 192, -

247.1. The protection afforded by this Act to copyrightable works under Sections 191
and 192 shall apply to:

(a) Works of authors who are nationals of, or have their habitual residence in. the
Philippines;

(b) Audio-visual works the producer of which has his headguarters or habitoal
residence in the Philippines:

(c) Works of architecture erected in the Philippines or other antistic works incorporated
in a building or other structire located in the Philippines;

(d) Waorks first published in the Philippines; and

(e} Works first published in another country but also published in the Philippines within
thirty days, irrespective of the nationality or residence of the authors.

247.2. The provisions of this Act shall also apply o works that are 1o be protecied by
virtue of and in accordance with any international convention or other internationz! agreement
te which the Philippines is a party.

SEC. 248. Points of Attachment for Performers. — The provisions of this Act shall be
extended 1o

24%.1. Performers who are nationals of the Philippines;

248 2. Performers who are not nationals of the Philippines subject to any of the
following conditions:

{a} Performance takes place in the Philippines; or
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(b} Performance is incorporated in sound recordings or in audiovisual fixations that are
praotected under this Act: or

{¢) Performance which has not been fixed in sound recording or in audiovisual fixations
but are carried by broadcast qualifying for protection under this Act.

SEC, 249, Points of Arrachment for Sotnd Recordings. — The provisions of this Act on
the protection of sound recordings shall apply o

249.1. sound recordings the producers of which are nationals of the Philippines; and
249.2. sound recordings that were first published in the Philippines.

SEC. 230. Poinis of Attachment for Broadeasis. —

250.1. The provisions of this Act on the protection of broadcasis shall apply to:

(a) Broadeasts of broadeasting organizations the headquarters of which are situated in
the Philippines; and

(b) Broadcasts transmitted from transmitiers situated in the Philippines;

250.2. The provisions of this Act shall also apply 10 performers who, and to producers
of sound recordings and broadcasting organizations which are to be protected by virtue of and
in accordance with any international convention or other international agreement 1o which the
Philippines is a party,

CHAPTER XX
INSTITUTION OF ACTIONS

SEC. 251. Jurisdiction. — Civil or administrative actions under Part V11 of this Act shall
be cognizable by the Regional Trial Courts or by the Office and other administrative agencies
with apprapriate jurisdiction under existing laws,

SEC. 252, Damages. — No damages may be recovered under this Act after the lapse of
four (4) years from the time the cause of action arose.

CHAPTER XXI
MISCELLANEOUS PROVISIONS

SEC. 253. Ownership of Deposit ond fnstrumenrs. = All copies deposited and
instruments in writing filed with the Bureau of Copyright and Related Rights and in accordance
with the provisions of this Act shall become the property of the Government.

SEC, 254, Public Records. — The section or division of the Bureau of Copyright and
Related Rights eharped with receiving copies and instruments deposited and with keeping
records required under this Act and everything in it shall be opened to public inspection.  The
Bureau Director is empowered to 1ssue such safeguards and regulations as may be necessary
1o implement this Section.
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SEC. 255, Comypuilsary License on Copyright. — The Philippines shall by proper
compliance with the requirements set forth under the Appendix of the Bermne Convention {Paris
Act, 1971) avail itself of the special provisions regarding developing countries, including
provisions for licenses grantable by competent authority under the Appendix and as may be
prezcribed by the Repulations,

PART VI
FINAL PROVISIONS

SEC, 256, Adoption of fnrellectual Property (1P} Policies. — Schools, universities,
reséarch and development institutions and public entities shall adopt intellectual property
policies and programs that would govern the use and creation of intellectual property with the
purpose of safeguarding the intellectual creations of the leaming institwtion and its employees,
and adopting local ly-established industry practice fair use guidelines. Similarly, private entities
are encouraged 1o adopt intellecival property policies. These policies may be developed in
relation to licensing agreemenis entered into for purposes of implementing the state policies
under this Act.

SEC. 257. Equitable Principles to Govern Proceedings, - 1n all inter-parties
proceedings in the Office under this Act, the equitable principles of laches, estoppel, and
acquicscence where applicable, may be considered and applied,

SEC. 258. Revocation of Business Permit, License, or Authority. = Any person, nataral
or juridical wha refuses or fails to comply with the decision or order of the Director General or
of any Bureau or Office of the Intellectual Property Office of the Philippines, the appropnate
apency including local government units. upon recommendation of the Office. may cancel.
revoke. or suspend any business permit, hieense andfor authority.

SEC. 259. Reverse Reciprocity of Foreign Laws. — Any condition. mestriction,
limitation, diminution, requirement. penalty or any similar burden imposed by the law of a
foreign country on a Philippine national seeking protection of intellectual property rights in
that eountry, shall reciprocally he enforceable upon nationals of said country. within Philippine
Jurisdiction.

SEC. 260, Appeals. —

260.1. Appeals from decisions of Regional Trial Courté shall be governed by the Rules
of Count. Unless restrained by a higher court. the judgment of the Regional Trial Court shall

be executory even pending appeal under such terms and conditions as the court may prescribe,

260.2. Unless expressly provided in this Act or other statmes. appeals from decisions
of administrative officials shall be provided in the Regulations.

SEC. 261. Applications Pending on Effective Dte af Aer, -
261.1. All applications for patents pending in the former Bureaw of Patents. Trademarks

and Technology Transfer shall be procecded with and patenis thereon granted in accordance
with the Acts under which said applications were filed, and said Acts are hereby continued 1o
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be enforced. to this extent and for this purpose only, notwithstanding the foregoing general
repeal thereof: Provided, That applications for wtility models or industrial designs pending at
the effective date of this Act, shall be proceeded with in accordance with the provisiens of this
Act, unless the applicants elect to prosecute said applications in accordance with the Acts under
which they were filed.

261.2. All applications for registeation of marks or trade names pending in the former
Bureau of Patents. Trademarks and Technology Transfer at the effective date of this Act may
be amended, if practicable to bring them under the provisions of this Act. The prosecution of
such applications so amended, and the grant of registrations thereon shall be proceeded with in
accordance with the provisions of this Act. If such amendmenis are not made. the prosecution
of said applications shall be proceeded with and registrations thereon granted in accordance
with the Acts under which said applications were filed, and said Acts hereby comtinued in force
1o this extent for this purpose only, notwithstanding the foregoing general repeal thereof,

SEC, 262. Preservation of Exisiing Righisy, - Nothing herein shall adversely atfect the

rights on the enforcement of rights in patents. wiility models. industrial designs, marks and
works. acquired in good faith prior to the effective date of this Acl.

SEC, 263. Notification on Berne Appendix. — The Philippines shall by proper
compliance with the requirements set forth under the Appendix of the Beme Convention (Paris
Act. 1971) avail itself of the special provisions regarding developing countries. including
provisions for licenses grantable by competent authority under the Appendix,

SEC. 264, Public Pomeain. = Copyright, otility models, industnal designs. layout
designs and patents shall belong to the public domain under any of the following inslances:

fa) Expiration of the corresponding term of protection:

(b) Non-compliance with protection and mainlenance requirements;

(¢) Surrender of rights provided for in this Act:

{d) Final judgment of the court or the affice; or

{g) Oher circumsiances analogous 1o any of the above.

The Bureau of Innovation Support and Business Development shall create immediately
and maintain an updated digital registry of all works, inventions, industrial and [ay-oul designs
in the public domain. The public shall have access 1o the registry subject to the payment of
reasonable fees.

SEC. 265, Separability. — IT any portion or provision of this Act is subsequently
declared invalid or unconstitutional. other provisions hereof which are not affected thereby
shall remain in full force and effect.

SEC. 266. Repealing Clause. -

266.1, All Acts and parts of Acts inconsistent herewith. more particularly Republic Act
Mo, 165, as amended; Republic Act No. 166, as amended; and Articles 188 and 189 of the
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Revised Penal Code; Presidential Decree No. 49, including Presidential Decree No. 285, as
amended, are hereby repealed.

266.2. Republic Act Nao. 8293, otherwise known as the “Intellectual Property Code of
the Philippines”, as amended by Republic Act No. 9150, Republic Act No. 9502 and Republic
Act No. 10372, is hereby amended accordingly.

SEC. 267, Effectivity. = This Act shall take effect fifteen {15) days afier its publication
i the Official Gazette or in & newspaper of general circulation.
Approved,

Approved.
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